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REPORT ON ARGENTINE COURT DECISIONS 
ON TRADEMARKS 


By Roberto Daniel Goytia* 


This brief review of some decisions handed down by the Ar- 
gentine Courts concerning trademarks, has been prepared with 
the end in view of supplying information to trademark counsels 
regarding the tendencies of the Argentine Tribunals, 


Registrability 

1. An application to register LA soLucION in respect of goods 
in classes 22, 23, and 24 was refused by the Patent Commissioner 
on the ground that the subject matter of the application fell within 
the purview of Article 3, Section 4 of the Trademark Law. 

The Court of Appeals found La soLucion registrable, stating 
that while it was true that the words La soLuCcION were ordinary 
words of the language available to everybody, and that anyone 
was entitled to use such words in advertising and in commercial 
promotion, nonetheless, such use would not be in the ordinary 
trademark sense. The Court further pointed out that the words 
LA soLucion could function as a trademark capable of identifying 
applicant’s goods, since they do not describe their product’s charac- 
teristics, nor their specific uses, and neither was the mark a 
laudatory statement of applicant’s goods. The decision of the 
Patent Commissioner was reversed.’ 

2. Applicant sought to register copyrapip for “chemical sub- 
stances employed in industries, photography, scientific research, 
agriculture, horticulture, and anti-corrosive substances’’—Class 1; 





* Member of the Buenos Aires bar; partner of the firm of Goytia & Cia., Buenos 
Aires, Argentina; Vice-President of the Argentine Association for the Protection of 
Industrial Property; Associate Member of U.S.T.A. 

1. Fabripez S.A. v. Patent Office—La Ley, Vol. 87, p. 317. 
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and for “surgical, medical, physical, mathematical, scientific and 
veterinary instruments, other than electrical”—Class 6. The Patent 
Commissioner refused registration on the basis that Article 3, 
Sections 4 and 5 prescribe: 


“3. The following are not considered as manufacturing, trade 
or agricultural marks: 

(4) Terms or phrases which have passed into general use, 
and signs not presenting novel or special characteris- 
tics. 

(5) The designations usually employed to indicate the 
nature of the products, or the class to which they be- 
long.” 


The Court in deciding this case at bar held copyrapip regis- 
trable, stating that according to judicial precedents, trademarks 
are registrable although they may be suggestive, providing: a) 
that they do not consist of terms in common usage in the trade 
to describe the goods, b) that they are not words identifying ap- 
plicant’s goods, nor describing what the characteristics are, or 
the specific uses of the products. In short, the Court found copy- 


RAPID a mark not obviously descriptive and therefore, properly 
registrable, so much so said the Tribunal, that copyrapip had 
been applied to distinguish imported products.’ 


Oppositions 

3. An application was filed to register LAVATEX as a trade- 
mark in respect of “Heating, ventilating, lighting, refrigerating 
and hydrotherapeutic apparatus and articles; sanitary articles; 
machines, apparatus and articles for cleaning in general and for 
washing, bleaching and cleaning clothing” Class 14. 

Registration was opposed by the registrant owner of TEX 
for identical goods in Class 14. The Court decided: 1) that 
LAVATEX is registrable although the first two syllables Lava (wash) 
have a descriptive connotation as applied to cleansing products; 
2) that LavaTex is not confusingly similar to TEx, in connection 
with cleansing products.* 


4. The Supreme Court has affirmed the decision of the Court 
of Appeals dismissing the opposition filed by the Agricultural 





2. Homann Enrique—La Ley, Vol. 87, p. 658. 
3. Iggam 8.A. v. Cia. Industrias Argentinas de Buenos Aires 8.A.—La Ley, Vol. 
87, p. 662. 
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Department of the Danish Government against trademark appli- 
vation LA DANESA on the ground that there is no likelihood of 
confusion within the purview of the statute, with trademark 
registration DAN MARK.* 


Infringement 


.. Kay Grandjean and Company, in its capacity of regis- 
trant-owner of trademark star in respect of “Machinery and 
apparatus,” Class 5, which includes sewing machines, instituted 
a penal action against Israel Prueznocosky, on the grounds that 
defendant was using the trademark star, in spite of the fact that 
plaintiff had notified Prueznocosky by telegram to refrain from 
infringing his property rights in the word star. Plaintiff alleged 
that the use of the mark star, appearing on the sewing machines 
sold by defendant, constituted a willful transgression of his trade- 
mark rights and therefore, he accused Prucznocosky of violating 
Article 48, Sections 5 and 6 of the Trademark Law No. 3975, which 
provides: 


“48. There shall be a punishment of a fine from 20 to 500 
pesos national currency and arrest from one month to 
one year, being the corporal punishment not redeemable 
in money, for all those who: 


Knowingly sell, offer for sale or consent to be a party 
in the sale of counterfeit marks, and all those who sell 
legitimate marks without the knowledge of their owner. 


Knowingly sell, offer for sale, consent to be a party in 
the sale or in the circulation of articles with a counterfeit 
or a fraudulently imitated mark.” 


Evidence was presented in the record pointing out that al- 
though the word star appeared in small size on the sewing ma- 
chines involved, said machines were sold under the trademark 
ADMIRAL, Which was affixed and prominently displayed in big letters 
on each sewing machine. Evidence was also offered by defendant 
to the Court, to the effect that in the whole extensive advertising 
campaign, the sewing machines were referred to as ADMIRAL sew- 
ing machines, having expressly omitted to mention the word star, 
as well as the symbol of a star. The Supreme Court in deciding 
the case found that under the evidence and the applicable law, no 








4. Flandes S.R.L. v. Ministerio de Agricultura de Dinamarca—La Ley, Vol. 88, 
p. 343. For comments on decision of Court of Appeals, see: 47 TMR 1451 (1957). 
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evidence whatever in the case suggested actual intent of defendant 
to deceive and mislead the public or to compete unfairly with 
plaintiff. The complaint was dismissed and defendant acquitted.° 


6. Plaintiff had long ago registered and used the trademark 
LACTAL No. 218,443 in respect of bread, in Class 22. For many years 
plaintiff had produced packaged bread for retail sale under the 
name PAN (bread) LacraL. Defendant also produced packaged 
bread for retail sale under the name of Pan Lacreo. Because of 
this and because defendant had arranged the labeling in such a 
way as to strikingly resemble the overall appearance of plaintiff’s 
package, the latter brought infringement action against defendant. 
The Court found that defendant had evidently sought to imitate 
plaintiff’s trademark in arrangement, combination and collocation 
of printed and ornamental design. In accordance with the fore- 
going, the Court arrived at the conclusion that plaintiff’s trade- 
mark had been infringed by the defendant. Consequently, the 
Court directed an order to the defendant to cease to imitate 
plaintiff’s trademark. Finally, the Court imposed on the defendant 
the obligation to pay all costs and attorney’s fees incurred by 
plaintiff.*® 


Pleading and Practice 


7. The Patent Commissioner decided to hold in abeyance 
trademark application u s RuBBER until the Court determines in 
two other cases whether v s RUBBER is registrable or not. Appli- 
cant insisted before the Patent Commissioner that a decision either 
allowing or rejecting the u s RuBBER trademark should be handed 
down. The Patent Commissioner ruled that it was within his 
powers to stay the trademark application. Petitioner then took 
an appeal before the Court, which ruled that irrespective of the 
outcome of Court proceedings in cases Serial Nos. 427,459 and 
427,460, the Patent Commissioner was bound according to Article 
30 of Trademark Law No. 3975, to decide on the first-named ap- 
plication within the term of 15 days.’ 


8. Plaintiff—through an Argentine attorney—brought crim- 
inal action against defendant alleging trademark infringement. 
In the course of the proceedings, the defendant expressed to the 


5. Kay Grandjean § Cia. v. Prucznocosky, Israel—La Ley, Vol. 86, p. 701. 
6. Panificacién Argentina S.A. v. Moure Pedro § Cia.—La Ley, Vol. 87, p. 311. 
United States Rubber Company—La Ley, Volume 87, p. 569, 
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Court his intention to take deposition to plaintiff’s representative 
and for that purpose, plaintiff’s attorney should declare in Court 
where said representative has his domicile. Plaintiff’s attorney 
reported to the Court that his client had his domicile abroad and 
gave his address. Defendant contended that plaintiff’s repre- 
sentative should constitute domicile within the jurisdiction of the 
Court, in order that said representative may be compelled to ap- 
pear personally in Court and depose. The Court dismissed the 
defendant’s petition inasmuch, said the Tribunal, as in trademark 
cases, the personal presence of plaintiff within the jurisdiction 
of the Court is not compulsory or obligatory. The deposition of 
plaintiff’s representative, concluded the Court, could be taken 
by the medium of letters rogatory.® 


Moving-Picture Titles 


9. Action for copyright infringement of plaintiff’s motion 
picture EL CANTOR DEL Jazz was brought against Atlantica Cine- 
matografica Argentina. Defendant, a local film company pro- 
ducer of motion pictures, announced the release of a moving 
picture with the identical name. The defendant alleged that he 


had registered the name EL CANTOR DEL JAzz as a trademark, with 
the Trademark Office, No. 236,955 in respect of goods in Class 6, 
which includes moving pictures. The Court’s pronouncement 
specifically stated that defendant’s trademark EL CANTOR DEL JAzz 
protected the “goods” (merchandise) themselves, but did not give 
the right to the title of a moving picture, which fell within the 
purview of the Copyright Law. According to the Court’s decision 
the title of a moving picture as a part of an artistic production 
is not a matter subject to protection by the Trademark Law, but 
the Copyright Law.’ 





8. Benedictine Distillerie de la Liqueur de l’Ancienne Abbaye de Fecamp v. 
Baragobre Carlos et al.—La Ley, Vol. 87, p. 649. 

9. Warner Bros. Pictures Inc, v. Atlantica Cinematografica Argentina—La Ley, 
Vol. 86, p. 627. 
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SOME IMPORTANT CHANGES IN THE NEW 
TRADEMARK LAW OF THE REPUBLIC OF CHINA 
(NATIONALIST CHINA) 


By James M. Lee* 


The Trademark Law which has been in force in the territory 
within the Republic of China (Nationalist China) for many years 
up to October 24, 1958, is the Trademark Law which was promul- 
gated on October 19, 1940. The Trademark Law promulgated on 
October 19, 1940 consisted of 40 Articles and had been in force 
in China for more than 18 years when it was superseded by a new 
Trademark Law, promulgated by the President of the Republic 
of China on October 24, 1958. The new Trademark Law consists 
of 38 Articles and became effective on the date of its promulgation. 

Following are the five important changes in the new Trade- 
mark Law, as compared with the former Trademark Law which 
it has just superseded: 


1. Nationals of Practically All Countries of the Free World 
May Now Apply for the Registration of Their 
Trademarks in the Republic of China 

Under the former Trademark Law, only nationals of coun- 
tries having treaties with the Republic of China for the reciprocal 
protection of the trademarks of their nationals could apply for 
the registration of their trademarks in China. Under such a strict 
provision, only nationals of countries such as Australia, Austria, 
France, Japan, the Philippines and the United States of America 
could apply. Even nationals of countries having diplomatic rela- 
tions with the Republic of China, but having no treaties with the 
Republic of China for the reciprocal protection of the trademarks 
of their nationals, such as Belgium, Canada, Italy, Portugal and 
many Latin American countries, could not apply. Under the new 
Trademark Law now in foree, however, the nationals of all 
countries of the world may, in principle, apply but the Chinese 
trademark authorities may, that is, have the power to, refuse 
any application filed by a national of a country which has no treaty 
with the Republic of China for the reciprocal protection of the 
trademarks of their nationals or whose law renders unacceptable 
the applications for trademark registration filed by nationals of 
the Republic of China. This power to refuse to accept applications 





* Attorney-at-law, Taipei, Taiwan, China. Professor of Law, Soochow University, 
Taipei; member of the Taipei bar. 
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is entirely discretionary and it is clear from the legislative pro- 
ceedings leading to the enactment of this particular provision 
that this discretionary power to refuse trademark applications is 
not intended to be exercised except against countries outside of 
the Free World. Moreover, the nationals of any one foreign nation 
will be treated on the same and equal basis. If it is decided that 
this discretionary power will not be exercised against the nationals 
of a certain country, then the trademark applications of all the 
nationals of that country will be accepted. Until and unless differ- 
ent rulings are issued by the Trademark Bureau it may be assumed 
that the nationals of all countries of the Free World may apply 
for the registration of their trademarks in the Republic of China. 


2. Famous Trademarks Are Now Given a Much 
Wider Scope of Protection 

Under the former Trademark Law, the Chinese authorities 
originally granted no protection whatsoever when a famous trade- 
mark was copied or imitated, and filed for registration by others 
in respect of different goods. It was held that as long as the goods 
were not the same, there could be neither any infringement of 
exclusive trademark rights nor any deception of the public. An 
improvement of the situation was made when in 1937 the Chinese 
authorities adopted for the first time the new position that pro- 
tection should be granted if a famous trademark was copied or 
imitated and filed for registration in respect of goods of the same 
or a similar nature. However, this improvement was, and has 
continued to be, very limited in scope as goods were not considered 
to be “of the same or a similar nature” unless they were indeed 
very similar in nature, such as toilet soaps and skin creams, or 
electric lamps and electric batteries. In one case, even fountain 
pens and carbon paper were considered to be not “goods of the 
same or a similar nature” and protection was denied to a famous 
fountain pen trademark which had been copied on carbon paper. 
This has continued to be the situation up to the promulgation of 
the new Trademark Law on October 24, 1958. 

It was provided in Section 6 of Article 2 of the former Trade- 
mark Law that “anything identical with or similar to another’s 
generally known mark or medal used on the same goods may not 
be registered as a trademark.” Under the new Trademark Law 
now in force, however, this same provision has been revised and 
the words “used on the same goods” have been deleted therefrom, 
so that the provision in Section 6 of Article 2 of the new Trade- 
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mark Law reads “anything identical with or similar to another’s 
generally known mark or medal may not be registered as a trade- 
mark.” 

While it still remains to be seen how liberally this provision 
will be applied in actual practice, it is obvious that the deletion 
of the words “used on the same goods” originally present in Sec- 
tion 6 of Article 2 of the Trademark Law should now give the 
Chinese authorities a much wider scope within which to grant 
protection to well-known or famous trademarks, which is certainly 
an improvement in the right direction. 


3. The Rights of the Prior Applicant Are Now Further 
Expanded While the Rights of the Prior User 
Are Further Restricted 

The Chinese Trademark Law has undergone several successive 
changes in regard to the rights of the prior user as against the 
rights of the prior applicant. According to the earliest Chinese 
Trademark Law, when two or more persons apply separately for 
registration of an identical or similar trademark appropriated 
to the same merchandise, only the applicant who first actually 
used the trademark shall be granted the registration; at that time 
first actual use meant first actual use of the trademark anywhere, 
inside or outside of China. This law was in force for many 
years but it was subsequently amended to provide that “only the 
application of the applicant who first actually used the trademark 
within the territory of the Republic of China shall be granted.” 
After many years, the law was again amended to provide that 
“only the application of the applicant who first actually used 
the trademark within the territory of the Republic of China and 
has continued to use same without interruption shall be granted.” 
This last amendment was embodied in the Trademark Law which 
has been in force from October 19, 1940 to October 23, 1958. More- 
over, this provision of the Law has been given a strict interpreta- 
tion by the Chinese authorities, so that the “applicant who first 
actually used the trademark within the territory of the Republic 
of China and has continued to use same without interruption” 
may assert his rights only if he has filed an application for the 
registration of the trademark when the identical or similar trade- 
mark filed for registration on the same goods by another is still 
in the process of registration and has not been registered. In 
other words, the rights of the applicant “who first actually used 
the trademark within the territory of the Republic of China and 
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has continued to use same without interruption” will be recognized 
only when and if there are co-pending applications by the two 
different applicants before the Bureau. This was the position of 
the law up to the promulgation of the new Trademark Law on 
October 24, 1958. 

The new Trademark Law promulgated on October 24, 1958, 
however, further expanded the rights of the prior applicant and 
further restricted the rights of the prior user. Article 3 of the 
new Trademark Law now in force provides as follows: 


“When two or more persons apply separately for registration 
of an identical or similar trademark appropriated to the 
same merchandise, only the application of the applicant who 
first actually used the trademark in the Republic of China 
and has continued to use same without interruption shall be 
granted. If neither has ever used the trademark before the 
application therefor is made or when there is no way of 
ascertaining who is the first user, the first applicant is en- 
titled to registration. Should both apply on the same date, 
neither application will be registered unless the parties come 
to an understanding whereby one party agrees to let the 
other enjoy the exclusive use. 


“When the first actual user of the trademark as provided in 
the preceding paragraph fails to apply for the registration of 
the trademark within one year from the date of its use within 
the territory of the Republic of China, the application of the 
first applicant for registration shall be granted.” 


The provisions in the first paragraph are the same as those 
in Article 3 of the former Trademark Law but the provisions in 
the second paragraph are new. In other words, under the new 
Trademark Law now in force, the rights of the prior user in China, 
restricted as they already were under the former Trademark Law, 
as explained above, are further restricted by the requirement 
that such prior user must apply for the registration of the trade- 
mark in China within one year of its first use in China. Otherwise, 
the application of the first applicant, regardless of all questions 
of use, shall be granted. 

The new Trademark Law in this respect comes very close to 
giving all rights to the first applicant, regardless of all questions 
of use. In fact, this was originally proposed in the first draft 
of the new Trademark Law but the Legislative Yuan finally de- 
cided on a compromise and reserved rights to the prior users 
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provided that they apply for registration in China within one 
year of the date of first use of their trademarks within the territory 
of the Republie of China. 

In view of such provisions in the new Trademark Law now 
in foree, it is obvious that all trademark owners should apply 
for the registration of their trademarks in China and that all 
trademark applications should be filed for registration in China 
at the earliest possible date. Otherwise, it is quite possible that 
they may find that their own trademarks have been, or will be 
registered in China by others under circumstances in which they 
will have no remedy and that once that has happened, they may 
be legally prohibited from using their own trademarks in China. 


4. The Licensing of the Use of Registered Trademarks 
Is Now Recognized Under Certain Conditions 


The former Trademark Law contained no provisions expressly 
permitting or prohibiting the licensing of the use of registered 
trademarks, but it has always been assumed by trademark attor- 
neys that the licensing of the use of registered trademarks is 
permissible under the former Trademark Law as long as there 
is no deception of the public. 

Under the new Trademark Law the licensing of the use of a 
registered trademark by another is expressly permitted provided 
that the manufacture of the goods by another is under the super- 
vision and control of the owner of the registered trademark, 
that the same quality of the trademarked goods is maintained 
and that the arrangement has been approved by the Trademark 
Bureau. If the owner of a registered trademark should permit 
another to make use of his registered trademark in violation of 
these conditions or should fail to take corrective action when he 
knows of any violation of conditions by the permitted user, the 
registered trademark concerned will be subject to cancellation. 

In view of these express provisions in the new Trademark Law 
now in force, it is important that all cases of permitted use of 
registered trademarks be submitted to the Trademark Bureau 
for approval in order to avoid possible cancellation of the regis- 
tered trademarks concerned. 


5. All Appellate Proceedings in The Trademark Bureau 
Are Now Abolished; Appeals May Be Taken Directly 
to The Ministry of Economic Affairs 


Under the former Trademark Law, all decisions of the Trade- 
mark Bureau in rejecting trademark applications, in sustaining 
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or dismissing opposition proceedings, and in cancellation pro- 
ceedings may be contested only by instituting appellate proceedings 


in the Bureau itself, and it is only against the adverse decisions 
on such appellate proceedings in the Bureau itself that appeals 
may be instituted to the Ministry of EKeconomie Affairs. All such 
appellate proceedings in the Bureau itself have now been abolished 
in the new Trademark Law. This abolition of all appellate pro- 
ceedings in the Bureau will undoubtedly save a lot of time and 
work, both on the part of the Bureau and on the part of the 
trademark litigants. 

Under the new Trademark Law all first decisions of the Bu- 
reau are directly appealable to the Ministry of Economie Affairs. 
It is expected that having no longer the opportunity to review 
its own decisions before the cases are appealed to the higher au- 
thority, the Bureau will now take more time and effort to consider 
and decide all cases in the first instance. In this way, time and 
effort may also have to be expended by each party in prosecuting 
or defending initial proceedings in the Trademark Bureau. 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—November 
1958 1957 


Applications filed 20,179 19,182 


Registrations issued 
Principal Register 13,047 15,069 
Supplemental Register 731 892 


13,778 15,961 
Renewals ..... 2,774 3,975 
See. 12(c), publications 416 731 
See. 8, affidavits filed 10,856 11,303 
Sec. 8, cancellations ...........................0000.-- 4,594 5,854 


* 


Cancellations, other 148 





* Not available. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Belgium 
Geographical Marks 

Plaintiffs in this action were a firm of seed growers located 
until 1945 in IXleinwanzleben, now East Germany, where they had, 
for a hundred years, grown beet seeds known as KLEINWANZLEBEN 
Or KLEINWANZLEBENER. These designations had until then been 
used exclusively by them. They were the owners of two Belgian 
trademark registrations on combination marks including the words 
KLEINWANZLEBEN and KLEINWANZLEBENER, respectively. After the 
war, they established themselves in West Germany, where they 
continued to grow and to export seeds under their old marks. At 
the same time, defendants started growing beet seeds in Klein- 
wanzleben and exporting them to foreign countries, including 
Belgium. 

The former East German company brought an action in 
Belgium for trademark infringement and unfair competition. The 
defendants countersued for cancellation of plaintiffs’ registrations. 

The Commercial Court of Brussels granted the suit, but re- 
jected the countersuit. The Court of Appeals of Brussels reversed 
the Commercial Court’s holding of infringement, but agreed that 
the registrations should not be canceled. The Court of Cassation, 
affirming the decision of the Court of Appeals, said that there 
was no contradiction in holding, on the one hand, that a geographic 
name may be used by anyone as an indication of origin and, on the 
other hand, that the same name, in conjunction with other ele- 
ments, may constitute a distinctive and original trademark. 


Reported at 1958 GRUR (International Section) 519. 


Malicious Prosecution 


A was the exclusive agent in Belgium for the sale, under the 
trademarks 1sarRD and sara, of automobiles and motor scooters 
made by B, a German company. After these marks had been in 
use in Belgium for about one year, A was notified by B of the 
termination of its agency and the appointment of a new exclusive 
agent. A immediately obtained registration on both marks in its 
own name and subsequently brought an action, based on its regis- 
trations, to enjoin B and its new agent from using the marks in 
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Belgium and for the payment of one million franes. B and its new 
agent counter-sued for cancellation of A’s registrations and for 
damages for malicious prosecution and succeeded on both counts. 

The Court based its judgment on the fact that the marks had 
acquired a reputation in Belgium as identifying B’s goods prior 
to the date of A’s applications for registration; on A’s bad faith; 
and on the International Convention. 
Decision dated February 25, 1958 of the Commercial Court of 
Liege, reported at 1958 L’Ingenieur-Conseil 49, 










Decisions in Opposition Proceedings 


The following are decisions of the Registrar of Trade Marks 
in connection with opposition proceedings: 


(a) FINISHING ENGINEER, applied for in respect of periodicals, 


was accepted notwithstanding the opposition by The 
Association of Professional Engineers of the Province 
of Ontario. The opponent argued that only a person who 
is a member of the Association or has obtained a license 
to practice can use the title “Engineer” and that the use 
of the title FINISHING ENGINEER for periodicals would lead 
to the belief that the applicant was practicing or was 
entitled to practice professional engineering in Ontario. 
After considering the evidence, the Registrar dismissed 
the opposition. 


(b) NEKANIL, applied for in respect of surface-active chemical 


products, was rejected on the ground of confusing simi- 
larity with NacconoLt which the opponent had used in 
Canada in relation to similar goods for a longer time than 
the applicant had used Nexaniu. After considering the 
evidence, the Registrar rejected the application and up- 
held the opposition. 


(c) PATRICIA PAT, applied for in respect of girls’ dresses, skirts, 


blouses and jackets, was rejected on the basis of confusing 
similarity with Lapy patricia which had been registered 
in respect of similar goods. 


(d) pruriL, applied for in respect of a medicinal compound 


for use as a diuretic and as an agent in the treatment of 
hypertension, was allowed over an opposition based upon 
DIAREL registered in respect of a preparation for the relief 
of diarrhea. The Registrar held that “Although the 
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marks resemble each other in sound and appearance, each 
mark suggests the purpose of the wares and because of 
the difference in the idea conveyed and the tendency to 
recognize this type of trademark in the pharmaceutical 
trade, I feel that there would be no confusion.” 


30 Canadian Patent Report 29 to 37 (Section IT). 


Extensions of Time for Opposing 


An application to register the certification mark saNnrrizED 
was advertised for opposition purposes on January 22, 1958. 
G. H. Wood & Co. Ltd. obtained an extension up to Mareh 22, 1958 
within which to oppose the application. On March 22, 1958 another 
party, Berback Quilting Ltd., filed an opposition against the 
application but the Registrar refused to accept it on the ground 
that it was filed after expiration of the opposition period. Berback 
appealed to the Exchequer Court of Canada and Fournier J. held 
that the extension granted to Wood did not give any other party 
the right to oppose within the extended period. The Registrar has 
discretion to grant an extension after expiration of the opposition 
period if circumstances justify such an extension and the Court 
was not prepared to disturb the Registrar’s decision not to exer- 
cise his discretion by granting an extension. 


30 Canadian Patent Reporter 1 (Section IJ). 


Great Britain 
Rectification Proceedings 

The trademark HosTEss is registered in Great Britain in 
respect of food products. An application was made to the Regis- 
trar to rectify the HosrEss registration by excluding “ice cream 
and goods of the same description” on the ground of non-use for 
five years. The Registrant admitted non-use in respect of ice 
cream but established that Hostess had been used during the rele- 
vant period in relation to “table jellies” (gelatin desserts which are 
dissolved in hot water and cooled before serving). The registrant 
alleged an intention to use HosTEss in relation to pineapple slices 
and was able to show that it had actually ordered labels for such 
goods from the printers. This, however, was discounted by the 
Registrar because mere intention to use is irrelevant to an attack 
based upon five years of non-use. Accordingly, the only issue was 
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whether or not table jellies or gelatin desserts are goods of the 
same description as ice cream. As stated by the Registrar, the 
factors to be taken into consideration in determining this issue 
are: 

“  .. the nature of the goods, their uses, the trade channels 
through which they pass on their way to the consumer, it 
being noted that no one of these considerations is conclusive 
in itself.” 


The Registrar pointed out that the burden of proof was on the 


applicants for rectification to establish that the goods are not of 


the same description and the Registrar held that the applicants 
failed to discharge this onus. 

The applicants for rectification appealed to the High Court 
of Justice—Chancery Division, and Lloyd-Jacob, J. held that 
the Registrar was right in deciding that the burden of proof was 
on the applicants for rectification. The Judge also held that the 
decision of the Registrar was correct with respect to the goods 
and he went on to say: 


“The question to be grappled with is not whether the goods 
are confusingly similar, but whether they each accord with a 
description recognized, used or understood in commerce as 
apt to define a category of similar goods. No doubt, in many 
cases, trade usage has created such definitions, but considera- 
tion must necessarily be extended to the understanding of the 
general public and this may not in all cases have been reduced 
to precise expression. The Trade Marks Registry, by its day 
to day contact with questions of classifications of goods for 
trade purposes, must of necessity be faced on occasions with 
borderline cases. The experience so gained provides the 
framework upon which searches are made by the staff in rela- 
tion to trade mark applications, and the variation by the 
Court of a ruling in any one particular case by the Registry 
which involves the classification of goods must in consequence 
be of general significance. 


Where, as here, an officer of experience has applied the proper 
tests to the matters proved in evidence, and cannot be said 
to have misdirected himself in any particular, his conclusion 
must necessarily carry great weight. I read his decision as 
holding in effect that he was satisfied that the Respondents 
in proving use upon packeted table jellies had established use 
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of their trade mark upon goods of the same description as ice 
eream, and I can find no sufficient reason for differing from 
him.” 


Lyons Application for Rectification of the Register, (1958) 
R.P.C,. 466. 


Netherlands 
Concurrent Use 

The Registrar rejected an application for verpa for photo- 
graphic papers on the basis of the prior registration on vERDEx, 
despite the fact that the applicants furnished a consent from the 
owners of veRDEX and proved that both marks had co-existed in 
the Netherlands for several years without confusion. On appeal, 
the District Court of the Hague upheld the Registrar in a decision 
dated March 5, 1957, pointing out that the Trademark Law was 
designed to protect not only trademark owners, but also the con- 
suming public. 


Reported at 1958 GRUR (International Section) 536. 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 

Bohlen, John W. 
A Basic Guide to Legal Problems in New Products. (Industrial Marketing, Novem- 
ber, 1958, pp. 69-73. ) 
Patent, copyright and trademark legal pointers. 

Bon-Ami Company. 
Five Second Radio and TV Commercials Revive Bon Ami’s Famous Trademark. 
(Printers’ Ink, December 5, 1958, pp. 48, 52-53.) 

Callmann, Rudolf. 
Worldmarks and the Antitrust Law. (Vanderbilt Law Review, Vol. 11, No. 2, March, 
1958, pp. 515 541.) 

Christopher, Thomas W. 
Articles on Food and Drug Law. (Food Drug Cosmetic Law Journal, Vol. 13, No. 
8, August, 1958, pp. 487-498. ) 
Article is a listing of writings in legal periodicals and can be used as a bibliography. 

Diamond Gardner Corporation. 
Poster Creates a Brand Image for Packaged Fresh Meats and Vegetables. (Printers’ 
Ink, November 28, 1958, pp. 78-79.) 

Ellwood, L. A. 
Trade Mark Law and Practice. (The Law Society’s Gazette, Vol. 55, No. 8, August, 
1958, pp. 481, 483.) 
An account of the work of the Trade Mark Agent. 

Elman, Leonard 8. 
The Limits of State Jurisdiction in Affording Common Law Protection to Clothing 
Designs. (Vanderbilt Law Review, Vol. 11, No. 2, March, 1958, pp. 501-514.) 

General Electric Company. 
New Industrial Ad Strategy for GE. (Tide, December, 1958, pp. 21-25.) 

Handler, Milton. 
Recent Antitrust Developments. (The Record of the Association of the Bar of the 
City of New York, Vol. 13, No. 7, October, 1958, pp. 417-460.) 

Kintner, Earl W. 
The Cosmetie Industry and the FTC. (Food Drug Cosmetic Law Journal, Vol. 13, 
No. 8, August, 1958, pp. 534-541.) 

New Packaging Concepts Sell, Resell and Satisfy Consumers. (Printers’ Ink, November 
21, 1958, pp. 21-23, 26-27.) 

Prentice, Howard A. 
Proprietary-Medicine Labeling and Consumer Protection. (Food Drug Cosmetic 
Law Journal, Vol. 13, No. 8, August, 1958, pp. 527-533.) 

Schwartz, Larry. 
To Be or Not to Be a Licensee. (Sales Management, November 7, 1958, pp. 80-83.) 

Sell, Edward W. 
The Doctrine of Misappropriation in Unfair Competition: The Associated Press 
Doctrine After Forty Years. (Vanderbilt Law Review, Vol. 11, No. 2, March, 1958, 
pp. 483-499. ) 

Slant-Fin Radiator Corporation. 
Industrial Advertiser Revises Ad Techniques to Build its Corporate Image. ( Printers’ 
Ink, November 14, 1958, pp. 46, 51-52.) 

Warshaw Collection of Business Americana. 
Cashing In on Old Office Records. (Business Week, December 6, 1958, pp. 125, 
128, 130.) 
I. Warshaw collects Business Americana which have been helpful in trademark, copy- 
right and slogan disputes. 

Wehringer, Cameron K. 
Dress Designs: Time Protection and Copyrights. (Journal of the Patent Office 
Society, Vol. 40, No. 11, November, 1958, pp. 816-828.) 


RECENT PUBLICATION 


‘ardinale, Joseph 8S. 
Manual on the Foreign License and Technical Assistance Agreement. New York, 
Thomas Ashwell & Company, Inc. (1958). Pp. 128. Price: $12.50. 





* Copies of these articles are available for reference in the Association’s library. 





THE TRADEMARK REPORTER” 


Part Il 


UNITED STATES v. GUERLAIN, INC.; UNITED STATES v. 
PARFUMS CORDAY, INC.; UNITED STATES v. 
LANVIN PARFUMS, INC. 


The Supreme Court, having noted probable jurisdiction several months 
ago, had placed this case on the summary calendar. The case was scheduled 
for argument before the end of the year. 

However, on November 14, 1958, the Government filed a motion “to 
vacate the judgments heretofore entered in this case and to remand to the 
District Court for consideration of a motion to dismiss to be filed by the 
United States.” 

In taking this almost unprecedented course, the Solicitor General 
stated in the brief accompanying the motion that, in the Government’s 
opinion, the issues involved in these proceedings should not be determined 
judicially but by an act of Congress. The brief further stated: “At the 
next session of Congress, the Government will seek, and all of the inter- 
ested Departments of the executive establishment (the Departments of 
Justice, Treasury, State and Commerce) will join in supporting, legislation 
designed to make it clear that trademark protection is not available to 
prohibit the importation of a product legitimately marked by an affiliate 
of the trademark owner. The problem which is central to this litigation 
will thus be laid before that branch of government, the legislative, which 
is best equipped to deal with it in all its ramifications.” 

The three respondents, having been advised by the Solicitor General 
that on remand to the District Court the United States will not oppose 
a request by the defendants that the complaints be dismissed with prejudice 
(although not acquiescing in the statements of fact and law made in its 
motion) have raised no objection to the motion which is presently awaiting 
action by the Supreme Court.’ 

On December 15 the Court entered the following order: “The motion 
to vacate the judgments is granted. The judgments are vacated and the 
ease remanded to the District Court to enable it to consider a motion to 
dismiss to be filed by the United States.” 

Mr. Justice Frankfurter took no part in the consideration or decision 
of this motion. 





The District Court decision was reported at: 47 TMR 1087, 
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PERFECTFORM CORPORATION v. 
PERFECT BRASSIERE CO., INC. 


No. 12309—C. A. 3— June 11, 1958 


REGISTRATION PROCEDURE—INTERFEKENCE 
Action for trademark infringement and unfair competition. Appellant adopted 
mark PERFECTFORM in 1944 for slips, panties, pajamas, nightgowns and bed jackets, 
and its sales and advertising have increased steadily through 1952 and decreased 
thereafter. Appellant secured registration on Supplemental Register in 1948. In 
1951 defendant adopted PERFECT FORM for brassieres. Application for registration 
denied on basis of appellant’s registration. Application renewed in 1955 and was 
again refused. Defendant has used name Perfect Brassiere Co. since 1932. Desig- 
nated brassieres as “Perfect Bras” or “Perfect” alone, and now argues that as 
suffix “Form” is descriptive and its use is valid. Appellant argues its sales fell 
as result of the sales of defendant’s inexpensive PERFECT FORM bras. Some evidence 
of mail confusion. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 
Under New Jersey law likelihood of confusion is test, and secondary meaning 
of plaintiff’s mark need not be shown. Evidence shows defendant’s adoption of 
mark to be deliberate in face of Patent Office rejection. Fact that mark is basically 
descriptive does not excuse fraudulent appropriation. Test is whether public is likely 
to be deceived by the alleged infringing name. Competition need not necessarily 
exist between parties. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE DESIGNATION OF ORIGIN 
Slips and bras closely related, and use of identical marks likely to mislead the 
public. 
CouRTS—FINDINGS 
Court, by examining basic facts found by district court, can determine whether 
or not an inference of likelihood of confusion is warranted. 


Action by Perfectform Corporation v. Perfect Brassiere Co., Inc., 
for trademark infringement and unfair competition. Plaintiff appeals 
from District Court for District of New Jersey from judgment dismissing 


complaint. Reversed. 


S. Stephen Baker, of New York, N.Y., for plaintiff. 
Asher Blum, of New York, N.Y., for defendant. 


Before GoopricH, McLAUGHLIN, and STALEY, Circuit Judges. 


McLAvuGHLIN, Circuit Judge. 

Appellant sued for Lanham Act (15 U.S.C. § 1051 et seq.) trademark 
infringement and for unfair competition under 28 U.S.C. 1338. The dis- 
trict court dismissed the complaint. 

It is uncontradicted that the trademark PERFECTFORM was adopted in 
1944 by appellant in its business of manufacturing ladies slips, panties, 
pajamas, nightgowns and bed jackets. On May 18, 1948, registration of 
the trademark (# 500,444) in the Supplemental Register, under Section 
1091 of the Lanham Act, was allowed appellant. The evidence is that after 
the adoption of the trademark in 1944 and starting with the year 1945, 
plaintiff advertised its mark regularly. Its general advertising expense 
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steadily increased from then on’ through 1952 in which year it reached a 
peak of $11,461.00. Appellant’s sales of PERFECTFORM slips and petticoats 
showed corresponding increases through 1951; after that, a marked decline. 
As testified to, these in dollars were: “1945 ninety-nine thousand; 1946, 
a hundred and forty-nine thousand; 1947, four hundred and forty-two 
thousand ; 1948, seven hundred and eighteen thousand ; 1949, seven hundred 
and eight thousand; 1950, seven hundred and sixty-five thousand; 1951, 
one million sixty-six thousand; 1952, one million twenty-three thousand; 
1953, six hundred and five thousand; 1954, five hundred and forty-five 
thousand ; 1955, five hundred and thirty-two thousand; 1956, four hundred 
and twelve thousand.” 

It was in 1951 that the defendant-appellee, a brassiere maker, took the 
trademark PERFECT FORM using block type and with the name in a straight 
line. It appled for trademark registration of that name in that style to 
the Patent Office, October 29, 1953. The Patent Office denied the applica- 
tion because the mark was identical with plaintiff’s and because defendant’s 
goods and plaintiff’s “are closely related it is believed that confusion in 
trade would result if applicant’s mark were allowed over registrant’s 
marks.” 

A renewal of defendant’s application for the trademark was filed with 
the Patent Office April 12, 1955. At that time defendant urged that its 
use of the name PERFECT FORM for brassieres was so substantially different 
from PERFECTFORM CORPORATION’s use that confusion would be unlikely. It 
said further, ‘“‘The mark PERFECT FORM is a combination of the dominant 
portion of appellant’s corporate name and the descriptive term ‘form.’ 
Such combination is registrable under the recent decision of Assistant 
Commissioner Robert in Ex parte The Celotex Corp., 103 USPQ 141 (45 
eo.” 

The Patent Office on July 29, 1955, again denied the application 
holding: 


“Applicant’s mark is PERFECT FORM, applied to brassieres. Regis- 
trant’s marks are both PERFECTFORM, applied to ladies’ slips, panties, 
pajamas, nightgowns and bed jackets. The marks are identical and 
the goods are closely related. Applicant’s brassieres and registrant’s 
lingerie are articles for women and are often purchased in the same 
shops. Slips are often made with brassieres in them. 


“It is believed that concurrent use in the same geographical areas 
of the marks involved herein would be reasonably likely to cause con- 
fusion in trade. Registration is, therefore, refused in view of regis- 
tration numbers 419,893 and 500,444. 

“The refusal is made final.” 


The original appellee corporation was organized April 5, 1932. That 
was succeeded in 1936 by a New Jersey corporation of the same name. The 





1. With the exception of 1951 when the figure was $8865, a decline of $1664 from 
the previous year. 
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name Perfect Brassiere Co., Inc., has been used since 1932; first by the 
original company and since then by defendant. According to its principal 
witness, defendant’s business from the beginning has been to sell brassieres 
“Mostly to variety stores, such as Woolworth’s, McCrory’s, and so forth. 
All over the country.” It designated its brassieres as PERFECT BRA and also 
used the word PERFECT standing alone. 

It is agreed that in approximately, July of 1951, the defendant started 
its use of the mark PeRFEcT FoRM. And it was testified to by the same 
principal witness, Abraham Rubinstein, the directing head of the defen- 
dant company, that in 1954 after he had been advised by his lawyer of 
the first rejection of Perfect Brassiere Company’s application for the 
trademark PERFECT FORM, he changed the mark to one word, PERFECTFORM 
and from straight letters to script slanted letters. The witness said that 
in 1953 he had been asked by plaintiff to stop using the name PERFECT 
FORM. 

Testimony by the president of the PERFECTFORM CORPORATION was to 
the effect that the tremendous loss in its sales from 1952 through 1956 was 
because of “the use of my label and my name on a cheap garment.” He 
explained that “we sell a better product, * * * it is at a higher price range, 
and it is not salable to the basement departments.” He stated the retail 
price of PERFECTFORM garments ran from $2.98 to $8.95 which indicated, 
according to the trade, that they were mostly expensive slips. He char- 
acterized the defendant’s 69 cent brassieres as low priced. 

There was evidence on behalf of the plaintiff that its sales to Macy’s 
Department Store, New York City, dropped badly in 1955 after Wool- 
worth’s in 1954 had opened a large store across the street in which defen- 
dant’s brassieres were featured. Appellant’s president stated that SLIPER- 
FECTION slips of his company, unlike its PERFECTFORM slips showed solid 
sales increases during the years after the defendant started its use of the 
PERFECT FORM and PERFECTFORM marks. Speaking of the increases in 
SLIPERFECTION sales he said: “Well, in 1951 we had an increase of sales 
over 1950 of $257,000. in 1952 four hundred thousand over 1950, five 
hundred thousand in 1953, in 1954 four hundred and ninety thousand over 
1950, in 1955 seven hundred thousand over 1950, and in 1956 six hundred 
and eighty-five thousand over 1950. By company policy, all I ean say is, 
we do over a million dollars of volume.” Q. “In what?” <A. “In the SLIPER- 
FECTION slips.” Q. “Then is it correct to say that the SLIPERFECTION business 
rose while the PERFECTFORM business fell?” A. “Yes, sir.” 

Perfect Brassiere Co. in addition to using PERFECT FORM and PERFECT- 
FORM as a trademark on occasion marketed brassieres as made by PERFECT 
ForRM. One exhibit in evidence, a photograph of a defendant display reads 
POCK-ETTE BRA PERFECT FORM. <A specimen of defendant’s advertising 
attached to the complaint features the word PERFECTFORM in script and 
toward the bottom of the advertisement appears the language “Look for 
the PERFECTFORM label,” 
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Defense witness Rubinstein on cross-examination said that during the 
critical period sales of defendant’s brassiere called WINGS remained sub- 
stantially the same while sale of its PERFECTFORM product “nearer tripled 
than doubled.” The same witness stated that the Wings product was sold 
by the concern “to apparel chains and department stores” with a price 
range “from one dollar up to two-fifty.” The PEeRFEcT and later the 
PERFECTFORM garments on the other hand were sold “To the variety stores”’ 
at prices from 1951 on of “69 cents, a dollar, a dollar forty-nine.” 

There is some evidence of confusion in the record. The editor of a 
fashion magazine stated that in accordance with the magazine’s practice 
of sending advertisers a copy of their advertisements in the publication, 
it actually sent a copy of defendant’s advertisement to plaintiff by mistake. 
The trial judge himself remarked as to this witness, “Well, obviously she 
was confused.” Plaintiff’s exhibit P-13 is a letter from what the letterhead 
characterizes as “America’s foremost item merechandise service” to the 
plaintiff addressed as “Perfect Form Corp.” and dated February 28, 1957. 
It incorrectly speaks of plaintiff’s line of brassieres and “that they have 
been doing quite well.” It seeks to help in the increase of such sales. 

The complaint in this cause was filed July 18, 1955. The suit was tried 
April 2 and 3, 1957. On May 10, 1957, Findings of Fact, Conclusions of 
Law and Final Judgment dismissing the complaint with costs to the de- 
fendant, were filed. 

The district judge found that the above referred to trademark regis- 
tration had been allowed plaintiff May 18, 1948* and that under it use 
of the mark beginning 1944 was claimed; that defendant within six years 
of the filing of the complaint has been selling brassieres in interstate com- 
merce “with the use of the accused mark PERFECT FORM displayed as one 
word and as two words in various forms of display, including script dis- 
play.” 

The court also found “* * * defendant’s addition of Form in the ac- 
eused mark to its prior use of PeRFEcT for brassieres beginning in 1932, 
could not and did not and was not likely to cause confusion or mistake 
between plaintiff and defendant, or to deceive ultimate purchasers as to 
the source of origin of defendant’s brassieres, or to cause ultimate pur- 
chasers to believe that defendant’s brassieres were garments of the plain- 
tiff.” What defendant did is stated as: “In changing to the accused mark, 
defendant merely continued the prior business and good will which defen- 
dant’s predecessor and defendant established for brassieres beginning in 
1932.” The court states further as a fact finding: “Due to the old and 
common use of FORM in brassiere marks and the common display of FoRM 
marks in script, the dominant feature of the accused mark is PERFECT, as to 
which defendant has priority in the brassiere trade, beginning in 1932. 








2. The court further found that plaintiff claimed ownership of an earlier Registra- 
tion #419,893 for the same mark which was granted March 5, 1946 under the Trademark 
Act of March 19, 1920. 
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Ultimate customers who have bought and who will buy defendant’s 
brassieres for use have identified said brassieres and will identify them by 
PERFECT as to which defendant has priority.” 

There were other findings that “defendant has not violated any rights 
of plaintiff”; that “Defendant has not made any unlawful gains, profits 
or advantages by its use of the accused mark’’; that “The use of the accused 
mark has caused no confusion in the trade and the purchasing public has 
not been misled into believing that the plaintiff is the source of the origin 
of defendant’s brassieres”’ ; that “Defendant’s brassieres are low or modestly 
priced and sold almost exclusively in variety stores or what was called 
5 & 10 cent stores. Plaintiff’s products are exclusive or prestige items and 
sold in better department stores, specialty shops and lingerie shops.” 

Among the conclusions of law it was held that “If plaintiff’s registered 
mark has any status as a trademark or trade name, it is a very weak mark’; 
“The scope of plaintiff’s registration and good will must be and is restricted 
to the goods which plaintiff has sold, which excludes brassieres.”” It was 
also held that: 


“By reason of defendant’s prior use of ‘perfect’ defendant had 
the right at any time, to add the featureless and descriptive word 
FORM which has been and is common to the brassiere trade, and to use 
the common and featureless script display.” 


With reference to the denial by the Patent Office of defendant’s appli- 
cations to register the accused mark, a conclusion of law states: 


“Under 15 U.S.C.A. 1094, plaintiff’s Supplemental Register certifi- 
cate is not governed by 15 U.S.C.A. 1066, which provides for an inter- 
ference in the U.S. Patent Office between a registration and an appli- 
eation for registration in the U.S. Patent Office in certain cases. 

“Hence the refusal of the U.S. Patent Office to register the accused 
mark to defendant has no effect in this litigation because defendant 
was debarred by the current Lanham Trademark Act from demanding 
an interference, in order to establish defendant’s twelve years’ priority 
in ‘Perfect’ for brassieres.”’ 


In his Conclusions of Law the trial judge decided that the plaintiff’s 
elaim of unfair competition is governed wholly by federal law. Actually 
no problem arises in this appeal with respect to the law controlling the 
particular unfair competition charged. At the very least in this circuit 
we agree with the New Jersey decisions that likelihood of confusion is the 
test and that secondary meaning for plaintiff’s mark need not be established 
in order for plaintiff to make out a cause of action. Campbell Soup Co. v. 
Armour, 175 F.2d 795, 796-797, 81 USPQ 430, 431-432 (39 TMR 566) (3 
Cir. 1949); Vaughan Co. v. Greene Corporation, 202 F.2d 172, 174, 96 
USPQ 277, 279 n.6 (48 TMR 386) (3 Cir. 1953); Westmore v. Denney, 
151 F.2d 261, 265, 66 USPQ 373, 376 (35 TMR 318) (3 Cir. 1945) ; Lorraine 
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Co. v. Lorraine Mfg. Co., 101 F.Supp. 967, 969, 92 USPQ 62, 63-64 (42 
TMR 234) (D.C.N.J. 1952). 

At least since the opinion of Vice Chancellor Backes in Cape May 
Yacht Club v. Cape May Yacht and Country Club, 81 N.J. Eq. 454, 456 
(Ct. Ch. 1913) New Jersey has held that in the present type of situation 
“All that is required to bring into activity the injunctive powers of the 
court, is to inform it that the complainant’s trade is in danger of harm 
from the use of its name, by the defendant, in such a way, as is calculated 
to deceive the public into the belief that the defendant’s affairs, in the re- 
spect complained of, are those of the complainant.” And see American 
Assn. v. Automobile Assn. of N.J., 142 N.J. Eq. 673, 79 USPQ 198 (38 TMR 
1126) (E. & A. 1948); Squeezit Corporation v. Plastic Dispensers, Inc., 
31 N.J. Super. 217 103 USPQ 225 (45 TMR 276) (1954); Lorraine Co. v. 
Lorraine Mfg. Co., supra. 

That the use by defendant of practically a replica of plaintiff’s trade- 
mark was deliberate is conclusive from the facts of its receipt in 1953 of 
PERFECTFORM’s protest and of the denial in 1954 by the Patent Office of 
its application for a block, separated design of the name on the specific 
ground that it infringed upon plaintiff registrant’s mark. The fact that 
the mark is basically descriptive would hardly excuse fraudulent appropri- 
ation of it. Shaver v. Heller & Merz Co., 108 F. 821, 827 (8 Cir. 1901). 
And “A fraudulent intent need not be shown to invoke the aid of the court. 
* * * The test is: Is the resemblance calculated to mislead or confuse, to 
the complainant’s damage?” Cape May Yacht Club v. Cape May Yacht 
and Country Club, supra, p. 458. We held in Cridlebaugh v. Rudolph, 
131 F.2d 795, 55 USPQ 386, 392 (3 Cir. 1942) that “The test is whether 
the public is likely to be deceived by the alleged infringing name.” In so 
doing we followed the New Jersey rule as outlined in Rosenthal v. Blatt, 
80 N.J. Eq. 90, 93 (2 TMR 357) (1912). And see Lanham Act, 15 U.S.C. 
§1114(1). Direct competition need not necessarily exist between the 
parties. 51 West 51st Street Corporation v. Roland, 139 N.J. Eq. 156, 72 
USPQ 206 (37 TMR 56) (1946). Under New Jersey law where the trade 
name of another concern is adopted, apparently to take advantage of that 
eoncern’s good will, equity will grant relief though the wronged plaintiff 
does not have an exclusive property right in that name. Weiss v. The Stork 
and Gift Shop, 137 N.J. Eq. 475, 68 USPQ 341 (36 TMR 55) (1946), and 
eases there cited. The Federal principle is similar. In Rosenberg Bros. & 
Co. v. Elliot, 7 F.2d 962 (15 TMR 479) (3 Cir. 1925), the trademark of a 
manufacturer of coats, vests and pants was held infringed by defendant’s 
use thereof on hats and caps. We said p. 967, “Although there is no testi- 
mony that a purchaser was so deceived, we are of the opinion that the 
advertisements tend to readily deceive the public, * * *. As we have said, 
the vendors of the hats and caps on sale in the respondent’s store had 
their own trademark PaRK. They seemed satisfied with it until the com- 
plainant’s mark became known nationally. We find nothing which justified 
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them in enlarging their trademark to embrace the precise words of the 
complainant’s trademark and thereby to reap the advantage of the wide 


publicity which the complainant had earned by the expenditure of large 


sums of money in advertising. It is possible unfairly to obtain such advan- 
tage by the use of similar words and get up in advertising matter even 
though the wares of the contesting parties do not actually come into com- 
petition. Against a wrong of this kind courts of equity will grant relief.” 

In Youthform v. R. H. Macy & Co., 153 F.Supp. 87, 114 USPQ 62 
(47 TMR 1239) (D.C. Ga. 1957), a small manufacturer of brassieres, having 
no more than minor damage waiting ten years before commencing suit 
and with no Patent Office ruling in its favor, was allowed an injunction 
against a slip manufacturer and a department store selling the slips from 
using plaintiff’s label containing the words YOUTHFORM written in script. 
The facts in reverse are quite similar to those at bar but much weaker. 
Because of the laches there existing no accounting was ordered. The decision 
is illuminative as to the very real association between the two products. 
The court stated in that opinion, p. 92, 114 USPQ at 66 (47 TMR at 1245) : 


“As stated above, plaintiff and defendant are not competitors, 
as plaintiff primarily sells brassieres and defendant primarily sells 
slips, etc. However, as shown by many of the advertisements placed in 
evidence, both brassieres and slips show the female form clad in both 
a brassiere and a slip, which connects the two together in the public 
mind. Furthermore, each garment is sold largely in the same stores, 
though frequently at different counters. 

* * * 

“There is therefore, the probability of confusion between defen- 
dant’s slips sold under the trade name MISS YOUTH FORM or YOUTH 
FORM, especially under the one word in script YOUTHFORM as to plain- 
tiff’s brassieres under plaintiff’s trademark.” 


The record contains as exhibits a brassiere and slip made by the same 
manufacturer and carrying like labels for both. Defendant’s witness 
Rubenstein agreed that bra-top slips, a combination of brassieres and slips 
into one garment, have been on the market for many years. There is evi- 
dence of at least four manufacturers putting out bra-top slips and that 
since 1955 that kind of garment “is beginning to sell very well.” 

It is impossible reasonably to avoid the conclusion that the under- 
garments in dispute are closely related; that the ordinary customer, having 
a knowledge of plaintiff’s slips and confronted with plaintiff’s identical 
label on defendant’s brassieres, is likely to be misled into accepting the 
latter as originating from the plaintiff despite the fact that there is no 
direct competition between the parties’ wares. Safeway Stores v. Sklar, 
75 F.Supp. 98, 103, 75 USPQ 287, 290-291 (38 TMR 69) (E.D. Pa. 1947). 
The law, New Jersey and Federal, is that such business tactics are unfair 
and that plaintiff is entitled to be protected against them. National Dry- 
ing Machinery Company v. Ackoff, 129 F.Supp. 389, 104 USPQ 288, affd. 
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228 F.2d 349, 108 USPQ 54 (46 TMR 314) (3 Cir. 1955), cert. den. 351 
U.S. 906, 109 USPQ 517 (1956). 


FINDINGS OF Fact 
The second part of the tenth finding of fact reads: 


“* * * and defendant’s addition of ‘Form’ in the accused mark 


to its prior use of ‘Perfect’ for brassieres beginning 1932 could not 
and did not and was not likely to cause confusion or mistake between 
plaintiff and defendant, or to deceive ultimate purchasers as to the 
source of origin of defendant’s brassieres, or to cause ultimate pur- 
chasers to believe that defendant’s brassieres were the garments of 
plaintiff.” 


This is a conclusion from facts and as Judge Staley said in Sears, 
Roebuck & Co. v. Johnson, 219 F.2d 590, 591, 104 USPQ 280, 281 (45 TMR 
461) (3 Cir. 1955): “This court, by examining the basic facts found by 
the district court, can determine, as advantageously as the district court 
can, whether or not an inference of likelihood of confusion is warranted.” 
Our conclusion from the basic facts is that likelihood of confusion of the 
source of origin of defendant’s brassieres does exist. The second part of 
said finding will be set aside. 

The fourteenth finding of fact reads: 


“In changing to the accused mark, defendant merely continued the 
prior business and good will which defendant’s predecessor and defen- 
dant established for brassieres beginning in 1932.” 


This is clearly wrong in fact. It will be set aside. 

The first of the two #15 findings reads: “Due to the old and common 
use of FORM in brassiere marks and the common display of rorRM marks in 
script, the dominant feature of the accused mark is PERFECT, as to which 
defendant has priority in the brassiere trade, beginning in 1932. Ultimate 
customers who have bought and who will buy defendant’s brassieres for 
use have identified said brassieres and will identify them by PERFECT, as to 
which defendant has priority.” There is no justification in the record 
for these conclusions. In addition the attempt is made, as with finding 
#10, to break down the one trade name into two distinct segments and 
then destroy each segment separately. We find no warrant for such 
practice. Joseph Schlitz Brewing Company, v. Houston Ice & Brewing 
Company, 250 U.S. 28, 29 (9 TMR 279) (1919). The finding will be set 
aside. 

The second # 15 finding reads: “Ultimate customers who buy brassieres 
for use have not been confused and will not be confused by the script 
display of one of the forms of the accused mark.” The test laid down 


by the statute and the reported cases cited above is “likelihood of confu- 
sion” which we have already pointed out, exists in this litigation. 
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Finding #18 that “The defendant has not violated any rights of 
plaintiff” is a conclusion from the facts. It is erroneous. It will be set 
aside. 

Finding #19 reads: “Defendant has not made any unlawful gains, 
profits or advantages by its use of the accused mark.” It is impossible to 
so conclude at this stage of the proceedings. Defendant has been unfairly 


competing against plaintiff with the accused mark. And there is sufficient 


evidence before us to call for an inquiry on whether plaintiff has been 
damaged thereby and if so in what respects. The finding will be set aside. 
Finding # 20 will be set aside for the same reasons. 

If Finding # 24 is intended to state the test of unfair competition it is 
erroneous. The portion of its factual statement that “The use of the accused 
mark has caused no confusion in the trade * * *”’ is contrary to the record. 
It will be set aside. 


CONCLUSIONS OF LAW 


Conclusion # 6 holds that defendant has the right to use the accused 
trademark. It is erroneous and will be set aside. 

The second paragraph of conclusion #7 is wrong in law. It will be 
set aside. A claimed interference arises from an alleged priority in the 
disputed mark. Defendant never possessed priority in the mark PERFECT- 
FORM. It had a prior use of PERFECT which gave it no rights in PERFECTFORM. 

Conclusion #8 holds that the unfair competition branch of this suit 
is governed solely by federal law. As we have already stated, New Jersey 
and federal law are substantially the same respecting the kind of unfair 
competition presented in this action. Since therefore this conclusion is 
not decisional it need not be further discussed. 

The portion of conclusion #9 stating that defendant has not com- 
peted unfairly with plaintiff or violated any of the latter’s rights is erro- 
neous. It will be set aside. The remaining part of the conclusion declaring 
that defendant has not infringed upon plaintiff's Registration # 500,444 
brings us to that question which cannot be considered by us at this time 
because of the state of the record. 

In order to sustain the technical trademark infringement it alleges, 
plaintiff must establish a secondary meaning for its descriptive mark, not 
in the brassiere trade respecting which the district judge held it had no 
secondary meaning, but in its own slip trade. The court found that plain- 
tiff’s trade name was “a very weak mark.” He even qualified this by 
prefixing “If plaintiff’s registered mark has any status as a trademark or 
trade name * * *.” Whether the mark is “very weak” or not may or may 
not be important. In the National Drying decision, supra, the mark 
NATIONAL was held to be “almost as weak a mark as can be found,” but it 
was upheld both as to infringement and unfair competition. What is im- 
portant beyond doubt is that in the whole elaborate group of findings of 
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fact and conclusions of law there is not one word attempting to properly 
void plaintiff’s mark. 

Plaintiff argues strongly that certain of the findings and inferences 
therefrom plus the trial evidence of its mark’s secondary meaning make it 
mandatory on us to uphold its claim of technical trademark infringement. 
However as we have stated, in our view it is necessary to send this phase 
of the suit back to the district court for decision as to whether plaintiff 
has sustained its claim in this connection. We therefore will set aside the 
first part of the 9th conclusion of law that “defendant has not infringed 
upon plaintiff’s Registration # 500,444 * * *,” since the district court 
did not pass upon the validity of plaintiff’s trademark. Under the facts, 
until that is done there can be no finding as to infringement. 


ACCOUNTING 


We are not at all sure that an injunction to prevent future use of the 
name PERFECTFORM Or PERFECT FORM in script, block letters or otherwise by 
the appellee will satisfy the equities of this case. There is evidence of sub- 
stantial damage and loss of profits to the plaintiff which is attributed to 
the unlawful use of its trade name by appellee. This demands a thorough 
inquiry. Cf. Morgenstern Chemical Company, Inc. v. G. D. Searle & Com- 
pany, 253 F.2d 390, 116 USPQ 480 (48 TMR 866) (3 Cir., Mar. 12, 1958). 

The judgment of the district court will be reversed and the cause 
remanded with the direction that: 


1. Under the first count of the complaint appropriate findings be 
made with respect to plaintiff’s registered trademark. 


2. Judgment be entered in favor of the plaintiff and against the 
defendant on the second count of the complaint and that an injunction 
issue against the defendant-appellee, its agents, servants, employees, suc- 
cessors and assigns, from using plaintiff-appellant’s name PERFECTFORM, 
as one word or two, and from any further acts of unfair competition aris- 
ing from its unlawful appropriation and use of plaintiff-appellant’s trade 
name PERFECTFORM. 


3. An accounting be had to ascertain whether plaintiff has sustained 
any damage and loss of profits from defendant’s unfair competition and 
if so, in what respects. 


4. For such other and further proceedings as are not inconsistent 
with this opinion. 
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SHEHERAZADE, INC. v. MARDIKIAN 
No. 2155 — Munic. Ct. App., D. C. — July 11, 1958 


CouRTS—J URISDICTION 
Owner of restaurant trade name OMAR KHAYYAM sues for injunction against 
use of name by another; since Municipal Court jurisdiction cannot exceed $3,000.00 
and since plaintiff showed great value of his trade name, plaintiff’s claim is held to 
exceed jurisdictional limitation of Court. 


Action by Sheherazade, Inc. v. Mardikian for unfair competition. 
Defendant appeals from Municipal Court, District of Columbia from 
judgment for plaintiff. Reversed. 

Bernard Gordon, Raymond R. Dickey, Marshall E. Miller, and Robert 

Rolnick, of Washington, D. C., for appellant. 

Richard A. Micheel, of Washington, D. C., for appellee. 
Before Rover, Chief Judge, and Hoop and QuINN, Judges. 


Hoop, Judge 

Appellee, who since 1932 has operated a restaurant in California under 
the trade name of OMAR KHAYYAM, sued for and obtained a permanent 
injunction against the use of that name by appellant, which for more than 
a year has operated a restaurant in the District of Columbia under the 
same rame. The case was argued here on the merits, but before reaching 
the merits we are first compelled to consider the jurisdiction of the trial 
court to entertain the action. 

The present Municipal Court for the District of Columbia, created by 
the Act of April 1, 1942, has “exclusive jurisdiction of civil actions, includ- 
ing counterclaims and crossclaims, in which the claimed value of personal 


property or the debt or damages claimed, exclusive of interest, attorneys’ 


fees, protest fees, and costs, does not exceed the sum of $3,000.” Code 1951, 
11-755. Nowhere in the Act is there an express grant of equitable power 
to the court; and the court’s predecessor (the Municipal Court of the 
District of Columbia) had no general equitable jurisdiction. Sambataro 
v. Caffo, 57 App. D.C. 260, 20 F.2d 276. However, it has been judicially 
established that the Municipal Court has some equitable powers though 
the extent of those powers has never been exactly delimited. 

In Klepinger v. Rhodes, 78 U.S. App. D.C. 340, 341, 140 F.2d 697, 698, 
certiorari denied 322 U.S. 734 (1944), an action was brought in the District 
Court of the United States for the District of Columbia to have a trust 
imposed upon funds amounting to $1,980, or, in the alternative, for a 
money judgment. Holding that the District Court lacked jurisdiction 
of the action because it was in the exclusive jurisdiction of the Municipal 
Court, it was said: 


“The only requirements under the existing statute are that the 
action be a ‘civil action’ and that it involve personal property, debt, 





Vol. 48 T. M.R. SHEHERAZADE, INC. v. MARDIKIAN 1467 








or damages amounting to less than $3,000.00 [It would appear that the 
expression ‘amounting to less than’ more properly should have been 
‘not exceeding.’ | 

“The term ‘personal property’ covers choses in action whether 
they are legal or equitable and the words ‘civil actions’ are generally 
held to cover both actions at law and actions in equity.” 


A few months after the Klepinger case, it was held in Rowe v. Nolan 
Finance Co., 79 U.S. App. D.C. 35, 142 F.2d 93, that the District Court 
lacked jurisdiction, and the Municipal Court had jurisdiction, of an action 
involving the seizure of an automobile, in which there was sought damages 
of $2,000, an order requiring the defendants to disclose the state of the 
account between the parties, and an injunction against the sale of the car. 
There it was said: 

“Suits ‘in which the claimed value of personal property or the 


debt or damages claimed’ does not exceed $3,000 are now in the exclu- 
sive jurisdiction of the Municipal Court for the District of Columbia.” 


It appears to us that the above two cases establish that the Municipal 
Court has exclusive jurisdiction of any action involving personal property 
of a claimed value not exceeding $3,000, and of any action wherein re- 
covery is sought for debt or damages not exceeding $3,000; and that as 
an incident to its exclusive jurisdiction the Municipal Court has such 


equitable power as may be necessary to fully and completely exercise its 


jurisdiction. 

Thus, in Robinson v. Carter, D.C. Mun. App., 77 A.2d 174, an action 
to recover payment made on the purchase of a boat, to recover damages 
for amounts expended in attempting to repair the boat, and for the 
return of a promissory note given for the balance of the purchase price, 
where it was contended that the action was equitable in nature and that 
in effect it sought rescission of a contract, we held that regardless of the 
nature of the action the Municipal Court had jurisdiction because the 
amount involved was within its jurisdictional limit. 

And in Shulman v. Shulman, D.C. Mun. App., 86 A.2d 527, an action 
against the trustee of a $1,000 fund for an accounting, the restoration of 
any part of the fund unlawfully diverted, and the appointment of a 
substitute trustee, we ruled that the action being essentially one for the 
recovery of $1,000 was within the jurisdiction of the Municipal Court. 

However, in Psarakis v. Dukane, Inc., D.C. Mun. App. 84 A.2d 543, 
544, we held that the Municipal Court lacked power to order reformation 
of a lease when the effect of such order would be to reduce the rent for 
the ten-year term by an amount exceeding $6,000. There we held that 
the equitable jurisdiction of the Municipal Court “is limited to disputes 
within its statutory authority, i.e., those in which the amount involved 
does not exceed $3,000.” 
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In the present case the action sought a permanent injunction restrain- 
ing defendant from the use of plaintiff’s trade name. Did the Municipal 
Court have jurisdiction to grant the relief requested? The complaint 
alleged that defendant’s use of the name had damaged plaintiff in the sum 
of $3,000 and asked judgment for that amount, but it is plain that the 
primary relief sought was the injunction. Indeed, at trial no attempt was 


made to prove any damages, and the trial court found “there has been no 
testimony whatsoever with respect to actual financial loss by the plaintiff,” 
and concluded that plaintiff was entitled to no monetary recovery. Where 
the main purpose of an action is to obtain injuntive relief from future acts, 
jurisdiction cannot be conferred on the Municipal Court by alleging that 
the damages already sustained do not exceed $3,000. 

The question of jurisdiction in injunction suits, including suits of 
the nature here involved, has often arisen in the federal courts because 
of the jurisdictional requirement of 28 U.S.C.A. § 1332, that in diversity 
of citizenship actions the matter in controversy must exceed the sum or 
value of $3,000. The subject is treated exhaustively in the annotation in 
30 A.L.R. 2d 602-739. At page 638, referring generally to the question, 
it is said: “Thus, it can be stated as a general proposition that since an 
injunction, generally, relates to the future, the amount of damage already 
suffered by the plaintiff before the date of the suit does not control.” And 
at page 707, referring specifically to cases of the type here involved, it is 
said: “In suits to restrain infringement ot a patent, copyright, trademark, 
or tradename the criterion of the jurisdictional amount is the value to 
plaintiff of the right to the use of, or exclusive property in, the subject 
matter for which protection is sought.” 

The annotator’s statements are amply supported by the authorities. 
For example, see the well-known sTorK cLUB case [Stork Restaurant, Inc. 
v. Sahati, 9 Cir., 166 F.2d 348, 76 USPQ 374, 38 TMR 431], where in 
seeking an injunction, damages of $5,000 were also sought, but the claim 
for damages was thereafter waived. The injunction was granted in the 
absence of proof of injury already suffered, and obviously jurisdiction 
rested on the value of the right sought to be protected. In Seaboard 
Finance Co. v. Martin, 5 Cir., 244 F.2d 329, 331, 113 USPQ 362, 364 
(47 TMR 857), it was said: “Jurisdiction is to be tested by the value of 
the right sought to be protected against interference.” See Nagrom Corp. 
v. Cock ’N Bull, Inc., D.C. D.C., 149 F.Supp. 217, 112 USPQ 416 (47 TMR 
635), a case very similar to the present one, where Judge Holtzoff granted 
a California restaurant operator an injunction against use of its name by 
a District of Columbia restaurant, though there was no showing of damages. 
Here again it is obvious that the District Court’s jurisdiction rested on 
the value of the right sought to be protected and not on any claim of 
damages. [See also Miller v. Woods, 87 U.S. App. D.C. 324, 185 F.2d 499. ] 

Our conclusion is that, even if the Municipal Court has jurisdiction 
of an action whose primary purpose is to obtain equitable relief by way 
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of injunction [It is of significance that section 5(a) of the 1942 Act 
(Code 1951, 11-756a) which authorized the transfer of cases from the 
District Court to the Municipal Court when it appeared to the satisfaction 
of the District Court that the action would not justify a judgment in 
excess of $1,000, limited such transfer to actions “other than an action 
for equitable relief.” When this section was amended in 1956 and the 
amount changed from $1,000 to $3,000, the restriction against transfer of 
“an action for equitable relief” remained unchanged. Code 1951, Supp. VI, 
11-756a], its equitable jurisdiction is limited by the statutory jurisdic- 
tional amount of $3,000. [See Friedman v. International Association of 
Machinists, 95 U.S. App. D.C. 128, 220 F.2d 808, certiorari denied 350 
U.S. 824. ] 

In the present case the jurisdiction of the Municipal Court must be 
determined by the value to the plaintiff of the right sought to be protected. 
This right, as stated in the complaint, was “the exclusive right to use said 
trade name in connection with the operation of a restaurant.” Unless the 
value of that right does not exceed $3,000 the Municipal Court lacked 
jurisdiction. Appellee placed no express value on the right, but we do 
not think for one moment he would concede that its value did not exceed 
$3,000. His whole case was based on a showing of the great value of his 
trade name, built up over a period of twenty-five years until it had a 
nationwide, or even international, reputation, and that it he had expended 
over $200,000 in advertising during the years 1944 to 1956. On appellee’s 
own showing we must hold that his claim exceeded the jurisdictional limita- 
tion of the Municipal Court. 


SIMMONDS AEROCESSORIES, LTD. v. ELASTIC 
STOP NUT CORPORATION OF AMERICA 


No. 12466—C. A. 3—July 16, 1958 


REMEDIES—INFRINGEMENT—DECLARATORY J UDGMENT 
REMEDIES—INFRINGEMENT—EXPIRED PATENTS 
Plaintiff, a British company, and defendant, a New Jersey corporation, manu- 
factured and sold an “elastic stop nut” containing a red fibre insert which provided 
locking qualities indispensable to industry, under license from the inventor. Defen- 
dant was licensed to sell in U. S. and other sections of America, and plaintiff was 
licensed throughout the balance of the world. Patents and licenses have expired 
and rights to manufacture this product are now in public domain. Plaintiff has 
extended sales into U. S. Defendant objected on ground red insert identified its 
product and applied to register this feature. Upon obtaining registration it was 
deposited with Customs and further importation of British product stopped. Plain- 
tiff, in action for declaratory judgment of invalidity of trademark and unfair 
competition, seeks cancellation of registration on ground that defendant has no 
exclusive right to red fibre insert and registration was fraudulently obtained to 
unlawfully suppress competition. Defendant moves to strike first count of complaint 
for lack of jurisdiction of the subject matter under the Declaratory Judgment Act 
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and to strike the entire complaint for failure to state a claim upon which relief 
could be granted. Court granted motion. 
CourRTS—J URISDICTION 
Declaratory Judgment Act remedial in character and is to be interpreted lib- 
erally. Question of actual controversy turns on facts of each case and is matter of 
degree. Facts show actual controversy here despite inability of plaintiff to show 
threat of litigation. Threat of litigation not essential where threat is implicit in 
letter of protest and in action taken by defendant. 
TRADEMARK Act OF 1946—CONSTRUCTION—SECTION 37 
Section 37 which provides that in any action involving a registered mark the 
court may determine the right to registration, order the cancellation of registrations 
in whole or in part, restore cancelled registrations and otherwise rectify the register, 
and Section 14 which provides for cancellation proceedings in the Patent Office, are 
concurrent remedies, not mutually exclusive. District court had jurisdiction of entire 
controversy and should have determined validity of defendant’s registration. Dis- 
missal of complaint was error. 


Action by Simmonds Aerocessories, Ltd. v. Elastic Stop Nut Corpora- 
tion of America for declaratory judgment of invalidity of registered trade- 
mark and for unfair competition. Plaintiff appeals from District Court 
for District of New Jersey from judgment dismissing declaratory judgment 
cause of action. Reversed. 

Case below reported at 47 TMR 1503. 

See also 48 TMR 594. 


Joseph A. Weisman, of Newark, New Jersey, for plaintiff-appellant. 


Hamilton Hicks, of New York, N.Y., for defendant-appellee. 
Before Maris, KALODNER, and Hastie, Circuit Judges. 


Maris, Circuit Judge. 

The plaintiff, Simmonds Aerocessories, Ltd., appeals from a judgment 
entered in the District Court for the District of New Jersey, upon the 
motion of the defendant, Elastic Stop Nut Corporation of America, dis- 
missing the first count of its complaint. Jurisdiction was based upon 
diversity of citizenship and the trademark laws of the United States. The 
complaint consists of two counts. From the complaint and the affidavits 
submitted to the district court it appears that the plaintiff, a British limited 
company, and the defendant, a New Jersey corporation, manufactured and 
marketed a similar product, a metal nut known as an “elastic stop nut” 
which contains a red fibre insert possessing elastic properties which enable 
it to be gripped securely to an accompanying bolt. Because of its locking 
qualities this product is extensively used in the manufacture of metal 
products and is indispensable to the aircraft and automotive industries. 
Both parties acquired licenses from the inventor, Ture Gustav Rennerfelt ; 
the defendant in 1927 was licensed to manufacture and sell in the United 
States and certain other countries of North and South America, and the 
plaintiff in 1932 was licensed to manufacture and sell in other parts of the 
world. The patents and licenses have expired and the right to manufacture 
this product is now in the public domain. During World War II the 
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elastic stop nut manufactured by the plaintiff was sold almost exclusively 
as war materiel and substantial quantities were imported into Canada and 
the United States, principally for aireraft purposes. Since the end of the 
war and up to the present time the plaintiff has marketed this product in 
Canada. In 1953 the plaintiff, desiring to expand the North American 
market for its product, sold and distributed it in the United States under 
its own name as its product and in packages so labelled. 

On June 1, 1954 the defendant addressed a letter to the plaintiff 
stating: 


“We have been informed that stop nuts of your manufacture have 
been imported into the United States. The sample which we have 
received has a red fiber locking collar. A red collar has been one of 
the distinctive marks of our product during the entire period of our 
manufacture which began in 1927. 

“In this connection we call your attention to the decision in 
Elastic Stop Nut Corporation of America v. Greer, 62 F.Supp. 363, 
67 USPQ 257 (35 TMR 353). In the ecourt’s decision in that case Mr. 
Greer was enjoined in the use of a red fiber collar in his product. We 
should like to know that your product when shipped to this country 
will not be identified by the red locking collar.” 

To this letter the plaintiff on July 16, 1954 replied as follows: 


“Thank you for your letter of the 1st instant drawing our atten- 
tion to the case of ESNA v. Greer, in connection with the above. 

“We have delayed replying in order to obtain the opinion of a 
reliable American attorney as to our legal position vis a vis any rights 
which may appear to be accorded to you by the Greer case. 

“We have now received advice and opinion that the circumstances 
surrounding the import of our red insert lock nuts into the United 
States are clearly distinguishable from those involved in your action 
against Greer, and that the judgment in that case cannot be held to 
affect us. 

“We await your further comments, but hold ourselves free in the 
meantime to continue to export standard Simmonds red fibre nuts to 
the U.S.A. May we also add that we do not identify our Fibre Elastic 
stop nut either in advertisements, trademark, letter headings, ete. by 
reference or otherwise to a red collar.” 


Shortly thereafter, on November 3, 1954, the defendant applied to the 
United States Patent Office for the registration of a trademark giving it 
the exclusive use of a red insert for elastic stop nuts. The plaintiff had no 
knowledge of this application and continued to export its product to this 
country. On September 6, 1955 the defendant’s application was granted and 
the design was registered. Thereafter the defendant, under Section 42 of 
the Lanham Trademark Act, 15 U.S.C.A. §1124, caused the trademark 
registration to be recorded in the Department of the Treasury and facsimiles 
of its trademark were transmitted to United States ports of entry. On 
October 4, 1955 the plaintiff shipped 143 drums of its product to the United 
States for sale and distribution which arrived at New York on October 19, 
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1955 and were seized by the Collector of Customs at that port. The plain- 
tiff, to prevent a forfeiture, withdrew its shipment from customs, it was 
returned to England, and the plaintiff has ever since been thus prevented 
from shipping its product to the United States for sale, use and distribu- 
tion. The complaint asserts that the defendant has no exclusive or pro- 
prietary interest in the color red or the design or shape of the elastic stop 
nut and is not entitled to the protection of the United States trademark 
laws, that the registration was fraudulently procured for the purpose of 
unlawfully suppressing and stifling competition and to prevent the plaintiff 
from importing its elastic stop nut in the United States and selling it in 
competition with the defendant’s product and that unless the trademark 
registration is cancelled and the embargo lifted, the damage to the plaintiff 
will be substantial and irreparable. The relief sought by the plaintiff in the 
first count was, as summarized by the district court, 154 F.Supp. 615, 617, 
114 USPQ 393 (47 TMR 1503), 395, as follows: 


“(1) A declaratory judgment 

“(a) that plaintiff has the right to manufacture and import its 
product ; 

“(b) that defendant never had any monopoly of the red color 
for its fiber insert; 

“(e) that defendant had no lawful right to procure the trade- 
mark registration; and 

“(d) that said registration is void; 

“(2) An injunction against interfering with plaintiff’s sale of its 
elastic lock nuts in the United States; 

“(3) A eancellation of defendant’s registration ; 

“(4) A directive to defendant to notify the Collector of Customs 
that defendant removes all objection and consents to the importation 
of plaintiff’s product ; 

“(5) An injunction against the assertion of any claim that plain- 
tiff’s product infringes that of the defendant; 

“(6) An adjudication that defendant’s registration was procured 
by false or fraudulent representation ; and 


“(7) Compensatory and punitive damages.” 


The second count of the complaint incorporates the allegations of the first 
count by reference, charges that the acts and omissions therein set forth 
constituted unfair competition with plaintiff’s business, and seeks damages 
in the sum of $1,000,000. 

The defendant filed motions which, inter alia, so far as pertinent here, 
were: (1) a motion to strike the first count of the complaint for lack of 
jurisdiction of the subject matter under the Declaratory Judgment Act, 28 
U.S.C. §2201, and under the trademark laws, 15 U.S.C.A. §1051 et seq.; (2) 
a motion to strike paragraph 16 of the first count of the complaint for 
failure to particularize the charge of fraud; and (3) a motion to strike 
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the entire complaint for failure to state a claim upon which relief could 
be granted. The district court granted the motion to strike the first count 
on the ground that it failed to disclose jurisdiction in the district court 
over the subject matter and failed to state a claim upon which relief could 
be granted, holding that plaintiff’s only recourse was by direct attack upon 
the validity of the trademark in the form of a proceeding for its cancella- 
tion before the Commissioner of Patents under section 14 of the Lanham 
Trademark Act, 15 U.S.C.A. §1064. 154 F.Supp. 615, 114 USPQ 393. 
The plaintiff moved for reargument and for leave to amend the first 
count by alleging fraud with particularity in a new paragraph 9(a). 
Further affidavits, containing excerpts from defendant’s application for 
registration of its trademark, were submitted disclosing that on November 
16, 1954 the defendant had petitioned the Commissioner of Patents to make 
special its application of November 3d and to advance his consideration 
on the ground that plaintiff’s product was being imported into the United 
States in direct competition with the defendant’s product to defendant’s 
injury, and that “All attempts to persuade this British competitor to 
refrain from further infringement of Applicant’s trademark have been 
fruitless.” On December 3, 1954 registration of defendant’s trademark 
was refused on the ground that the use of red color constituted an ornament 
rather than a trademark and that the decision of the district court in 
Elastic Stop Nut Corporation of America v. Greer, D.C. Ill. 1945, 62 F.Supp. 


363, 67 USPQ 257 (35 TMR 353), did not apply. The defendant, in an 
amended application of May 11, 1955, submitted other material in support 
of its original application including a complete copy of findings of fact 
and conclusions of law of the district judge in the Greer case. Registration 
was granted on September 6, 1955. Under date of October 14, 1955 the 
defendant wrote to the plaintiff as follows: 


“There are enclosed photostatie copies of documents having to do 
with protection afforded us by United States Trademark Law. You 
will note that our RED COLLAR Trademark, identified by 611,674, has 
been recorded with the Commissioner of Customs of the United States 
of America. 

“The real purpose of this action on our part is to prevent your 
company and possibly others from shipping self-locking nuts with 
red collars into the United States market and to prevent confliction 
in the minds of customers in the States who are users and have been 
users of self-locking nuts made by this company. 

“Please note that customs officials at any point of entry have the 
right to seize articles simulating those described under Trademark No. 
611,674.” 


The district court, after the reargument, filed an order adhering to its 
original opinion and findings of fact and conclusions of law. The court 
denied the plaintiff’s motion to amend the first count of its complaint by 
the insertion of a new paragraph on the ground that the proposed amend- 
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ment would not serve to validate the complaint, dismissed the first count 
of the complaint without prejudice, and reserved to the plaintiff the right 
to amend paragraph 16 of the complaint as incorporated in the second 
count to conform to the requirements of Rule 9(b), and, pursuant to Rule 
54(b), entered a final judgment dismissing the first count. This appeal 
followed. 

The defendant contends at the outset that the appeal is premature. 
Its argument is that the two counts of the complaint are so related as to be 
inseparable. We do not agree. It is plain that the judgment of the district 
court was properly entered under Rule 54(b) and that it terminated the 
action with respect to the claims asserted in the first count. This being so, 
the decision of the district court as to these matters was final. Reeves v. 
Beardall, 1942, 316 U.S. 283; Sears, Roebuck & Co. v. Mackey, 1956, 351 
U.S. 427; Cold Metal Process Co. v. United Co., 1956, 351 U.S. 445; 
Collins v. Metro-Goldwyn Pictures Corporation, 2 Cir. 1939, 106 F.2d 
83, 42 USPQ 553 (29 TMR 126); Bendix Aviation Corp. v. Glass, 3 Cir. 
1952, 195 F.2d 267, 92 USPQ 235. Moreover, since the first count sought 
an injunction which was denied by its dismissal, the judgment would be 
appealable even if it were merely interlocutory. 28 U.S.C. §1292(1). 

We turn, then, to consider the plaintiff’s contentions that the district 
court erred in holding that it had no jurisdiction of the subject matter 
of the first count and that no claim was asserted therein upon which relief 
could be granted. The court’s action was based on its conclusion that an 
actual controversy was not alleged in that count nor a claim asserted therein 
upon which relief could be granted under the Declaratory Judgment Act. 
The plaintiff’s position is that the district court was wrong in concluding, 
as it did, that merely because the defendant never directly charged the 
plaintiff with infringement coupled with a threat of litigation, no actual 
controversy was shown. . 

This court has emphasized that the Declaratory Judgment Act should 
have a liberal interpretation because it is remedial in character. Dewey & 
Almy Chemical Co. v. American Anode, 3 Cir. 1943, 137 F.2d 68, 58 USPQ 
456, cert. den. 320 U.S. 761, 59 USPQ 495. Whether there is an actual 
controversy within the meaning of the Act is a question which turns on 
the facts of each individual case. In Md. Casualty Co. v. Pacific Co., 1941, 
312 U.S. 270, 273, the Supreme Court pointed out that “The difference 
between an abstract question and a ‘controversy’ contemplated by the 
Declaratory Judgment Act is necessarily one of degree, and it would be 
difficult, if it would be possible, to fashion a precise test for determining 
in every case whether there is such a controversy. Basically, the question 
in each ease is whether the facts alleged, under all the circumstances, show 
that there is a substantial controversy, between parties having adverse 
legal interests, of sufficient immediacy and reality to warrant the 
issuance of a declaratory judgment.” Thus the fundamental test is 
whether the plaintiff seeks merely advice or whether a real question 
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of conflicting legal interests is presented for judicial determination. 
In Aetna Life Ins. Co. v. Haworth, 1937, 300 U.S. 227, 241, the Supreme 
Court observed that “Where there is such a concrete case admitting 
of an immediate and definitive determination of the legal rights of the 
parties in an adversary proceeding upon the facts alleged, the judicial 


function may be appropriately exercised although the adjudication of 
the rights of the litigants may not require the award of process or the 
payment of damages. * * * And as it is not essential to the exercise of the 
judicial power that an injunction be sought, allegations that irreparable 
injury is threatened are not required.” 

Bearing these principles in mind we turn to the facts here alleged 
to see whether the plaintiff has asserted an interest adverse to that of the 
defendant. It needs but little discussion to demonstrate that it has done so. 
For the plaintiff manufactures the same product as the defendant, it desires 
to sell its product in the United States, and the defendant through the use 
of its trademark registration has prevented plaintiff from doing so and 
has thereby secured a monopoly in this market. Moreover the defendant 
has stated in the Patent Office proceedings that the plaintiff infringes its 
rights in its product and has so informed the plaintiff by letter. It thus 
being clear that the plaintiff has brought into the arena a legal dispute, a 
justiciable controversy, it only remains to consider whether the plaintiff 
must also show that the defendant has actually made a direct threat of 
litigation. Here the defendant, having eliminated the possibility of plain- 
tiff’s product entering the United States in competition with its own 
product by registering its trademark and filing facsimiles at all ports of 
entry, has rendered unnecessary recourse to litigation for that purpose. 
It has been held, however, that it is not essential that there be a direct 
threat of litigation in order to invoke the Declaratory Judgment Act. It is 
sufficient if such a threat is implicit in the attitude of the defendant as 
expressed in circumspect language contained in a letter, E. W. Bliss 
Company v. Cold Metal Products Company, D.C. Ohio, 1955, 137 F.Supp. 
676, 678, 108 USPQ 47, 48, or if the plaintiff has notice that the defendant 
asserts that there is or will be an infringement. Treemond Co. v. Schering 
Corporation, 3 Cir. 1941, 122 F.2d 702, 705, 50 USPQ 593, 596; Technical 
Tape Corp. v. Minnesota Mining & Mfg. Co., 2 Cir. 1952, 200 F.2d 876, 
878, 95 USPQ 406, 407. In E. W. Bliss Co. v. Cold Metal Process Co., 6 
Cir. 1939, 102 F.2d 105, 41 USPQ 342, an actual controversy was held to 
exist although it was evident that the patentee was exerting every effort 
to avoid entanglement in litigation with the particular alleged infringer 
seeking the declaration. In Dewey & Almy Chemical Co. v. American 
Anode, supra, 137 F.2d 68, 71, 58 USPQ 456, 459, the fact that the defen- 
dant had never formally asserted a claim of infringement or made any 
direct threat to sue the plaintiff was held not conclusive of the problem and 
we stated that “an actual ‘controversy’ may exist even though, for one 
reason or another, the patentee is disabled from maintaining any action 








1476 THE TRADEMARK REPORTER Vol. 48 T. M. R. 


against the particular alleged infringer seeking the declaration.” See 
also Aralac, Inc. v. Hat Corporation of America, 3 Cir. 1948, 166 F.2d 286, 
291-293, 76 USPQ 337, 341-343; Welch v. Grindle, 9 Cir. 1957, 251 F.2d 
671, 678, 116 USPQ 236, 242. We conclude that the plaintiff has stated an 
actual controversy within the meaning of the Declaratory Judgment Act 
and since the plaintiff had notice of the defendant’s adverse position, it was 
not necessary that an actual threat of infringement and litigation be shown. 

This brings us to the question whether the court had jurisdiction of 
the defendant’s registered trademark, the subject matter of the action. 
Sections 37 and 38 of the Lanham Trademark Act provide that: 


“See. 37. In any action involving a registered mark the court may 
determine the right to registration, order the cancelation of registra- 
tions, in whole or in part, restore canceled registrations, and otherwise 
rectify the register with respect to the registrations of any party to 
the action. Decrees and orders shall be certified by the court to the 
Commissioner, who shall make appropriate entry upon the records of 
the Patent Office, and shall be controlled thereby.” 15 U.S.C. §1119. 

“Sec. 38. Any person who shall procure registration in the Patent 
Office of a mark by a false or fraudulent declaration or representation, 
oral or in writing, or by any false means, shall be liable in a civil 
action by any person injured thereby for any damages sustained in 
consequence thereof.” 15 U.S.C. §1120. 


The district court held that the plaintiff’s only recourse under the 
circumstances was to proceed in the Patent Office for cancellation of defen- 
dant’s trademark registration, pursuant to Section 14 of the Act, 15 
U.S.C.A. §1064. However, Section 14, which provides for cancellation pro- 
ceedings in the Patent Office, and Section 37, which we have quoted above, 
are concurrent remedies, not mutually exclusive. Corning Glass Works v. 
Robertson, D.C. Cir. 1933, 65 F.2d 476, 17 USPQ 350 (23 TMR 246), cert. 
den. 290 U.S. 645. See also Dwinell-Wright Co. v. National Fruit Product 
Co., 1 Cir. 1942, 129 F.2d 848, 54 USPQ 149 (32 TMR 326); Judson 
Dunaway Corporation v. Hygienic Products Co., 1 Cir. 1949, 178 F.2d 
461, 84 USPQ 31 (40 TMR 113), cert. den. 339 U.S. 948, 85 USPQ 526; 
Nancy Ann Storybook Dolls v. Dollcraft Co., 9 Cir. 1952, 197 F.2d 293, 
295-296, 94 USPQ 290, 291 (42 TMR 845); Bascom Launder Corp. Vv. 
Telecoin Corp., 2 Cir. 1953, 204 F.2d 331, 335, 97 USPQ 186, 188 (43 TMR 
724), cert. den. 345 U.S. 994, 97 USPQ 582. Congress has provided that 
all questions in respect to a registered trademark shall be determined in 
one proceeding, thus preventing vexatious and harassing litigation as well 
as saving time, expense and inconvenience to the parties and to the courts 
and Patent Office tribunals. The plaintiff, having asserted an actual con- 
troversy, is entitled to have the validity of the defendant’s trademark 
registration determined in this action under section 37 of the Lanham 
Trademark Act as well as its claim for damages under section 38 of that 
Act, and the district court has jurisdiction under section 39 of the Lanham 
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Trademark Act, 15 U.S.C.A. §1121, as well as under sections 1331 and 1332 
of title 28, United States Code, to give it the relief to which it may prove 
itself to be entitled. 

The question was raised by the defendant in the district court as to 
whether the plaintiff has failed to state a claim of fraud upon which relief 
can be granted. We do not, however, express an opinion upon this question 
since it is not before us on this appeal. We merely observe that inasmuch 
as we have concluded that the court’s action in dismissing the first count 
was erroneous, the plaintiff upon remand will be entitled under Rule 15 
to amend the complaint so as to cure this defect if it can and if the defect 
in fact exists. 

The judgment of the district court will be reversed and the cause will 
be remanded to the district court for further proceedings not inconsistent 
with this opinion. 


SEALY, INCORPORATED v. FRIEDMAN, doing business as 
WYANDOTTE MATTRESS COMPANY 


No. KC-857 —D. C. Kansas — July 28, 1958 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSING SIMILARITY 
PROPER-PEDIC and GOLDEN FLEECE are confusingly similar to POSTUREPEDIC and 
GOLDEN SLEEP, respectively, where all marks are used for mattresses and box springs. 
REMEDIES—INFRINGEMENT-——SCOPE OF RELIEF—INJUNCTION 
Defendant cannot justify his own infringement by showing similar acts by 
strangers. 
Defendant directed to file report showing compliance with injunction and plain- 
tiff was awarded damages for infringement. 


Action by Sealy, Incorporated v. Sidney J. Friedman, doing business 
as Wyandotte Mattress Company, for trademark infringement. Judgment 
for plaintiff. 


Thomas E. Scofield, of Kansas City, Missouri, and Gerrit P. Groen, Wm. 
Marshall Lee, and Byron, Hume, Groen & Clement, of Chicago, Illinois, 
for plaintiff. 

Irving Achtenberg and Achtenberg, Sandler & Balkin, of Kansas City, 
Missouri, for defendant. 


WALLACE, District Judge. 


FINDINGS OF Fact 


1. Plaintiff, Sealy, Incorporated, is a Delaware Corporation with its 
principal office and place of business in Chicago, Illinois. Defendant, 
Sidney J. Friedman is a Kansas citizen and does business as Wyandotte 
Mattress Company in Kansas City, Kansas. 


2. The trademarks asserted by plaintiff are both registered on the 
Principal Register in the United States Patent Office—posTUREPEDIC as 
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No. 619,058, with use since June, 1950; and GOLDEN SLEEP as No. 639,695, 
with use since June, 1938. Both marks are applied to mattresses and box 
springs. 


3. Defendant’s marks PROPER-PEDIC and GOLDEN FLEECE are applied to 
mattresses and box springs. However, these trademarks are not registered. 


4. POSTUREPEDIC is the specific trademark adopted by plaintiff for its 
best grade of firm type bedding. Plaintiff first adopted and used POSTURE- 
PEDIC as a brand for its leading firm-type mattress in 1950. 


5. GOLDEN SLEEP is the brand adopted for plaintiff’s promotional line 
of firm-type mattresses. Plaintiff’s GOLDEN SLEEP trademark for promotional 
mattresses was first used in 1938; however, extensive national advertising 
of GOLDEN SLEEP did not occur until 1952 or 1953. 


6. Plaintiff is currently selling GOLDEN SLEEP brand mattresses; also 
currently ENCHANTED NIGHTs brand mattresses are being sold in the GOLDEN 
SLEEP promotion. The GOLDEN SLEEP brand is also currently used on sofa 
beds. 


7. Plaintiff’s POSTUREPEDIC and GOLDEN SLEEP brand products have 
wide national public acceptance. This acceptance is demonstrated by a 
steady increase in sales over the years. 


8. Defendant sells PROPER-PEDIC and GOLDEN FLEECE brand mattresses, 
the sales of which are expanding. 


9. Defendant has used the trademarks PROPER-PEDIC and GOLDEN 
FLEECE since 1954. These two trademarks are applied to mattresses and 
box springs which are sold in competition with POSTUREPEDIC and GOLDEN 
SLEEP brand mattresses sold by plaintiff. 


CONCLUSIONS OF LAW 


1. This court has jurisdiction of the parties and the subject matter 
of this action. 


2. Plaintiff is the owner of the trademark POSTUREPEDIC, and United 
States registration No. 619,058 therefor, and the trademark GOLDEN SLEEP 
and United States registration No. 539,895, therefor, both of which are 
used on mattresses and box springs. 


3. Plaintiff’s trademarks POSTUREPEDIC and GOLDEN SLEEP and the 
registrations therefor are valid. 


4. Defendant’s use of the trademarks PROPER-PEDIC and GOLDEN FLEECE 
on mattresses and box springs infringes plaintiff’s previously adopted 
trademarks POSTUREPEDIC and GOLDEN SLEEP and the registrations therefor, 
also used on mattresses and box springs. 
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5. POSTUREPEDIC as compared to PROPER-PEDIC and GOLDEN SLEEP as 
compared to GOLDEN FLEECE are confusingly similar in sound, appearance 
and somewhat in meaning. 


6. Plaintiff has adduced some evidence as to confusion. However, 
a showing of likelihood of confusion alone warrants relief where the 
respective marks are used on identical or similar products. And, in com- 
paring marks as to similarities, such marks must be considered in their 
entireties including even common or suggestive terms used in the respective 
combinations. 


7. A defendant cannot justify his own infringement, by showing 
similar acts by strangers. 


8. By reason of defendant’s trademark infringement, plaintiff is en- 
titled to damages in the amount of $7500 together with a permanent injunc- 
tion restraining the defendant from further infringement. 


FINAL JUDGMENT 


This case having been tried before the court without a jury, arguments 
having been briefed and requests for findings of fact and conclusions of 
law having been made, the court being fully advised, 

It is hereby Ordered and Adjudged as follows: 


1. This court has jurisdiction of the parties and the subject matter 
of this action. 


2. Plaintiff is the owner of the trademarks POSTUREPEDIC and GOLDEN 
SLEEP for mattresses, box springs and related sleep equipment and the 
United States registrations therefor, numbers 619,058 and 539,895, respec- 
tively. 


3. Plaintiff’s trademarks and the registrations therefor are valid and 
have been infringed by defendant’s acts in offering for sale and selling 
mattresses and box springs under the trademarks PROPER-PEDIC and GOLDEN 
FLEECE. 


4. Defendant, his agents, servants, employees and those persons in 
active concert or participation with him, are hereby permanently enjoined 
and restrained from: 


(a) Using the trademark PROPER-PEDIC or any other colorable 
imitation of plaintiff’s trademark POSTUREPEDIC in connection with the 
making, advertising, distribution and sale of sleep equipment or any 
related products. 


(b) Using the trademark GOLDEN FLEECE or any other colorable 
imitation of plaintiff’s trademark GOLDEN SLEEP in connection with the 
making, advertising, distribution or sale of sleep equipment or any 
related products. 
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(c) Otherwise infringing plaintiff’s registered trademarks Pos- 
TUREPEDIC and GOLDEN SLEEP. 


5. Defendant is directed to file with the court and serve on plaintiff 
within forty-five days after issuance of this injunction, a report under oath, 
setting forth in detail the manner and form in which the defendant has 
complied with the injunction. 


6. Plaintiff is hereby awarded $7500.00 against the defendant as dam- 
ages for this infringement, together with taxable costs to be computed. 


SEARS, ROEBUCK AND CO. v. HOFMAN 


Appl. No. 6359—C. C. P. A.— May 29, 1958; Rehearing denied 
October 1, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Marks will not ordinarly be held confusingly similar simply because they each 
contain an identical suggestive word. No likelihood of confusion exists between 
ROYAL PURPLE and ROYAL PLUMAGE both used for hosiery, notwithstanding prior and 
extended use of the former mark and its use in connection with a crown device and 
feathers. 


Opposition proceeding No. 32,858 by Sears, Roebuck and Co. v. Leo C. 
Hofman, application Serial No. 632,937, filed July 23, 1952. Opposer 


appeals from decision of Commissioner of Patents dismissing opposition. 
Affirmed ; O’Connell, Judge, dissenting with opinion. 
Case below reported at 47 TMR 105. 


Frank H. Marks, of Chicago, Illinois (Ivan P. Tashof, of Washington, D. C., 
of counsel), for opposer-appellant. 
Leo C. Hofman, pro se. 


Before JOHNSON, Chief Judge, and O’CONNELL, WoRrRLEy, RicuH, and 
JACKSON (retired), Associate Judges. 


WoRLEY, Judge. 

This is an appeal from the decision of the Assistant Commissioner of 
Patents, acting for the Commissioner, reversing the decision of the Exam- 
iner of Interferences, and holding appellee entitled to registration of the 
mark ROYAL PLUMAGE as applied to hosiery, over the opposition of appel- 
lant’s prior registration and use of its mark ROYAL PURPLE also for hosiery. 
The record consists of a stipulation of facts together with certain exhibits. 
We quote therefrom with respect to appellant’s mark: 


Sears adopted and began using a trademark comprising the words 
ROYAL PURPLE, in conjunction with a plume design, as shown on labels 
hereinafter referred to, for hosiery for women and children, about 
July 15, 1927, and has continuously used said trademark on such goods 
and in the advertising thereof from said date up to the present time. 
Sears’ sales and advertising of hosiery under said ROYAL PURPLE trade- 
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mark have extended throughout the United States, including the State 
of Maryland, and said sales have been large from the start, totaling 
over $300,000,000 for the period 1927 to 1953, inclusive. 

Sears’ advertising of said goods under said ROYAL PURPLE trade- 
mark has totaled over $10,000,000 for the same period of time. 


The record before us is silent with respect to applicant’s use of his 
mark. 

Although we have given consideration to the various arguments re- 
garding the respective designs used in conjunction with the marks, the 
decisive question is whether concurrent use of the marks as a whole would 
be likely to result in confusion or deception. 


It is, of course, obvious that the word ROYAL is common to both marks. 
Indeed, by applying the process of judicial trademark vivisection to the 
extreme, it is possible to establish other common characteristics; however, 
when the marks are viewed in their entirety, as is usually done in the 
market place, we think there are sufficient differences in appearance, sound 
and meaning to avoid likelihood of confusion. 

For example, the word ROYAL is not arbitrary, but is a suggestive word 
frequently used to indicate high quality. It has been consistently held that 
trademarks will not ordinarily be held confusingly similar solely because 
each of them includes a word of that type. Lauritzen & Co., Inc. v. The 


Borden Co., 44 C.C.P.A. (Patents) 720, 239 F.2d 405, 112 USPQ 60 (47 
TMR 518), and authorities there cited. 


Moreover, ROYAL PURPLE is a unitary term defined by both Funk & 
Wagnall and Webster as meaning a particular shade of purple. ROYAL 
PLUMAGE has no such meaning. Accordingly, while the former would ordi- 
narily be understood as referring to color, the essential impression given 
by the latter is that of plumes, with no particular color association. 

While appellant’s registration includes, as a comparatively minor 
feature, a picture of a crown surmounted by three feathers, and it appears 
that the same or similar representations of feathers have been used by 
appellant in conjunction with its ROYAL PURPLE mark, it does not appear 
that appellant has ever used the word “plumage” in connection with its 
marks. As above indicated, we are of the opinion the pictures used were 
not of such a nature as to be likely to result in confusion with appellee’s 
mark. 

Finding no error, the decision appealed from is affirmed. 

JACKSON, Judge, retired, recalled to participate was present at the 
argument of this appeal but did not participate in the decision. 


O’CONNELL, Judge, dissenting. 

The stipulated testimony in this case shows that appellant commenced 
its use of the ROYAL PURPLE trademark, as applied to hosiery in July 1927— 
more than eighteen years prior to appellee’s alleged first use of its ROYAL 
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PLUMAGE mark—and that for the period from 1927 to 1953 inclusive appel- 
lant spent more than ten million dollars in advertising under its mark and 
sold more than three hundred million dollars’ worth of goods thereunder. 
Under such circumstances the rule that doubts as to confusing similarity 
of trademarks will be resolved against the newcomer applies with particular 
force. 

Each of the marks here involved begins with the word ROYAL, while 
the second words, PLUMAGE and PURPLE are of approximately the same 
length, and both begin with “P” and end with “e.’”’ Moreover each is accom- 
panied by a picture or suggestion of feathers or plumes. It is evident, 
therefore, that upon casual inspection, they present a marked similarity in 
appearance. Further, both “purple” and “plumage” are commonly asso- 
ciated with royalty or high rank, and the total effect most likely to be 
given by each mark is that of luxury or high quality ; probably accompanied 
by a suggestion of feathers or plumage. As was properly pointed out by 
the Examiner of Interferences, appellant’s use of a picture of plumes with 
its mark has the same effect as the use of a corresponding word. Weyenberg 
Shoe Manufacturing Co. v. Hood Rubber Co., 18 C.C.P.A. (Patents) 1449, 
49 F.2d 1046, 9 USPQ 449 (21 TMR 323) ; In re Riverbank Canning Com- 
pany, 25 C.C.P.A. (Patents) 1028, 95 F.2d 327, 37 USPQ 268 (28 TMR 
257 


While the majority opinion seems to question the propriety of con- 


sidering portions of the marks separately, that practice has frequently been 
followed in decisions of this court. Aluminum Air Seal Mfg. Co. v. Trim- 
Set Corp., 41 C.C.P.A. (Patents) 764, 208 F.2d 374, 100 USPQ 52, 54 (44 
TMR 543); Lauritzen & Co., Inc. v. Borden Co., 44 C.C.P.A. (Patents) 
720, 239 F.2d 405, 112 USPQ 60 (47 TMR 518); Benjamin D. Smith v. 
Tobacco By-Products & Chemical Corp., 44 C.C.P.A. (Patents) 880, 243 
F.2d 188, 113 USPQ 339 (47 TMR 863). As was said in the first-cited case: 


In this respect, it is trne that in the final analysis the contested 
marks should not be judicially dissected or component parts measured 
one against the other, as the purchaser himself does not dissect the 
marks, but is confused, if at all, by the mark as a whole. From a purely 
objective standpoint, however, existing and apparent similarities in 
significance, sound, and appearance between constituent parts of trade- 
marks cannot be overlooked as they provide a rational foundation upon 
which a conclusion may be formed as to the general subjective impres- 
sion made by the marks upon the buying public. 


It is to be noted that the majority opinion in the instant case dissects 
the marks to the extent of according separate consideration to the word 
ROYAL used in both of the contested marks as the dominant part in each of 
them. 

No doubt there are certain shades of difference between the marks 
which are apparent upon side-by-side comparison, but that is not the way 
in which the marks are encountered by prospective purchasers, and it does 
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not seem reasonable to expect such persons to remember, perhaps after 
an interval of several months or more, that the ROYAL mark with the picture 
of plumes indicates one origin of the goods while the RoYAL mark with the 


word PLUMAGE indicates another. 

With his right to choose from not only the entire English language, 
including pidgin English, the foreign languages, and also all the possible 
mathematical permutations and combinations of all the letters of the alpha- 
bet and numerical digits, it would appear that appellee should have selected 
a mark bearing a less striking resemblance to the one extensively used and 
widely advertised by appellant for identical goods. In my opinion the 
Examiner of Interferences properly sustained the opposition and the 
decision of the Assistant Commissioner should be reversed. 


THE KALART COMPANY, INC. v. THE CAMERA-MART, INC. 
Appl. No. 6370 —C. C. P. A.—June 18, 1958 
CANCELLATION PROCEDURE—EVIDENCE 
The trade practices employed by a registrant may not be considered in a can- 
cellation proceeding, for a registration confers rights unlimited by such practices 
and they may change at any time. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion exists between CAMART and KALART both used on 
photographic equipment. 


Cancellation proceeding No. 6,228 by The Kalart Company, Inc., v. 
The Camera-Mart, Inc., Registration No. 581,796, issued November 3, 1953. 
Petitioner appeals from decision of Commissioner of Patents dismissing 
petition. Affirmed; O’Connell, Judge dissenting with opinion. 

Case below reported at 47 TMR 420 and 47 TMR 662. 

Frederick E. Hane (Hane & Nydick and Abraham J. Nydick of counsel) 
of New York, N.Y., for petitioner-appellant. 

Bernard J. Levy (Brower, Brill & Gangel of counsel) of New York, N.Y., 
for respondent-appellee. 


Before JoHNSON, Chief Judge, and O’CoNNELL, WorRLEY, and Ricu, Asso- 
ciate Judges. 


JOHNSON, Chief Judge. 

A petition has been filed to cancel the registration of camMarRT' for 
cameras, camera dollies and parts thereof, tripods and boom arms, camera 
tripods, prismatic lenses for motion picture cameras, camera mounts, lens 
extension tubes, motion picture cameras and parts thereof and electrical 
syncronous motors and soundproof housings known as blimps. Petitioner 
is the registrant of KALART’ for photographic cameras and camera attach- 








1. Reg. No. 581,796, issued Nov. 3, 1953. 
2. Reg. No. 360,029, issued Sept. 6, 1938. 
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ments, as well as of several other marks which contain the word KALART 
in combination with another word. 


The Examiner of Interferences was of the opinion that the similarity 


between CAMART and KALART as applied to the goods in question, was such 
as to cause confusion, mistake or deception of purchasers. His decision to 
cancel registrant’s mark was reversed on appeal by the Assistant Commis- 
sioner, 112 USPQ 147 (47 TMR 420), on reconsideration 112 USPQ 367 
(47 TMR 662), primarily for the reason that the actual trade practices of 
the parties, as shown by the record, militated against the possibility of 
confusion urged by petitioner. 

Petitioner has appealed from the Assistant Commissioner’s decision 
urging most strenuously that the Assistant Commissioner erred in consider- 
ing the trade practices of the parties in view of the fact that the certificates 
of registration of the registrant and petitioner recite identical goods, at 
least in part. 

We agree with the petitioner that the trade practices of the registrant 
may not be considered in a cancellation proceeding, for the proceeding 
is based upon the likelihood of damage resulting from the registration of 
a mark. Since the registration gives the owner thereof certain procedural 


“ce 


advantages “in connection with the goods or services specified in the cer- 
tificate 
tion proceeding by showing, on the basis of testimony adduced during such 


proceeding, that the goods with which its mark is actually used (as dis- 


73 


it is rather obvious that a registrant cannot defend in a cancella- 


tinguished from those recited in its certificate) are such as to negative the 
likelihood of confusion with the petitioner’s mark. If the registrant were 
successful in the proceeding, there is no assurance that its trade practices 
would not change to correspond with the allegations of the certificate. 
In view of this fact, we must restrict ourselves to a consideration of the 
goods recited in registrant’s certificate. This case must be considered, 
therefore, on the basis of the use of the respective marks of the parties on 
identical goods, namely cameras, parts thereof and the like. 

Notwithstanding this identity of goods, we are of the opinion that the 
decision of the Assistant Commissioner must be affirmed. In our opinion the 
marks neither look alike nor do they have similar meanings. On the con- 
trary, CAMART would seem to be suggestive of cameras or the like, whereas 
KALART is not similarly suggestive. At best, there is only a possibility of a 
slight similarity in sound, not great enough, however, to raise the possibility 
of confusion as to origin. Weighing this similarity against the dissimilari- 
ties set forth above, we are of the opinion that the marks in question are 
not confusingly similar. 

For the foregoing reasons, the decision of the Assistant Commissioner 
is affirmed. 








Section 7(b) of the Lanham Act. 
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O’CONNELL, Judge, dissenting. 

Appellant’s mark KALART is arbitrary and nowise descriptive or sug- 
gestive of the goods to which it is applied. We have repeatedly held that 
in eases like this a greater difference is necessary, in sound, meaning and 
appearance, to avoid the likelihood of confusion with a mark previously 
owned and in use by another engaged in the sale of identical goods. See, 
for example, Lauritzen & Co., Inc. v. Borden Co., 44 C.C.P.A. (Patents) 
720, 239 F.2d 405, 112 USPQ 60 (47 TMR 518); Benjamin D. Smith v. 
Tobacco By-Products & Chemical Corp., 44 C.C.P.A. (Patents) 880, 243 F. 
2d 188, 113 USPQ 339 (47 TMR 863) ; Kautenberg Co. v. Ekco Products 
Co., 45 C.C.P.A. (Patents) 761, 251 F.2d 628, 116 USPQ 417 (48 TMR 763). 

It is well settled also that similarity in sound alone is sufficient to 
establish the likelihood of confusion. Skol Company, Inc. v. Olson, 33 
C.C.P.A. (Patents) 715, 151 F.2d 200, 67 USPQ 96 (35 TMR 306) ; Bordo 
Products Co. v. B. A. Railton Co., 36 C.C.P.A. (Patents) 1059, 173 F.2d 
981, 81 USPQ 378 (39 TMR 409) ; Salem Commodities, Inc. v. The Miami 
Margarine Co., 44 C.C.P.A. (Patents) 932, 244 F.2d 729, 114 USPQ 124 
(47 TMR 1267). 

There is not the slightest doubt that cam the first and accented syllable 
of the appellee’s mark, CAMART is pronounced as cam in “camera,” with a 
short “a” while the “ce” therein is a hard “ec” which must be, and universally 
is, pronounced with the identical sound of “K,” the same as the initial 
letter “k” in appellant’s mark. 

One of the appellee’s witnesses testified that he had always heard KAL 
the initial syllable of appellant’s mark, pronounced with a broad “a” as 
in “rate” or “fate.”” The record has nowise established, however, that any 


such pronunciation is dominant or generally applied. It is logical, to 
66,,9? 


say the least, to give the “a” in both marks the short pronunciation, by 
analogy, to such words as “Kalmuck,” “Kalmia,” and “Kalamazoo.” More- 


over, it is a common practice to use the hard “ec” in place of the letter “k” 
in trademarks, tradenames, and advertising, as in KLEENEX, KOzY KORNER 
ete. Appellant in its brief explicitly admits that the last three letters in 
the respective marks are identical. That syllable is therefore given an 
identical pronunciation in each of the marks. 

KALART which was coined in its inception, is not to be found in any 
of the dictionaries. The pronunciation of the term is therefore largely a 
matter of choice, and, so far as I can learn from the record, appellee is 
nowise authorized nor qualified to impose its pronunciation upon the court. 
It failed completely to convince the experienced and able Examiner of 
Trademark Interferences, although it prevailed before the Assistant Com- 
missioner of Patents. 

The only recorded differences in pronunciation between the involved 
marks as a unit is that which might result from the single letters “1” or 
“m.” Those two intermediate letters are so insignificant in these two 
syllable words that the letters make little distinction, if any, with respect 
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to their sound and appearance in the mark as a whole.’ As I see it, the 
design of the appellee’s mark might well serve as a device to trap the 
unwary. 

Prior decisions are of little value in deciding the multitude of cases 
with which the court is flooded on the issue of the confusing similarity 
of trademarks. But it does seem appropriate that we here note certain 
comparable and analogous cases in which we have heretofore held contested 
marks to be confusingly similar, despite obvious differences which are far 
greater in scope than those disclosed in the instant ease: Beck, Koller & 
Co., Inc. v. Bakelite Corp., 24 C.C.P.A. (Patents) 1290, 90 F.2d 349, 34 
USPQ 68 (27 TMR 559) ; BECKACITE and BAKELITE; Dubonnet Wine Corp. v. 
Ben-Burk, Inc., 28 C.C.P.A. (Patents) 1298, 121 F.2d 508, 50 USPQ 76 
(31 TMR 266) ; BoURBONET and DUBONNET; McKesson & Robbins, Inc. v. 
American Foundation, etc., 32 C.C.P.A. (Patents) 1235, 150 F.2d 420, 66 
USPQ 252 (35 TMR 262) ; (CYTAMIN and DENT-A-MIN). 

The Supreme Court long ago held that it is the affirmative duty of the 
newcomer to take reasonable precautions in the selection of a mark, so as to 
avoid needless public confusion and private injury by the invasion of the 
field previously occupied by another. Waterman Co. v. Modern Pen Co., 
235 U.S. 88, 94 (5 TMR 1). 

Another and similarly significant admonition was written by one of the 
distinguished judges of this court to the following effect in the case of 
Atlantic Seafood Packers vy. Florida Fruit Canners, Inc., 35 C.C.P.A. 
(Pateuts) 985, 166 F.2d 586, 77 USPQ 96, 98 (38 TMR 553) : 

A vast field of words, phrases and symbols is open to one who 
wishes to select a trademark to distinguish his product from that of 
another. Unquestionably in our ever-increasing complex business life, 
the trend of modern judicial decisions in trademark matters is to 
show little patience with the neweomer who in adopting a mark gets 
into the border line zone between an open field and one legally appro- 
priated to another. As between a newcomer and one who by honest 
dealing has won favor with the public, doubts are always resolved 
against the former. 


I can of course nowise agree with the conclusion herein of the majority 
that the involved marks “neither look alike nor do they have similar mean- 
ings.”’ The profile of the marks is identical; they have the identical number 
of letters; and the last three letters thereof, being identical, are likewise 
so pronounced. As hereinbefore described, the marks look and sound much 
the same when assembled as a unit. 

The public and private injury caused by the registration and con- 
temporary use of confusingly similar marks, or use of a misspelled desecrip- 
tive mark, or tradename, does not cease to exist when the registration has 
been effected and the mark is applied to related goods sold in the open 








1. Thymo Borine Laboratory v. Winthrop Chemical Co., Inc., 33 C.C.P.A. (Patents) 
1104, 155 F.2d 402, 69 USPQ 512 (36 TMR 204). 
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market. See, for example, Armour and Co. v. Organon Inc., 44 C.C.P.A. 
(Patents) 1010, 1014, 245 F.2d 495, 114 USPQ 334, 336-337 (47 TMR 1517). 
Moreover, the windfall of unearned profits that frequently result from the 
misappropriation of marks, tradenames, etec., belonging to and in use by 
another, is in any number of cases of vast proportions. See, Schnur & 
Cohan, Inc. v. Academy of Motion Picture Arts, 42 C.C.P.A. (Patents) 963, 
223 F.2d 478, 106 USPQ 181 (45 TMR 1240); Cohen & Sons, Co., Inc. v. 
Hearst Magazines, Inc., 42 C.C.P.A. (Patents) 836, 220 F.2d 763, 105 
USPQ 269 (45 TMR 719). 

For the reasons hereinbefore stated, the decision appealed from should 
be reversed. 


COOPER'S, INCORPORATED v. 
THE ROCKE CORPORATION 


No. 6,515 — Commissioner of Patents — July 9, 1958 


CANCELLATION PROCEDURE—APPEALS—TO COMMISSIONER 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Petitioner, registrant of JocKEY for variety of clothing items, including hosiery 

seeks cancellation of ROCKE registered for men’s and women’s hosiery on Supple- 
mental Register. The examiner’s decision granting petition for cancellation is re- 
versed on the ground that whiie both parties sell men’s hosiery through the same 
retail outlets, respondent has sold only hosiery under the mark RocKE. Although 
there may be doubt as to the pronunciation of respondent’s mark, both marks are 
distinctly different in meaning and mental association and it is unlikely that con- 
sumer confusion would result. 


Cancellation proceeding by Cooper’s, Incorporated v. The Rocké 
Corporation, Supplemental Registration No. 557,081 issued April 1, 1952. 


Registrant appeals from decision of Examiner of Interferences granting 


petition. Reversed. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for petitioner- 
appellee. 
Whitehead, Vogl & Lowe, of Denver, Colorado, for respondent-appellant. 


LEEDS, Assistant Commissioner. 

A petition has been filed by Cooper’s Incorporated, to cancel the 
registration of ROCKE issued to The Rocké Corporation on the Supplemental 
Register for men’s and women’s hosiery.’ 

Petitioner is registrant of JocKEy for a variety of items of clothing, 
including hosiery.” 

The Examiner of Interferences granted the petition and recommended 
cancellation. Respondent has appealed. 





1. Reg. No. 557,081, issued April 1, 1952. 
2. Reg. No. 509,364, issued May 3, 1949, 





THE TRADEMARK REPORTER Vol. 48 T. M.R. 





The record shows that since about 1934 petitioner has used the trade- 
mark JOCKEY on various knitted garments, notably men’s underwear, 
although it is, and has been for many years, used also on men’s hosiery. 
Petitioner’s products have been extensively sold throughout the United 
States in department and specialty stores, and they are sold in numerous 
foreign countries. Petitioner and its retailers have spent more than four 
million dollars in advertising JocKEy brand items of clothing, and there 
is no question but that petitioner’s mark is a well-known mark. 

Respondent has sold men’s and women’s hosiery under the trademark 
ROCKE since 1948; sales have been made throughout the United States to 
department and specialty stores which sell to ultimate purchasers. Although 
it appears that respondent may have sold more hosiery—both in numbers 
of pairs and in dollar value—than petitioner, respondent’s mark is not 
well-known because it appears to have been used only on hosiery and 
because it does not appear to have been extensively advertised in connection 


with the goods. 

It is apparent from the foregoing that both parties sell men’s hosiery 
through the same types of retail outlets to the same average purchasers. 
There is left for discussion only the question of probable confusion of such 
purchasers resulting from the resemblance of ROCKE to JOCKEY. 

Both parties have argued at length about the pronunciation of respon- 
dent’s mark, petitioner contending that it is most likely to be pronounced 


ROCKY, and respondent contending that it is most likely to be pronounced 
ROCKAY because of the accented “e.” Viewing the mark as it appears on 
the labels on the goods it would appear just as likely to be pronounced 
RocK.® Petitioner offered no evidence concerning probable pronunciation, 
so consideration will be given to all three possibilities. 

If respondent’s mark is pronounced ROCKAY, there is not such resem- 
blance in sound, appearance or commercial impression as to be likely to 
cause purchaser confusion, mistake or deception. 

If respondent’s mark is pronounced ROCK, there is not such resem- 
blance in sound, appearance or commercial impression as to be likely to 
cause purchaser confusion, mistake or deception. 

If respondent’s mark is pronounced rocky, it bears considerable 
resemblance in sound to JocKEY. When consideration is given, however, 
to the fact that Rocké and JocKEy do not look alike and to the further 
fact that both “rocky” and “jockey” are ordinary words of the language 
which, when heard, stimulate distinct, and distinctly different, mental 
associations with the result that two quite different commercial impres- 
sions are created by the words, it is believed that the resemblance between 
respondent’s and petitioner’s marks is insufficient to result in purchaser 





9 


3. It is observed that during the prosecution of the application which matured 
into the registration sought to be canceled, the Examiner of Trademarks held the mark 
—ROCKE without the accent—to be primarily merely a surname, following which the 
application was amended to the Supplemental Register. 
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confusion, mistake or deception. This is especially so in cases such as this 
where the circumstances surrounding the purchase of hosiery are such 
that purchasers are apt to look at labels and to respond consciously to 
the differences between ROCKE and JOCKEY. 

The decision of the Examiner of Interferences granting the petition 
and recommending cancellation is reversed, and the petition is dismissed. 


EX PARTE THE STANDARD OIL COMPANY 


Commissioner of Patents — July 9, 1958 
REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—SERVICE MARKS 
Application to register GUARANTEED STARTING as service mark is apt descriptive 
term for applicant’s winterizing motor service with a guarantee. Application does 


not identify the service and registration is refused. 


Application for service mark registration by The Standard Oil Com- 
pany, Serial No. 1,910 filed February 1, 1956. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Leland L. Chapman, of Cleveland, Ohio, for applicant. 


LEEps, Assistant Commissioner. 
An application has been filed to register GUARANTEED STARTING aS a 


service mark for “inspecting, conditioning, and otherwise servicing motor 
vehicles to facilitate their operation in cold weather, and starting, or 
arranging for the payment of starting expense of motor vehicles which 
fail to start after being so serviced.” Use since November 23, 1936 is 


asserted. 

Registration has been refused on the ground that the term GUARANTEED 
STARTING, as used in connection with applicant’s services, is merely the 
subject matter of advertising used to inform, rather than to distinguish, 
and it is likely to be so recognized by the purchasing public. 

Applicant has appealed. 

The record shows that applicant, through its authorized service sta- 
tions, offers a service to its customers whereby their vehicles are conditioned 
to facilitate their starting in winter weather. The service includes testing 
the battery, adding certain antifreeze ingredients to the fuel, installing 
special lubricants, ete. When all of these services have been performed 
on an automobile, some of which the customer may pay for and some of 
which are rendered without charge, applicant’s service station operator 
gives to the automobile operator a certificate to the effect that if a mechanic 
is required to start the car during the winter, applicant will start the car 
or reimburse the customer in the amount of any receipted bill for starting. 

The term GUARANTEED STARTING is used on the above described certifi- 
eates: on window and wall announcements reading “Winterize Here— 
GUARANTEED STARTING—Costs nothing extra!”; on A-boards, window ban- 
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ners and oil rack hoods featuring “You start or we pay” used synonymously 
in conjunction with GUARANTEED STARTING; in booklets and brochures 
featuring GUARANTEED STARTING PROTECTION addressed to service station 
operators; in radio announcements featuring “SOHIO’s exclusive GUARAN- 
TEED STARTING services,’ “GUARANTEED STARTING certificate” and “GUARAN- 
TEED STARTING protection”; and in newspaper and consumer flyer adver- 
tising featuring “Get GUARANTEED STARTING,” SOHIO GUARANTEED WINTER 
STARTING, “If they [gasoline and oils made for cold weather] weren't, 
Standard Oil wouldn’t dare guarantee starting,’ SOHIO GUARANTEED START- 
ING Customer’s car will start—or Standard Oil will pay the starting bill!’”, 
“Tf you’d have SOHIO GUARANTEED STARTING—your bill would have been 
on us!”, “More Starting Failures than ever before? SOHIO GUARANTEES 
you'll start!”, and many other phrases of similar import. 

The record leaves no doubt about applicant’s extensive use of the term 
GUARANTEED STARTING in connection with its winterizing motor service, 
and it also leaves no doubt but that the term is an apt descriptive term 
used by applicant to describe to customers and potential customers a 
winterizing service with a guarantee. It may be that no other oil company 
gives a comparable guarantee that “You start or we pay,” but if others 
should do so in the future the words GUARANTEED STARTING should be avail- 
able to them to describe such guarantee in the same manner as, or in a 
manner similar to, applicant’s use of them. 

The term GUARANTEED STARTING is an apt descriptive term used only 
to describe; it comprises ordinary English words used only in their pri- 
mary sense ; and it is not, on the record here, a mark identifying the service 
set forth in the application, or for anything else. 

The decision of the Examiner of Trademarks is, for the reasons stated 
herein, affirmed. 


EX PARTE THE STANDARD OIL COMPANY 


Commissioner of Patents— July 9, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—SERVICE MARKS 
Application to register GUARANTEED RADIATOR PROTECTION as service mark is 
refused on the ground that it is apt descriptive term to describe applicant’s auto- 
mobile radiator winterizing service with a guarantee and does not identify the 
source in application. 


Application for service mark registration by The Standard Oil Com- 
pany, Serial No. 698,928 filed November 25, 1955. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Leland L. Chapman, of Cleveland, Ohio, for applicant. 


LEEpDs, Assistant Commissioner. 
An application has been filed to register GUARANTEED RADIATOR PRO- 
TECTION for “inspecting for leaks in the cooling system of internal combus- 
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tion engines, that is, the radiator, water pump, motor block, and radiator and 
heater hose, adjusting the freezing point of the fluid contained in said 
cooling system to a temperature well below that encountered in the winter 
season, and maintaining said freezing point during the winter season.” Use 
since October 12, 1955 is asserted. 

Registration has been refused on the ground that the term presented 
for registration is used merely as the subject matter of an advertisement 
announcing a service offered by applicant and is likely to be so recognized 
by the purchasing public. 

Applicant has appealed. 

The record shows that applicant, through its authorized service stations, 
offers a service to its customers whereby their vehicles are winterized for 
radiator protection against cold weather. After an inspection of the 
radiator and its parts reveals that they are sound and water-tight, the 
requisite amount of antifreeze is put in the radiator and the station 
attendant then attaches to the radiator a tag showing a number, make 
of car, license number, the amount of initial fill of antifreeze, the date, 
the station stamp, and 


“THIS CAR HAS SOHIO 
GUARANTEED 
RADIATOR PROTECTION” 
A form of guarantee is printed on the reverse side of the tag. 

The term GUARANTEED RADIATOR PROTECTION is used in applicant’s 
brochures, point of sale displays, and radio and newspaper advertising. 
The effect of such advertising is to tell service station operators that “THE 
GUARANTEED RADIATOR PROTECTION program was designed especially to * * * 
Build More Station Traffic for You—and to Start Your Anti-Freeze 
Selling Season Early”; and to tell consumers that “GUARANTEED RADIATOR 
PROTECTION is a written guarantee that the anti-freeze protection you buy 
in the fall will last you all winter long or Sohio will replace it free.” 

The term GUARANTEED RADIATOR PROTECTION makes no single commercial 
impression since it is displayed in various ways—sometimes on one line, 
sometimes on two, and sometimes on three lines. 

The term is an apt descriptive term used by applicant to describe to 
customers and potential customers a winterizing service with a guarantee. 
It may be that no other oil company gives a comparable guarantee, but if 
others should do so in the future, the words GUARANTEED RADIATOR PRO- 
TECTION should be available to them to describe such guarantee in the same 
manner as, or in a similar manner to, applicant’s use of them. 

The term comprises ordinary English words used only in their 
primary sense, and it is not, on the record here, a mark identifying the 
service set forth in the application, or for anything else. 

The decision of the Examiner of Trademarks is, for the reasons stated 
herein, affirmed. 
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VIRGINIA-CAROLINA CHEMICAL CORPORATION v. 
MALDEN KNITTING MILLS, INC. 


No. 6,361 — Commissioner of Patents — July 9, 1958 


CANCELLATION PROCEDURE—APPEALS—T0O COMMISSIONER 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Petitioner, registrant of VicARA for synthetic protein fiber seeks cancellation 

of vyCASHMA for woven alpaca fabric with knitted cotton backing. Although 
petitioner’s earlier use of mark is undisputed and products of both parties reach 
the same consumer as fabrics made into outer apparel, examiner’s decision sustain- 
ing petition is reversed on the ground that marks neither sound nor look alike and 
customer confusion is unlikely. 


Cancellation proceeding by Virginia-Carolina Chemical Corporation 
v. Malden Knitting Mills, Inc., Registration No. 590,861 issued June 8, 1954. 
Registrant appeals from decision of Examiner of Interferences sustaining 
petition. Reversed. 


Mason, Fenwick & Lawrence, of Washington, D. C., for petitioner-appellee. 
Tenzer, Greenblatt, Fallon & Kaplan, of New York, N. Y., for respondent- 
appellant. 


LEEDS, Assistant Commissioner. 

A petition has been filed by Virginia-Carolina Chemical Corporation 
to cancel Principal Registration of vycasHMa issued to Malden Knitting 
Mills, Inc., for woven alpaca fabrie with knitted cotton backing, sold by 
the piece.* 

Petitioner is registrant of vicara for synthetic protein fiber,? and 
for protein fiber for use in making textile yarns and fabrics.* 

Petitioner, according to the record, makes synthetic fibers which it 
sells to converters who manufacture the fibers into yarns and thence into 
fabrics which are sold to manufacturers of sport coats, suits, sweaters, 
skirts, shirts and other outer apparel for men and women. The fibers are 
sold under the trademark vicaRa; the yarns and fabrics made from the 
fibers are identified as having been made from vicarRa fibers; and hang 
tags are furnished by petitioner to apparel manufacturers for use in con- 
nection with their apparel to inform the public that the garment is made 
of fabric made from yarn which is made from petitioner’s synthetic fibers. 
Fabrics made from petitioner’s fibers have been extensively advertised in 
nationally circulated consumer magazines, more than two million adver- 
tising dollars having been spent by petitioner since 1949. 

Respondent manufactures and sells to manufacturers of men’s and 
women’s outer apparel fabrics, one of which is a woven alpaca fabric sold 
under the trademark vycasHMA. Respondent furnishes hang tags to 
apparel manufacturers for use in connection with their apparel to inform 








1. Reg. No. 590,861, issued June 8, 1954. 
2. Reg. No. 501,832, issued Aug. 24, 1948. 
3. Reg. No. 585,809, issued Feb. 16, 1954. 
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the public that the garment is made of respondent’s fabric. Apparel made 
of respondent’s fabric has been advertised with the trademark vyCASHMA 
in nationally circulated women’s fashion magazines. 

Both parties sell their respective products to industrial users, but 
there seems to be no likelihood of confusion at that level, indeed, petitioner 
does not seem to contend that there is likelihood of confusion at that level. 

Petitioner’s earlier use of its mark is undisputed. 

The products of the parties are advertised in the same manner in the 
same magazines, and they reach the same average consumer—not in the 
form of fabrics per se, but as fabrics made into outer apparel, so the ques- 
tion presented is whether or not purchasers of apparel are likely, upon 
seeing the vYCASHMA hang tags of respondent and the vicaRa hang tags 
of petitioner, to associate the fabrics identified by the marks and assume 
that they have a common origin. The Examiner of Interferences held that 
although there are arguable differences between the marks, they are both 
eoined unitary expressions which are quite similar in both composition 
and sound and the resemblances between them considerably predominate 
over their differences. The two marks do not look alike, they do not 
sound alike, and it is not believed that the average purchaser of apparel 
would associate VYCASHMA with vICARA or think of one upon seeing the 
other, or assume that products bearing the mark came from a single source. 
Respondent’s mark is much more likely to suggest a brand of “cashmere” 
than vicARA. The commercial impressions created by the two marks are 
so distinctly different as to avoid likelihood of confusion, mistake or 
deception of purchasers. 

The decision of the Examiner of Interferences is reversed. 


GENERAL FOODS CORPORATION v. GAINES, 
doing business as ETOWAH OIL COMPANY 


No. 34,856 —Commissioner of Patents — July 10, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Application to register GAINES with picture of a dog’s head for cleaning, waxing 
and polishing household appliances is opposed by registrant of GAINES DOG MEAL 
with illustration of dog, GAINES DOG KRUNCHEON, and GAINES, all for dog food. 
Decision of the Examiner of Interferences dismissing opposition holding that 
products of parties possess nothing in common with respect to their characteristics 
and uses is reversed on the ground that opposer’s mark is so widely known in 
association with dogs that purchasers are likely to associate subconsciously appli- 
cant’s mark with opposer’s assuming that both products emanate from the same 
source, especially since products of parties are sold in same retail outlets. 


Opposition proceeding by General Foods Corporation v. James O. 
Gaines, doing business as Etowah Oil Company, application Serial No. 
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656,712 filed November 30, 1953. Opposer appeals from decision of Exam- 
iner of Interferences dismissing opposition. Reversed. 


Lester E. Waterbury, Frederick F. Mack, and Frederick H. Heck, of New 
York, N. Y., and Thomas L. Mead, Jr., and Francis C. Browne, of 
Washington, D. C., for opposer-appellant. 

Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D. C., for 
applicant-appellee. 


LeEEps, Assistant Commissioner. 

An application has been filed by James O. Gaines to register for a 
composition for use in cleaning, waxing and polishing household appliances, 
chrome, silver, bathroom fixtures and glass, the following: 


Use since September 15, 1953 is asserted. 

Registration has been opposed by General Foods Corporation, regis- 
trant of GAINES DOG MEAL, with an illustration of a bounding dog, for 
dog food ;! GAINES DOG KRUNCHEON, with an illustration of a bounding dog, 
for dog food ;? and aaINnEs for dog food.* 

The Examiner of Interferences found that since the respective prod- 
ucts of the parties possess nothing in common with respect to their essential 
characteristics, uses, or sales appeal, and they relate to distinctly different 
fields of trade, it is unlikely that the public would, merely because of the 
resemblance «f the marks, assume that the products emanate from a single 
source. 

Opposer has appealed. 

Since about 1929 opposer and its predecessor have sold a line of dog 
foods under a mark which might be termed GAINES WITH A DOG. The mark 
is a well-known mark in this country, sales having exceeded more than 
one hundred thirty-four million dollars in value since 1932, and adver- 
tising expenditures having exceeded ten million dollars since 1940. All 
modern media have been employed in advertising opposer’s products and 
a large demand has been created therefor. In newspaper, periodical and 
television advertising opposer has featured illustrations of many different 
breeds of dogs and many and varied illustrations of dog’s heads. Opposer’s 
dog foods are sold through retail food stores, general stores, feed stores, 
hardware stores, drug stores and pet supply stores, it being estimated that 
at least ninety percent of the chain food stores and more than a third 
of the independent food stores in the nation have sold opposer’s product 
since 1950. 

1. Reg. No. 397.187, issued to a predecessor on Aug. 25, 1942. 


2. Reg. No. 398.588, issued to a predecessor on Nov. 10, 1942. 
3. Reg. No. 546,067, issued July 31, 1951. 
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Applicant presented no evidence, and no reason appears for his having 
adopted and used the illustration of the head of a dog in conjunction with 
the word GAINES. Obviously, there is nothing about applicant’s product or 
the use of the product, which would suggest a dog. 

It is common knowledge that cleaners such as applicant’s are ordinarily 
sold through retail food stores, general stores, hardware stores and drug 
stores. 

The average purchasers of the products of the parties are likely to 
be the same, namely, the homemaker and the man-of-the-house; and the 
psychological mood, as well as other circumstances surrounding the pur- 
chase of both products, are likely to be substantially the same. 

It seems unlikely that applicant was unfamiliar with opposer’s mark 
at the time he selected his mark. 

It is true, as the Examiner of Interferences said, that the products 
of the parties possess nothing in common with respect to their essential 
characteristics or uses; but opposer’s mark GAINES WITH A DOG is so widely 
known in association with dogs—not only because it is used on dog foods, 
but also because it has been so highly advertised and publicized with pic- 
tures and illustrations of dogs—that purchasers, buying in the usual trade 
outlets where the products of both parties are sold and under the usual 
conditions and circumstances surrounding the purchase of such products, 
are likely to associate subconsciously applicant’s mark with opposer’s and 
to purchase applicant’s product on the strength of the reputation of 
opposer’s products. In other words, there is likely to be a subconscious 
assumption either that the products have a common origin or they come 
from producers which are in some way associated or connected with each 
other. This is a kind of confusion at which Section 2(d) of the statute is 
directed. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 


THE VISKING CORPORATION (UNION CARBIDE 
CORPORATION, assignee, substituted) 
v. BOURNE MILLS 


No. 33,744 — Commissioner of Patents — July 10, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register OPAQUEEN for lightproof cotton sateen fabrics is opposed 
by registrant of VISQUEEN and VIS QUEEN for plastic film. Marks are not likely to 
be confused by purchasers since the goods are different in their uses, and marks 
neither sound nor look alike, and opposition is dismissed. 


Opposition proceeding by The Visking Corporation (Union Carbide 
Corporation, assignee, substituted) v. Bourne Mills, application Serial No. 
649,686 filed July 2, 1953. Applicant appeals from decision of Examiner 
of Interferences sustaining opposition. Reversed. 
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Victor D. Broman, of New York, N. Y., and Harold T. Stowell, of Wash- 
ington, D. C., for opposer-appellee. 
Arnold C. Rood, of Boston, Massachusetts, for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed by Bourne Mills to register OPAQUEEN 
for lightproof cotton sateen fabrics, use since April 15, 1953 being asserted. 

Registration has been opposed by The Visking Corporation, prede- 
cessor of Union Carbide Corporation, registrant of VISQUEEN’ and VIS 
QUEEN? for plastic film. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer has used vISQUEEN in block letters since 
1946, and VIS QUEEN in logotype since 1948, on polyethylene film which 
has been sold throughout the United States and in many foreign countries. 
Since 1947, opposer has sold its polyethylene film to textile converters who 
have made it into curtains, draperies, tablecloths, aprons, garment bags, 
closet accessories, and other household articles. Opposer furnishes to such 
converters labels bearing the phrase “Made of vISQUEEN” for use on pack- 
ages for the products, or electrotypes for imprinting said phrase upon the 
finished items. Household articles, including curtains and draperies, made 
from opposer’s VISQUEEN film are advertised nationally in “Good House- 
keeping” magazine and in trade periodicals such as “Merchants Trade 
Journal,” “Chain Store Age,” “Linens & Domestics,” and “Notion & Novelty 
Review,” and the products are sold to consumers generally through neigh- 
borhood stores and in the curtain and drapery departments of department 
stores. Opposer also advertises its polyethylene file extensively in pack- 
aging, fruit and vegetable growers’, textile, and similar trade periodicals. 

Applicant’s product is, as shown by the record, a cotton sateen fabric, 
the reverse side of which is thinly coated with plastic to make it lightproof. 
When the fabric is employed as a lining for draperies, the plastic-coated 
surface faces the back side of the drapery fabric and is invisible in the 
finished drapery. Since 1953, applicant has marketed nationwide the 
fabric drapery lining under the mark OPAQUEEN. 

The record does not disclose applicant’s marketing methods, nor does 
it show who the average purchasers are. It is assumed, however, that its 
fabric is sold by the piece to drapery manufacturers and in the fabric 
departments of department stores to individual consumers who purchase 
it for use in making their own draperies. Also, it is logical to assume that 
applicant’s product, incorporated as the lining of finished draperies, reaches 
ultimate purchasers of draperies in the drapery departments of department 
stores. 





1. Reg. No. 503,347, issued Oct. 26, 1948, and Reg. No. 522,551, issued Mar. ; 
1950. 

2. Reg. No. 540,794, issued Apr. 10, 1951, and Reg. No. 519,328, issued Dec. ‘ 
1949. 
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The record does not disclose any facts concerning advertising by 
applicant. 

From the foregoing it is seen that the products of both parties prob- 
ably are sold to manufacturers of draperies—opposer’s for making plastic 
curtains and draperies and applicant’s for lining fabric draperies; but the 
differences in goods, coupled with the differences in marks, are such that 
there is no likelihood of confusion at the manufacturers’ level. 

The average ultimate purchasers of draperies made of opposer’s film 
and those lined with applicant’s lightproof fabric are likely to be the 
same, but such purchasers do not buy either vISQUEEN draperies or OPAQUEEN 
draperies. They buy plastic draperies made of vISQUEEN film on the one 
hand, and draperies lined with OPAQUEEN fabric on the other. 

Opposer’s fact stipulation shows that it has used the word “opaque” 
in connection with its vISQUEEN film, and it introduced two exhibits in sup- 
port of the fact. The exhibits are trade catalogs describing various char- 
acteristics and qualities of vis QUEEN film, among them the variety of 
colors available, as follows: “Metallic tones, soft shades, bright hues, 
opaques and many others can be compounded for special orders.” It is 
not likely that such use has made any lasting impression upon readers. 
Moreover, it is doubtful that purchasers of opposer’s product analyze marks 
to the extent that they will see the word “opaque” in applicant’s mark. 

Considering the differences in goods, the differences in their uses, and 
the differences in probable presentation of the marks to ultimate purchasers, 
the words VISQUEEN (VIS QUEEN) and OPAQUEEN do not look alike, they 
do not sound alike, and they do not create similar commercial impressions. 
There are no facts in the record which will support a finding of probable 
purchaser confusion. 

The decision of the Examiner of Interferences is reversed. 


THE FRONTIER REFINING COMPANY v. FRONTIER OIL 
REFINING CORPORATION (ASHLAND OIL & REFINING 
COMPANY, assignee, substituted); ASHLAND OIL & 
REFINING COMPANY v. THE FRONTIER 
REFINING COMPANY 


Nos. 178 and 200 — Commissioner of Patents — July 11, 1958 


REGISTRABILITY—CONCURRENT MARKS 

Two applications for concurrent use are filed for the same mark FRONTIER; 
one is used by Frontier on gasoline and displayed in a circle with illustration and 
mark is sought to be registered in a number of states. FRONTIER, displayed in block 
letters is registered for motor lubricating oil and registration is sought for gaso- 
line, kerosene, fuel oil, and fuel oil for jet engines by Ashland for several states, 
other than those of the other party. 

Record shows that Frontier has used mark on gasoline in eleven western states, 
and Ashland, first user of mark is confined to eastern states for use on gasoline 
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and lubricating oils. Frontier is therefore entitled to registration in western states 
and Ashland’s registration is to exclude these states. 
EFFECT OF REGISTRATION—IN GENERAL 
Registration is prima facie evidence of ownership of mark, validity of registra- 
tion and exclusive right to use mark subject only to intervening rights, if any, 
of others. 


Concurrent Use Proceeding No. 178 between Frontier Oil Refining 
Corporation (Ashland Oil & Refining Company, assignee, substituted), 
Registration No. 505,692, issued Jan. 18, 1949, and The Frontier Refining 
Company, application, Serial No. 620,884, filed Nov. 5, 1951. 

Concurrent Use Proceeding No. 200 between The Frontier Refining 
Company, application, Serial No. 620,884, filed Nov. 5, 1951, and Ashland 
Ou & Refining Company, application, Serial No. 11,051, filed June 27, 1956. 

The Frontier Refining Company appeals from decisions of Examiner 
of Interferences for The Frontier Refining Company in part and Ashland 
Oil & Refining Company in part. Modified. 

P. H. Mallinckrodt and Philip A. Mallinckrodt, of Salt Lake City, Utah, 
for The Frontier Refining Company. 

John 8S. Powers, of Buffalo, New York, for Ashland Oil & Refining Com- 
pany. 

LEEpDs, Assistant Commissioner. 

Two concurrent use proceedings have been instituted between an 
application filed by The Frontier Refining Company’ (hereafter called 
Frontier) with (a) a registration owned by Ashland Oil and Refining 
Company’ (hereafter called Ashland), and (b) an application filed by 
Ashland.’ 

Frontier’s mark is used on gasoline and diesel fuel, and is displayed 
as follows: 








Ashland’s mark is FRONTIER displayed in ordinary block letters. The 
mark is registered for motor lubricating oil, and registration is sought for 
gasoline, kerosene, naphtha, fuel oil and fuel oil for jet engines. 

Frontier’s use dates from July 1, 1940, and the area for which regis- 
tration is sought comprises the States of Wyoming, Colorado, Nebraska, 





1. S.N. 620,884, filed Nov. 5, 1951. 
2. Reg. No. 505,692, issued to a predecessor on Jan. 18, 1949. 
3. S.N. 11,051, filed June 27, 1956. 
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Utah, South Dakota, Nevada, Idaho, Kansas, Montana, lowa and New 
Mexico. 

Ashland’s use dates from 1938. Its registration for lubricating oil is 
unrestricted, and it seeks registration of FRONTIER for the States of New 
York, Pennsylvania, Ohio and New Jersey.* 

The Examiner of Interferences held that Frontier is entitled to a 
concurrent registration for all States set forth in its application, except 
Iowa and New Mexico in which it had failed to prove use prior to the filing 
date of the application which matured into Ashland’s registration for 
lubricating oil. He also held that Ashland’s registration should be restricted 
by excluding from its coverage the States for which Frontier was entitled 
to a registration; and that Ashland, having failed to prove use of its mark 
in Ohio and New Jersey on the goods set forth in its application, was 
entitled to concurrent registration only for the States of New York and 
Pennsylvania and for commerce between the United States and Canada. 

Frontier has appealed. 

The Examiner of Interferences has correctly found, on the basis of 
the facts presented by the parties, that each is entitled to territorially 
restricted registration. The only question for determination on this appeal 
is the proper definition of territorial rights to be reflected by the registra- 
tions. The Examiner of Interferences, citing Ex parte Chadbourn Hosiery 
Mills, Inc., 107 USPQ 12 (45 TMR 1386) (Com’r., 1955), stated: 


“Concurrent registrations may issue only where the proofs show 
the existence of substantial rights as a result of continuous use of the 
mark, and it must be made affirmatively to appear that the party 
seeking such registration has made use of his mark in each of the 
States claimed since prior to any of the filing dates of the applications 
involved.” 


The Chadbourn case does not stand for such a broad proposition. In 
that case, the later user filed first. The Patent Office erroneously issued a 
registration to the later user for the entire United States, excepting only 
the nine States in which the prior user showed such prior use. On the 
basis of the fact that the later user was not entitled to registration broader 
than the rights it could establish prior to its filing date in view of the earlier 
user, Chadbourn was required to make a certain showing. No such state 
of facts exists in the present case. 

Ashland, through its predecessor, is the earlier user of FRONTIER in 
connection with gasoline and other engine fuel oil products, and it is 
registrant of the mark for motor lubricating oil. The registration is prima 
facie evidence of Ashland’s ownership of the mark, validity of the regis- 
tration, and its exclusive right to use the mark on motor lubricating oil 





4. After the decision of the Examiner of Interferences authorizing registration for 
the States of New York and Pennsylvania only, Ashland submitted an amendment to 
conform to the decision, but the amendment has not been entered. 
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subject only to intervening rights, if any, of others, specifically Frontier. 
Frontier asserts no rights to its mark in connection with motor lubricating 
oil. In view of the relationship between motor lubricating oil and engine 
fuel oil products and in view of Ashland’s earlier use of FRONTIER on fuel 
oil products (gasoline and kerosene) a presumption of its exclusive right 
to use the mark on such fuel oil products is created, subject only to inter- 
vening rights of others, specifically Frontier. It now becomes necessary 
to see where the later user, Frontier, has used its mark and created rights 
adverse to Ashland’s. To put it another way, the question is: What terri- 
tory has Frontier “carved out” of Ashland’s nationwide right to exclusive 
use Of FRONTIER by its long use of its own mark, which includes FRONTIER 
as the predominant part? 

The record shows that Frontier has, for a long period of time, used its 
mark in the States of Wyoming, Colorado, Nebraska, Utah, South Dakota, 
Nevada, Idaho, Kansas, Montana, Iowa and New Mexico. It is true, as the 
examiner found, that Frontier did not prove use of its mark in Iowa and 
New Mexico prior to April 5, 1948, the date Ashland’s predecessor filed 
the application to register FRONTIER for motor lubricating oil, but it did 
establish use of its mark in commerce prior to such filing date, and it 
proved use in Iowa and New Mexico prior to the date Ashland filed its 
application to register FRONTIER for engine fuel oil products. 

Under the facts and circumstances appearing here, Frontier is entitled 
to concurrent registration of its mark for the States of Wyoming, Colorado, 
Nebraska, Utah, South Dakota, Nevada, Idaho, Kansas, Montana, Iowa 
and New Mexico; Ashland is entitled to concurrent registration of its mark 
restricted only by exclusion of the States for which Frontier is entitled to 
registration ; and Ashland’s Reg. No. 505,692 will be restricted by excluding 
from its coverage those States in which Frontier has established registrable 
rights in its mark. 

The decision of the Examiner of Interferences is modified in accord- 
ance herewith. 


EX PARTE KNOMARK MANUFACTURING CO., INC. 


Commissioner of Patents — July 11, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRABILITY—DISCLAIMERS 
Applicant seeks to register ESQUIRE CUSTOM FINISH for shoe dressing. Phrase 
can be registered only if the words CUSTOM FINISH are disclaimed which have a 
descriptive significance in connection with the goods. 


Application for trademark registration by Knomark Manufacturing 
Co., Inc., Serial No. 699,507 filed December 6, 1955. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Barnett & Barnett, of New York, N. Y., for applicant. 
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FEDERICO, Examiner in Chief. 

Applicant has appealed from the final rejection of the Examiner of 
Trademarks refusing to register the mark shown in the absence of a dis- 
claimer of certain words therein. 

Appellant seeks to register the phrase ESQUIRE CUSTOM FINISH as a 
trademark for “shoe dressing.” The specimens accompanying the applica- 
tion are labels which show these words, written in three lines, beneath the 
picture of a workman finishing leather. Under these words, in smaller 
type, is the expression “Cleans, Refinishes Shoes, Buffs to a high Gloss.” 

The examiner’s position is to the effect that the words “custom finish” 
are descriptive when used in connection with the goods and that hence 
under Section 6 of the Trademark Act (15 U.S.C. 1056) the mark cannot 
be registered on the Principal Register in the absence of a disclaimer of 
these words. 

There is no doubt in my mind that the words cUSTOM FINISH would 
not be registrable in connection with the particular goods. The word 
FINISH, aS @ noun, is conventionally used to denote a composition for 
coating a surface or the coated or finished surface and in this connection 
the word practically amounts to a name for the goods. Appellant appar- 
ently concedes this, as a disclaimer has been proposed of this word only. 
However, the word custom when used in the context in which appellant 
uses it also has a descriptive significance in connection with the goods. This 
word, as an adjective, is commonly used in reference to goods or services 
to indicate that they have been made or done to order. See for example the 
definition in Webster’s New International Dictionary, second edition: 
“1. Made or done to order; as, custom clothes. 2. Dealing in things made 
to order, or doing work only when it is ordered; as, a custom shoemaker; a 
custom mill.” Appellant has indicated in the record that “The term 
‘custom finish’ when applied to furniture has come to mean a finish which 
is made to order.” This would be but a usage of the two words according 
to their accepted meanings. The word “custom” is also commonly used 
with reference to ready made articles to indicate that they have the high 
quality of articles made to order, having the same fine quality etc., com- 
monly reputed to be the property of custom made goods. See for example 
Webster’s New World Dictionary of the English Language (1951), which 
gives the following definitions: “1. Made to order; sometimes loosely said 
of a ready-made article regarded as resembling one made to order, extra 
fine, etc. 2. Making things to order, or dealing in things made to order.” 
As indicated by the examiner the word ESQUIRE would normally be taken 
as the trademark for the goods and the other words on the label as describ- 
ing or indicating qualities of the goods. Under the statute, the phrase 
sought to be registered cannot be registered on the Principal Register 
unless there is a disclaimer of the words in question. See Jn re Hercules 
Fasteners, Inc., 97 USPQ 355 (48 TMR 962) (CCPA). Appellant’s argu- 
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ments, as well as the affidavit of record, have been considered but they are 
not persuasive. 
The decision of the examiner is affirmed. 


McCALLUM-LEGAZ FISH COMPANY, INC. v. 
THE FROZEN FOOD FORUM INC. 


No. 35,454 — Commissioner of Patents — July 11, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register FROSTY SEAS for variety of frozen sea food products is 
opposed by registrant of SEAFROST for frozen salmon and halibut and steaks and 
fillets therefrom. Applicant uses FROSTY ACRES on frozen vegetables, influencing 
selection of mark applied for. 
Applicant’s and opposer’s mark do not look or sound alike and it is held that 
purchaser’s confusion is unlikely. 


Opposition proceeding by McCallum-Legaz Fish Company, Inc. v. 
The Frozen Food Forum Inc., application Serial No. 670,735 filed July 28, 
1954. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Reversed. 


Melvin A. Brandt, of Chicago, Illinois, for opposer-appellee. 
Arnall, Golden & Gregory and Julius R. Lunsford, Jr., of Atlanta, Georgia, 
for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed by The Frozen Food Forum Ine., to 
register FROSTY SEAS for a variety of frozen sea food products, including 
deviled crabs, fish sticks, fantail shrimp, skinless haddock, cod, flounder, 
ocean perch and ocean catfish, use since June 25, 1954 being asserted. 

Registration has been opposed by McCallum-Legaz Fish Company, 
Inc., registrant of SEAFRosT for frozen salmon and halibut,’ and for frozen 
whole halibut, whole salmon, and steaks and fillets therefrom.’ 

The Examiner of Interferences sustained the opposition and applicant 
has appealed. 

Opposer’s record consists of a copy of its registration, which is, under 
the statute, prima facie evidence of opposer’s ownership of the mark shown 
therein, validity of the registration, and opposer’s exclusive right to use 
the mark on the goods set forth in the registration. 

It appears from testimony taken on behalf of applicant that it has 
used FROSTY ACRES as a trademark for its frozen vegetables, and in selecting 
a mark for its frozen sea food products it sought a brand which would “be 
related” to its earlier brand. FROSTY SEAS was selected. The mark presented 
for registration has been used since June of 1954. 





1. Reg. No. 333,390, issued Mar. 17, 1936, published in accordance with Sec. 12(a) 
on June 5, 1951. 
2. Reg. No. 570,968, issued Feb. 24, 1953. 
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The products of the parties are of a nature which logically could 
come from a single source, so the only question is whether or not applicant’s 
mark FROSTY SEAS so resembles SEAFROST, previously registered to opposer 
as to be likely to cause confusion, mistake or deception. 

The Examiner of Interferences reasoned that “applicant’s mark 
FROSTY SEAS in its essentials amounts to little more than a mere reversal 
in position of the terms ‘sea’ and ‘frost’ which comprise the opposer’s 
mark” and concluded that “the resulting differences between the marks are 
quite insufficient to enable their contemporaneous use” without a likelihood 
of confusion. 

Applicant’s mark appears to be considerably more than a mere reversal 
of the terms “sea” and “frost” in that FRosTY sEAs stimulates an association 
with cold sea water, whereas SEAFROST stimulates an association with white 
frost crystals. Applicant’s mark does not look like opposer’s; it does not 
sound like opposer’s; and it stimulates a quite different mental association 
than opposer’s, thereby creating a different commercial impression. Under 
the circumstances of this case, it is concluded that there is no likelihood of 
purchaser confusion. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


MINNEAPOLIS-MOLINE COMPANY v. HARVESTAIRE, INC. 
No. 36,154 — Commissioner of Patents — July 11, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application to register HARVESTAIRE superimposed on large “H” in a disk for 
harvesters and parts therefor is opposed by registrant of THE HARVESTOR for agri- 
cultural combines. 

Products of both parties are expensive and not carelessly purchased and identity 
and reputation are of great importance to buyers, and since mark applied for is 
applicant’s corporate name it is unlikely that purchasers will be confused. Decision 
of Examiner of Interferences dismissing opposition is affirmed. 


Opposition proceeding by Minneapolis-Moline Company v. Harvestaire, 
Inc., application Serial No. 692,600 filed August 8, 1955. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Andrew E. Carlsen and Douglas L. Carlsen, of Minneapolis, Minnesota, for 
opposer-appellant. 
Gardiner & Zimmerman, of Oakland, California, for applicant-appellee. 


LEeps, Assistant Commissioner. 

An application has been filed by Harvestaire, Inc., to register as a 
trademark for harvesters and parts therefor, including material separating 
apparatus, the following: 
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Use since May 30, 1955 is asserted. 

Registration has been opposed by Minneapolis-Moline Company, regis- 
trant of THE HARVESTOR for agricultural combines.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer is engaged in the manufacture of farm 
machinery, including harvesters, tractors, combines and the like, and it has, 
since 1934, used THE HARVESTOR and HARVESTOR interchangeably on its com- 
bines. Opposer has asserted in its pleading that while the machines in 
connection with which it uses THE HARVESTOR and HARVESTOR are commonly 
referred to as “combines,” they are in fact “harvesters.” It thus appears 
that HARVESTOR is a slight misspelling of the common name of the machine. 

Harvesters, according to the record, cost somewhere between two and 
seven thousand dollars each. 

Opposer uses its MM mark (with MINNEAPOLIS-MOLINE superimposed 
upon, and MODERN MACHINERY disposed beneath) to identify and distinguish 
its line of farm machinery. 

The identifying word of applicant’s corporate name is HARVESTAIRE. 
It has superimposed that identifying word upon a somewhat stylized “h” 
enclosed within a disk to make the composite mark presented for regis- 
tration. 

There is no question but that the harvesters upon which opposer uses 
HARVESTOR and applicant uses its mark are substantially identical, and it 
may be assumed that the price range of applicant’s harvesters is substan- 
tially the same as opposer’s, i.e., two to seven thousand dollars each. 

It is common knowledge that items costing from two to seven thousand 
dollars each are not impulsively or carelessly purchased ; and in purchasing 
machines of the nature of those involved here the identity and reputation 
of the manufacturer are of great importance to the buyer. 

The facts of this case lead to the conclusion that the composite mark 
presented by applicant for registration does not so resemble THE HARVESTORS, 
previously registered to, or HARVESTOR, previously used by, opposer, as to 
be likely, when applied to harvesters, to cause confusion, mistake or decep- 
tion of purchasers. 

The decision of the Examiner of Interferences is affirmed. 





1. Reg. No. 503,602, issued Nov. 2, 1948. 
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BEACON LOOMS INC. v. CELANESE CORPORATION 
OF AMERICA 


No. 34,428 — Commissioner of Patents — July 14, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TRYLAN for yarns is not confusingly similar to TRULON for window curtains 
and curtain fabrics, since they create differing commercial impressions with only 
slight resemblance in sound and appearance. 


Opposition proceeding by Beacon Looms Inc. v. Celanese Corporation 
of America, application Serial No. 671,019, filed August 3, 1954. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Eric Y. Munson, of New York, N. Y., for opposer-appellant. 
Felix Klass and Abner Sheffer, of New York, N. Y., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Celanese Corporation of America to 
register TRYLAN for yarns, use since January 26, 1954 being asserted. 

Registration has been opposed by Beacon Looms, Inc., registrant of 
TRULON for window curtains and curtain fabrics in the piece.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s products are curtain fabrics and curtains. Applicant’s 
product is yarns. There is no question of earlier use, since opposer’s clearly 
antedates applicant’s by some three years. 

Although the average purchasers of yarns and curtain fabrics or fabric 
curtains are not ordinarily the same, there is, however, a well-known prac- 
tice in the textile industry whereby fiber and yarn manufacturers furnish 
to converters and manufacturers of finished textile articles hang tags for 
their use in aiding ultimate purchasers in identifying the source of the 
fiber or yarn employed in the textile fabric. Trademarks identifying yarns 
are thus likely to become known to ultimate purchasers of finished textile 
items such as curtains. If applicant follows the aforementioned practice 
in connection with its marks, the same ultimate purchasers may become 
familiar with its mark as one identifying fabrics made from applicant’s 
yarns. 

There is left for consideration only the question of the resemblance of 
the marks. TRYLAN bears only a slight resemblance to TRULON in appearance 
and sound; and being prefixed by “try” and “tru,” respectively, they do 
not create similar commercial impressions. 

The Examiner of Interferences correctly held that there is no likelihood 
of purchaser confusion, and his decision is affirmed. 








1. Reg. No. 560,913, issued July 1, 1952, 
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GENERAL SHOE CORPORATION v. EAGLE CLOTHES, INC. 
No. 35,357 — Commissioner of Patents — July 14, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register HOLIDAY for men’s coats, topcoats and suits is refused 
as likely to be confused with registrant’s use of HOLIDAY for rubber boots and shoes. 


Opposition proceeding by General Shoe Corporation v. Eagle Clothes, 
Inc., application Serial No. 651,222, filed August 3, 1953. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Reversed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D.C., and Ernest 
P. Rogers, of Atlanta, Georgia, for opposer-appellant. 
Henry Ruhl, of New York, N. Y., for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed by Eagle Clothes, Inc., to register HOLIDAY 
for men’s coats, topcoats and suits, use since July 15, 1953 being asserted. 

Registration has been opposed by General Shoe Corporation, registrant 
of HoLIDAY for rubber boots and shoes,’ and for men’s, women’s and chil- 
dren’s shoes made of leather, fabric and combinations thereof.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of the pleadings, copies of opposer’s registrations, 
and applicant’s application. 

Records of the Patent Office contain ninety existing registrations of 
HOLIDAY in thirty-seven different classes, fifty-three of which are for the 
word alone and thirty-seven of which show HOLIDAY predominating over 
other matter, thus indicating that it is in no sense an unusual word to be 
adopted as a trademark. This indication coupled with facts which are 
common knowledge lead away from a conclusion that there is any likelihood 
of confusion. Under the language of the Court of Customs and Patent 
Appeals, however, in General Shoe Corporation v. Lerner Bros. Mfg. Co., 
Inc., 117 USPQ 281 (48 TMR 1001) (1958), it must be held that confusion 
is likely, and the opposition must be sustained. 

The decision of the Examiner of Interferences is reversed. 





1. Reg. No. 91,874, issued to a predecessor on June 3, 1913, renewed the second 
time by opposer. 
2. Reg. No. 529,488, issued Aug. 22, 1950. 
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HALSEY DRUG COMPANY, INC. v. 


BLUE CREST PRODUCTS CO. 
No. 35,383 — Commissioner of Patents — July 14, 1958 
REG{STRABILITY—CONFUSINGLY SIMILAR MARKS 
BLUE CREST and shield design for vitamin preparations is not confusingly similar 
to BLUE CROSS and representation of a cross for mineral oil proprietary products and 
pharmaceutical ingredients, since they differ in sound, appearance and commercial 


significance. 


Opposition proceeding by Halsey Drug Company, Inc. v. Blue Crest 
Products Co., application Serial No. 684,526, filed March 30, 1955. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 


Affirmed. 


Melvin A. Brandt, of Chicago, Illinois, for opposer-appellant. 
Robert M. McManigal, of Los Angeles, California, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Blue Crest Products Co. to register 
BLUE CREST, with a shield having the letters Bc disposed thereon and topped 
by a coronet, for vitamin preparations and a multiple vitamin and mineral 
preparation, use since March 16, 1955 being asserted. 

Registration has been opposed by Halsey Drug Company, Inc., regis- 
trant of BLUE CROSS, above a representation of a cross, for mineral oils, 
cod liver oils, mouthwash and similar proprietary products, ingredients 
for compounding pharmaceutical products, cream of tartar, bicarbonate of 
soda, and roach powder.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer introduced only a copy of its registration. 

It is apparent that the products of the parties are not identical in 
any respect. It is likewise true that the marks are not identical. The 
differences in sound, appearance and commercial impression, when coupled 
with the differences in goods, lead to a conclusion that there is no likelihood 
of purchaser confusion. 

The decision of the Examiner of Interferences is affirmed. 





1. Reg. No. 364,375, issued Jan. 31, 1931, published in accordance with Sec. 12(c) 
on Mar. 25, 1952. 
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DURO-TEST CORPORATION v. VERD-A-RAY CORPORATION 
No. 34,417 — Commissioner of Patents — July 16, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DURATED LIGHTING and design for electric lamps is not confusingly similar to 
DURO TEST or DUREX for incandescent and fluorescent lamps, since the marks do not 
look alike, sound alike nor create similar commercial impressions. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Third party registrations which include DURO and DURA are of no help in 
determining confusion between applicant’s mark and opposer’s. 


Opposition proceeding by Duro-Test Corporation v. Verd-A-Ray Cor- 
poration, application Serial No. 669,588, filed July 7, 1954. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Darby & Darby, of New York, N. Y., for opposer-appellant. 
Owen & Owen, of Toledo, Ohio, for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Verd-A-Ray Corporation to register 
the words DURATED LIGHTING disposed upon a large letter “V” for electric 
lamps, use since January 15, 1954 being asserted. 

Registration has been opposed by Duro-Test Corporation, registrant 
of DURO TEsT, alone and as the dominant feature of various composite marks, 
for incandescent and fluorescent lamps,’ lamp fixtures and accessories,” 
and infra-red ray lamps,’ and of pUREx for incandescent and fluorescent 
lamps.* 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it has used the trademark puro Test for 
its incandescent and fluorescent lamps, lamp fixtures and accessories, and 
parts therefor for many years, and it has used the trademark DUREX for 
such lamps since long before applicant adopted its mark. Opposer’s prod- 
ucts are sold by its own sales personnel directly to public, commercial, and 
industrial purchasers. Sales under the marks are made throughout the 
United States and in foreign countries; and opposer advertises its products 
extensively in consumer and trade periodicals and by direct mail. 
Opposer’s record shows that it enjoys a valuable business good will symbol- 
ized by its marks. 

Applicant introduced into the record a number of registrations of 
marks embodying puro and pura, fourteen of which were registered for 


1. Reg. No. 296,374, issued Aug. 2, 1932, renewed, published in accordance with 
Sec. 12(c) on Aug. 9, 1952; Reg. No. 419,348, issued Feb. 12, 1946; Reg. No. 422,755, 
issued Aug. 13, 1946; Reg. No. 428,979, issued Apr. 15, 1947; Reg. No. 429,789, issued 
May 20, 1947; and Reg. No. 520,004, issued Jan. 17, 1950. 

2. Reg. No. 412,701, issued Mar. 20, 1945. 

3. Reg. No. 541,884, issued May 8, 1951. 

4. Reg. No. 414,559, issued June 12, 1945; and Reg. No. 557,393, issued Apr. 8, 
1952. 
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various electrical items, but these registrations are not helpful in arriving 
at a conclusion as to likelihood of confusion resulting from the resemblance 
of applicant’s mark to opposer’s. 

It is clear from the record that opposer is the earlier user of its marks 
by many years and that the products of the parties are in large part 
competitive. This leaves only the question of whether or not purchasers of 
incandescent and fluorescent lamps, buying under the conditions and cir- 
cumstances generally prevailing in the trade, are likely, because of the 
resemblance of applicant’s mark to opposer’s marks, to assume that the 
lamps have a common origin. The answer is in the negative. 

Opposer’s marks are DURO TEST and DUREX. Applicant’s mark creates 
an impression of V DURATED LIGHTING. 

The marks do not look alike; they do not sound alike; and they create 
distinctly different commercial impressions. 

The Examiner of Interferences correctly dismissed the opposition, and 
his decision is affirmed. 


SLEEPY TIME TOGS INC. v. LAZY-TIME TOGS, INC. 
No. 35,282 — Commissioner of Patents — July 16, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register LAZY-TIME ToGS for misses’ and children’s house- 
coats and robes and is opposed by the registrant of SLEEPY TIME and HAPPY TIME 
for loungewear. Evidence shows that the goods are similar and sold through the 
same trade channels. Registration is granted in view of the different psychological 
reaction created by the terms “sleepy,” “happy” and “lazy.” Confusion is not 
deemed likely between LAZY-TIME and SLEEPY TIME. Opposition dismissed. 


Opposition proceeding by Sleepy Time Togs Inc. v. Lazy-Time Togs, 
Inc., application Serial No. 678,919, filed December 24, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Morton Amster, of New York, N. Y., for opposer-appellee. 
Armand E. Lackenbach, of New York, N. Y., for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed by Lazy-Time Togs, Inc., to register 
LAZY-TIME TOGs for misses’ and children’s dusters, housecoats, coveralls and 
robes, use since August 20, 1954 being asserted. tToas is, of course, dis- 
claimed. 

Registration has been opposed by Sleepy Time Togs Inc., registrant of 
SLEEPY TIME for lounging suits, beach jackets and robes for children.’ 
Opposer also pleaded prior use of HAPPY TIME for misses’ and children’s 


loungewear. 


1. Reg. No. 610,456, issued Aug. 9, 1955. 
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The Examiner of Interferences sustained the opposition, holding prob- 
able purchaser confusion between LAZY-TIME TOGS and SLEEPY TIME. Appli- 
cant has appealed. 

A stipulation of facts on behalf of the parties was submitted in lieu 
of testimony. It appears from the stipulation that opposer is a manufac- 
turer of clothing, including misses’ and children’s loungewear, and that 
since 1947 it has used the trademarks SLEEPY TIME and HAPPY TIME to 
identify such clothing. 

Applicant is, according to the stipulation, a manufacturer of misses’ 
and children’s loungewear, including dusters, housecoats, coveralls and 
robes, and since 1954 it has used the trademark LAZY-TIME |LAZY TIME ToOGS], 
to identify such loungewear. 

The stipulation recites that the goods of the parties are similar and 
are sold through substantially the same trade channels. 

The exhibits attached to the stipulation are labels used by the parties, 
and they show SLEEPY TIME TOGS, HAPPY TIME TOGS and LAZY-TIME TOGS. 

It appears from the proceedings herein that opposer failed to file a 
brief before the Examiner of Interferences within the time prescribed by 
rule, and on consideration of the case on the pleadings and stipulated 
facts, the Examiner of Interferences held that upon the record submitted 
he was not persuaded that the applicant was not entitled to the registra- 
tion sought. Four days later a stipulation signed by the attorneys for the 
parties “extended” the time within which opposer was permitted to file a 
brief. Thereupon the Examiner of Interferences vacated his decision, and 
some sixteen days later opposer filed its brief. At that point, the case 
should have been treated as if on reconsideration, but instead, it was con- 
sidered anew—though on the identical record—by another Examiner of 
Interferences who sustained the opposition. It is this latter decision from 
which appeal has been taken. 

Since it does not appear from the record that opposer has so used 
and advertised its two marks together that there is, or is likely to be, 
consumer recognition of the two as identifying products from a single 
producer, the marks must be considered separately in evaluating the 
resemblances between applicant’s and opposer’s marks. 

Both Examiners of Interferences held that LAzy-TIME TOGs does not 
so resemble HAPPY TIME as to be reasonably likely to cause confusion of 
purchasers. 

The second Examiner of Interferences held that SLEEPY TIME and 
LAZY-TIME are “unitary terms which are similar in connotation as applied 
to the goods of the parties”; and it was his opinion that “this similarity in 
connotation, especially where both parties use these terms in conjunction 
with the word Togs, when considered in the light of the sometimes faulty 
recollection of purchasers buying the items of apparel under ordinary con- 
ditions surrounding their purchase, is likely to result in confusion or 
mistake in the minds of purchasers.” 
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I find it impossible to reconcile the two holdings. It seems to me that 
the resemblance in sound, appearance and connotation between SLEEPY 
TIME and LAZY-TIME TOGs is as great as, but no greater than, that which 
exists between HAPPY TIME and LAZY-TIME TOGS; and the observations con- 
cerning conditions of purchase, faulty recollection, and similarity of con- 
notation, if applicable to SLEEPY TIME, are equally applicable to HAPPY TIME. 

“Sleepy,” “happy” and “lazy” are ordinary English words which 
create three distinctly different psychological reactions. Those reactions are 
not lost when the words are coupled with the ordinary English word “time.” 
The impression created by LAZY-TIME TOGs is believed to be sufficiently 
different from that created by SLEEPY TIME and by HAPPY TIME to avoid 
likelihood of purchaser confusion, mistake or deception. 

With reference to HAPPY TIME, the decision of the Examiner of Inter- 
ferences is affirmed, and with reference to SLEEPY TIME, his decision is re- 
versed. The opposition is dismissed. 


WEIL v. LIBERTY HOSIERY MILLS, INC. 
No. 35,638 — Commissioner of Patents — July 17, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register SUGAR ’N SPICE is opposed by registrant of SUGAR-N-SPICE 
for identical goods. The marks are confusingly similar and opposition is affirmed. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Where documentary evidence of opposer’s use is lacking for a period immediately 
prior to applicant’s use, the oral testimony must be examined with care to see that 
it is definite and consistent. Oral testimony shows substantial sales throughout the 
period in question, and therefore opposer’s rights are shown to be superior. 


Opposition proceeding by Edward A. Weil v. Liberty Hosiery Mills, 
Inc., application Serial No. 685,380, filed April 12, 1955. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Affirmed. 


Owen J. Ooms and Jack E. Dominik, of Chicago, [llinois, for opposer- 
appellee. 
Munson H. Lane, of Washington, D.C., for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Liberty Hosiery Mills, Inc., to register 
SUGAR ’N SPICE, for ladies’ hosiery, use since March 26, 1955 being asserted. 

Registration has been opposed by Edward A. Weil who has alleged 
earlier and continued use of SUGAR-N-SPICE for ladies’ hosiery.* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Only opposer took testimony. 


1. Opposer has filed two applications to register his mark S.N. 614,416 on May 26, 
1951, abandoned, and S.N. 697,874, on Nov. 7, 1955, pending. 
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The goods are the same, and the marks are, for all practical purposes, 
the same. The sole question presented is whether or not opposer discharged 
his burden of proving use of his mark at, or shortly prior to, the time 
when applicant commenced to use its mark, as shown by applicant’s estab- 
lished date—in this case, the filing date of April 12, 1955. (See: West 
Disinfecting Company v. Onorato, 113 USPQ 200, 47 TMR 782 [CCPA, 
1957].) 

The burden in cases such as this is not a heavy one, yet this opposer 
has gone to considerable length to prove, by testimony and documents, facts 
concerning his operations in 1950, 1951 and 1952, but the record leaves 
much to be desired so far as his business in 1955 is concerned. It is quite 
sufficient to show activity in 1956. There is no documentary evidence of 
sales by opposer between January 24, 1952 and July 25, 1956. It is there- 
fore necessary to examine with some care the oral testimony to see if it is 
definite, consistent, uncontradictory and convincing. (See: Nettie Rosen- 
stein, Inc. v. Princess Pat, Ltd., 105 USPQ 226, 45 TMR 827 [CCPA, 
1955].) 

Opposer testified that he commenced business operations in 1950; 
from the middle of 1950 to the present time (1956) the minimum monthly 
volume in the summertime was about four to five thousand dollars a month 
(three hundred dozen pairs), and the maximum monthly volume in the 
wintertime was about sixteen thousand dollars a month (one thousand 
dozen pairs), and sales had ranged between these figures for the entire 
period; from 1950 to the present time (1956) sales had been made every 
month and there had been no discontinuity of operation; sales policy was 
to call on accounts every three weeks, and only in the summertime was the 
policy not rigidly followed; and of opposer’s some three hundred active 
accounts in 1956, some were accounts which had been continuously called 
on since 1950. 

The testimony is definite, consistent, and uncontradictory. It is 
sufficient to show that opposer’s rights in the mark SUGAR-N-SPICE are 
superior to applicant’s rights in its mark sUGAR ’N sPICE. Damage to 
opposer will therefore, be presumed. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed. 


CLUETT, PEABODY & CO., INC. v. 
SAVATUX FACING COMPANY 


No. 35,726 — Commissioner of Patents — July 18, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—SUGGESTIVE MARKS 
Applicant seeks to register PROM PLAID for dinner jackets and is opposed by 
registrant of prom for collars. Evidence shows substantial sales by opposer of its 
PROM collars; and that applicant is engaged in the business of designing jackets 
and the rental of formal wear for men. Applicant’s goods bearing the mark PROM 
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PLAID have been used in the rental service, and the mark merely describes the jacket 
available for rent. Even if PROM PLAID were a trademark, no damage would result 
to opposer from registration of the mark, in view of opposer’s use of PROM and the 
highly suggestive nature of the word when used on dinner jackets or collars. Oppo- 
sition dismissed. 


Opposition proceeding by Cluett, Peabody & Co., Inc. v. Savatuz 
Facing Company, application Serial No. 688,268, filed May 25, 1955. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 


Dudley B. Smith, of New York, N. Y., for opposer-appellee. 
Arthur H. Seidel, of Philadelphia, Pennsylvania, for applicant-appellant. 


LEEps, Assistant Commissioner. 

An application has been filed by Savatux Facing Co. to register PROM 
PLAID for men’s dinner jackets, use since March 5, 1955 being asserted. 

Registration has been opposed by Cluett, Peabody & Co., Inc., regis- 
trant of prom for collars.* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer, a manufacturer of shirts, ties, handker- 
chiefs, underwear, sportswear and collars, has for a number of years sold 
detached winged collars marked prom, and that from 1951 through August 
of 1956, nine thousand two hundred twelve dozen of such collars were sold. 
The record also shows that opposer’s collars are identified by the well- 
known ARROW trademark and that prom is one style designation among 
twenty or more, including BOYD, CATHEDRAL A, CATHEDRAL B, CATHEDRAL C, 
MILITARY REGULATION, ETON 6, CANTERBURY 1, CANTERBURY 2 and HOST. 

It appears from applicant’s record that Savatux Facing Company is 
a partnership composed of Edward and Harry Saull. The Saull brothers 
also have an interest in and are officers of Saull’s, Inc., a corporation 
engaged in the business of rental of formal wear for men. The corporation 
and the partnership operate from the same office. The partnership designs 
jackets. One is a white dinner jacket with a plaid shawl collar designed 
for the sole purpose of catering to the high school trade for their proms 
and graduation dances. Savatux Facing Company hands over its designs 
to Saull’s, Inc., which has them made up by outside interests. The jackets 
are then delivered to and rented by Saull’s, Inc., to wearers, either directly 
or through sublessees. The jackets are not for sale, and none has been 
sold, but Saull’s, Inc., owns about a thousand white jackets with shawl 
collars of plaid and they have been rented to wearers in about fifteen 
States since the application was filed. From the foregoing it appears that 
once the design is completed, this applicant, Savatux Facing Company, has 
nothing more to do with the jackets. 


1. Reg. No. 386,227, issued Apr. 1, 1941. 
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The record indicates that one of the jackets with plaid shawl collar 
was shipped on March 2, 1955 by somebody to Silverman’s in Vineland, 
New Jersey, for display purposes, but there is no indication that there was 
any rental of the jacket by Silverman’s. 

Applicant has advertised its white jackets with plaid shawl collars for 
rental, but so far as the record shows, the term PROM PLAID merely describes, 
and appears to be used merely to describe, the jacket which is available 


for rent. 

It is concluded from the record that applicant has not used, and is 
not engaged in a business where it could use, a trademark for dinner 
jackets ; that the term PROM PLAID has been used by Saull’s, Inc., to describe 
a white dinner jacket with plaid shawl collar designed for rental to the 


high school trade for their proms; and that PROM PLAID is not a trademark 
identifying any goods of applicant and distinguishing them from those of 
others. Applicant appears not to be entitled to the registration sought; and 
in the event applicant finally prevails in these proceedings, the application 
should be reexamined in the light of these findings. 

If PROM PLAID were a trademark being used by applicant to identify 
and distinguish dinner jackets, no damage would result to opposer from 
registration of the mark. In view of the manner of use of PRoM by opposer 
and of the highly suggestive nature of the word when used on dinner 
jackets and winged collars, it is concluded that purchaser confusion of 
the type contemplated by the statute is highly improbable. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is reversed. 


LIBBEY-OWENS-FORD GLASS COMPANY v. 
GENERAL ALUMINUM WINDOW CO., INC. 


No. 34,730 — Commissioner of Patents — July 18, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

Applicant seeks to register THERM-O-LITE for combination aluminum storm 
windows and doors and registration is opposed by registrant of THERMOPANE for 
multiple glass sheet glazing units. The evidence shows opposer and its predecessor 
have made substantial sales under the mark THERMOPANE since 1934 and have adver- 
tised the mark substantially. Applicant’s mark is also nationally advertised and 
sales have been substantial since 1949. While the goods of both parties are sold to 
home owners, it is unlikely that the purchaser of storm windows would confuse 
them with insulating glass. Therefore, THERM-O-LITE is not deemed confusingly 
similar to THERMOPANE. 


Opposition proceeding by Libbey-Owens-Ford Glass Company v. Gen- 
eral Aluminum Window Co., Inc., application Serial No. 657,772, filed 
December 10, 1953. Applicant appeals from decision of Examiner of 
Interferences sustaining opposition. Reversed. 
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Nobbe & Swope, of Toledo, Ohio, for opposer-appellee. 

Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D.C., and 
Abraham H. Carchman, of Newark, New Jersey, for applicant-appel- 
lant. 


LEEpDs, Assistant Commissioner. 

An application has been filed by General Aluminum Window Co., Inc., 
to register THERM-O-LITE, displayed on a kind of banner, for combination 
aluminum storm windows and storm doors. Use since August 1, 1949 
is asserted. 

Registration has been opposed by Libbey-Owens-Ford Glass Company, 
registrant of THERMOPANE for multiple glass sheet glazing units for build- 
ings, display windows, display cases and the like.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that in 1934 it purchased The Thermopane 
Company and acquired all rights in the trademark THERMOPANE. The first 
major advertising campaign was inaugurated in October of 1941, but it 
was discontinued due to World War II and was resumed in 1944. Between 
the years 1944 and 1955 opposer has spent about three and a half million 
dollars in advertising its THERMOPANE glass units to consumers and to the 
building, air-conditioning, refrigeration, real estate and lumber trades. 
During the same period approximately six million THERMOPANE glass units 
have been sold on a nationwide basis to building contractors, refrigerator 
manufacturers, automobile manufacturers and homeowners. An indication 
of the growth of the business symbolized by the mark is the increase in 
unit sales of twenty thousand in 1944 to more than a million in 1955. 

The glass units sold under the THERMOPANE mark consist of two or 
more spaced panes of glass separated by either one-quarter inch or one-half 
inch of dry air, and bonded at their edges with a metal seal. THERMOPANE 
glass units are insulating panes used as window panes or panes for re- 
frigerator display cases, automobile windows, ete. 

Applicant’s record shows that it and its predecessor have used THERM- 
0-LITE on combination storm windows and doors since 1949. The storm 
units are sold by authorized building specialty and home improvement 
dealers to the general public. Applicant has advertised its windows and 
doors in national consumers’ magazines, builders’ trade periodicals, at 
trade and home shows, and by radio and television; and its dealers have 
advertised the products under the mark in newspapers. Some three hun- 
dred thousand combination units have been sold under the THERM-O-LITE 
mark since 1949. 

THERM-O-LITE combination storm windows and doors consist of alu- 
minum sash and screen or ordinary window glass. They are used as sec- 











1. Reg. No. 386,704, issued April 22, 1941. 
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ondary units to the windows and doors of houses to afford screens and 
ventilation in the summer and to prevent heat loss in the winter. 

The Examiner of Interferences, on the foregoing facts, held that al- 
though the products of the parties are specifically different in construction 
and manner of use, they nevertheless perform substantially the same 
functions; they are competitive to the extent that the use of one product 
would eliminate any need for the other; and since “lite” is the equivalent 
of “light” which means, among other things, a window pane, the marks 
THERMOPANE and THERM-O-LITE, when considered in their entireties and 
as applied to products of the character here involved, have the same sig- 
nificance. It seems to me that this is an over-rationalization which disre- 
gards the commercial facts. 

It is obvious that builders and dealers are not likely to be confused 
by the two marks as they appear on the products. 

Even though the goods of both parties are sold to home owners, it is 
highly improbable that one seeking to purchase combination storm windows 
and doors would be likely to think of, or consider the purchase of, fixed 
window panes of insulating glass. The two things are so commercially 
different with such an entirely different appeal that purchasers, buying 
under the usual conditions surrounding the purchase of insulating window 
panes and combination storm windows and doors are not likely to associate 
one product with the other or to think that THERM-0-LITE and THERMOPANE 


identify products made by a single producer or that there is any connection 
between the products of their producers. 

There is not, in my opinion, the remotest probability of purchaser 
confusion of the kind contemplated by the statute. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


A. E. STALEY MANUFACTURING COMPANY v. SCOTT 
(TEXIZE CHEMICALS, INC., assignee, substituted) 
No. 35,367 — Commissioner of Patents — July 21, 1958 


REGISTRABILITY—CLASSIFICATION 
REGISTRABILITY—MISREPRESENTATION 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
An opposition filed by a manufacturer of vegetable laundry starch against an 
application for registration of KLEERBLU, for a starch for laundry and industrial 
use, did not state grounds upon which relief could be granted where the charge 
was that applicant’s product was a chemical compound containing no vegetable 
starch. Starch is the recognized commercial name of a product useful for sizing, 
stiffening or starching fabrics and purchasers buy products for such purposes accord- 
ing to the results achieved, not because of the chemical structure. 
REGISTRABILITY—IN GENERAL 
REGISTRABILITY—RELATED COMPANY USE 
REGISTRABILITY—TITLE 
An application filed by an individual was void where the specimens showed the 
name of a corporation rather than that of the applicant, notwithstanding applicant’s 
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claim that he controlled the corporation through stock ownership and actively 
managed the corporation. The user of a mark is the owner and only the owner is 
entitled to register it. Here it did not appear that the applicant had ever used 
the mark. 


Opposition proceeding by A. EF. Staley Manufacturing Company v. 
Joseph C. Scott (Texize Chemicals, Inc., assignee, substituted), applica- 
tion Serial No. 667,452 filed June 1, 1954. Opposer appeals from decision 
of Examiner of Interferences dismissing opposition. Affirmed. 


Cromwell, Greist & Warden, of Chicago, Illinois, for opposer-appellant. 
Ralph Bailey, Jr., of Greenville, South Carolina, for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed by Joseph C. Scott to register KLEERBLU 
for starch for laundry and industrial use. 

An opposition has been filed by A. E. Staley Manufacturing Company, 
a producer of vegetable starch for laundry purposes, including liquid 
laundry starch. The ground’ of opposition is that applicant’s product is a 
carboxymethyl! cellulose compound containing no vegetable starch, and 
registration of the mark for starch will damage opposer by impairment of 
the value of its investment in creating public acceptance of starch products, 
particularly laundry starch. 

Applicant filed a motion in the nature of a motion for summary 
judgment on the grounds that (a) opposer had failed to state a claim on 
which relief may be granted, and (b) the Patent Office has no jurisdiction 
of the subject matter of the opposition. The Examiner of Interferences 
granted the motion, and opposer has appealed. 

The specimens submitted by applicant are of two types—one showing 
KLEERBLU CMC TRANSPARENT STARCH, and the other showing KLEERBLU 
PLASTIC STARCH. 

For purposes of the motion under consideration the following facts 
are undisputed: 


a. Opposer is a manufacturer of vegetable starch, including 
laundry starch. 


b. Vegetable starch has characteristics not found in synthetic 
substitutes. 


e. Applicant’s product is a chemical compound containing no 
vegetable starch, and is intended for sizing, stiffening or starching 
fabrics. 


So far as laundry starch is concerned it is common knowledge that 
“starch” is the recognized commercial name of a product useful for sizing, 





1. Opposer alleged that KLEERBLU is descriptive when applied to applicant’s goods, 
but there is no pleading of ultimate facts which, if proved, would tend to show that 
registration of the mark would in any way interfere with its normal use of descriptive 
words. No standing to oppose on the ground alleged appears. 
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stiffening or starching fabrics. It is also common knowledge that in pur- 
chasing products useful for sizing, stiffening or starching fabrics, pur- 
chasers select a particular product not because it has a certain chemical 
structure, but because certain results flow from using it. 

It is additionally common knowledge that purchasers of products for 
sizing, stiffening or starching fabrics ask for “laundry starch,” expecting 
to get a stiffening agent, neither knowing nor caring what its chemical 
structure is. Therefore, it is clear that opposer has failed to state a claim 
upon which relief may be granted. The Examiner of Interferences properly 
disposed of the opposition, and his decision is affirmed. 

The application recites use of the mark on “starch for industrial use.” 
This identification would indicate that applicant’s product is sold to manu- 
facturers which incorporate it in a manufactured product. There is no 
evidence in the record to support such use of the product. It appears that 
when the Examiner of Trademarks during prosecution of the application, 
required a more definite identification of product and pointed out that 
“starch for laundry and industrial use” is in class 6, applicant responded 
merely by amending the application in the language of the examiner to 
recite “starch for laundry and industrial use.” In the event applicant 
finally prevails herein, registration will be withheld pending submission of 
(a) an amendment limiting the identification to “laundry starch” or 
(b) labels or other evidence supporting sale of the product for industrial 
use. 

Another matter which the Examiner of Trademarks appears to have 
overlooked requires consideration. The application was filed by Joseph C. 
Scott, an individual. The specimen labels originally submitted show 
Mecklenburg Specialties, Inc., 2228 Thrift Rd., P.O. Box 1092, Charlotte, 
N.C., as the maker and distributor. The Examiner of Trademarks noted 
that the labels did not support use by the applicant, whereupon applicant 
submitted other labels showing Scott Chemical Co., Inc., 2228 Thrift Rd., 
P.O. Box 1092, Charlotte, N.C., with a statement that both corporations 
are owned by applicant Scott; that he personally receives and handles all 
correspondence and other matters pertaining to the mark; and that ap- 
plicant originated the mark and controls the nature and quality of the 
goods of both corporations in connection with which the mark is used. 
The Examiner of Trademarks accepted the statement and authorized pub- 
lication of the mark. Thereafter, the attorneys for applicant Scott advised 
the Patent Office by letter that “Scott Chemical Co., Inc., is a defunct 
corporation in which no stock was ever issued, no separate books were kept, 
and which has never functioned as a corporation. Applicant owns all of the 
stock in Mecklenburg Specialties, Inc., except for qualifying shares and 
applicant actively manages said corporation.” ” 





2. There were two assignments of the mark during the pendency of this proceeding 
—from Joseph C. Scott to Kleer Blu Chemical Corporation and by that assignee to Texize 
Chemicals, Ine. 
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Since the user of a mark is its owner, and since only the owner of a 


mark may register it, and since it does not appear that Joseph C. Scott, an 


individual, has used the mark, the application is, on its face, void. See: 
Ex parte Frederick Osann Company, 5 USPQ 222 (20 TMR 341) (Com’r, 
1930) ; Coahama Chemical Co., Inc. v. Smith, 113 USPQ 413 (47 TMR 
1135) (Com’r, 1957); and Ex parte Alexander, 114 USPQ 547 (48 TMR 
113) (Com’r, 1957). In the event applicant finally prevails in this pro- 
ceeding, the application should be reexamined in the light of these findings. 


CALIFORNIA PACKING CORPORATION v. HUSTON 


No. 34,550 — Commissioner of Patents — July 24, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

In an opposition proceeding involving opposer’s registered mark TODAyY’s, used 
in connection with canned fruits, vegetables, olives, salmon and dried fruit and 
raisins, and applicant’s mark TODAY’S FRESH, for fresh vegetables, no likelihood of 
confusion was found; while canned fruits and vegetables are purchased by brand 
name, fresh vegetables are likely to be purchased by sight and feel with little or 
no consciousness of trademarks. Moreover, the marks were used concurrently since 
1942 with no evidence of confusion. 


Opposition proceeding by California Packing Corporation v. Chas. E. 
Huston, application Serial No. 662,453 filed March 11, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Spencer A. Studwell, of New York, N.Y., for opposer-appellee. 

Harris, Kiech, Foster & Harris, of Los Angeles, California, for applicant- 
appellant. 

LEEDS, Assistant Commissioner. 


An application has been filed by Chas. E. Huston to register as a 
trademark for fresh vegetables the following: 


Use since November 15, 1942 is asserted, 
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Registration has been opposed by California Packing Corporation, 
registrant of Tropay’s for canned fruits, canned vegetables, canned olives, 
canned salmon, and dried fruits and raisins. 

The Examiner of Interferences sustained the opposition and applicant 
has appealed. 

Each party submitted a stipulation of facts in lieu of testimony. 

It appears from opposer’s record that its predecessor commenced use 
of the mark Topay’s in the spring of 1916, and it appears from Patent 
Office records that the mark and its registration were transferred to opposer 
in the winter of 1916. Opposer has used the mark since then on a line of 
canned fruits, juices and vegetables, catsup and chili sauce, and dried 
prunes and raisins. Opposer has not used the mark TopAy’s on any fresh 
vegetables, but it sells fresh asparagus under the trademark DEL MONTE. 

Applicant’s record shows that since 1942, he has used TODAY’sS FRESH, 
with the cEH monogram, on lettuce, potatoes and melons which have been 
sold to some of the major food chains located throughout the United States. 
Applicant has advertised his TODAY’s FRESH brand in trade magazines, in- 
eluding “The Packer,” “Produce News,” and “Western Grower & Shipper,” 
more than seventy thousand dollars having been spent in advertising from 
1944 to 1956. According to the stipulation on behalf of applicant, he had 
no knowledge of any use by opposer of TODAY’s as a trademark at the time 
of adoption and first use of his mark TODAY’s FRESH. 

Both parties have had long use of their respective marks, and during 
the past fifteen years each party’s sales under the marks have totaled well 
in excess of a million dollars. 

The products of the parties are ordinarily sold to the same average 
purchasers, but the circumstances surrounding the purchase of canned, 
bottled and dried food products and those surrounding the purchase of 
fresh vegetables and melons are not quite the same. Canned fruits and 
vegetables are likely to be purchased by trademark or brand name, and 
fresh vegetables and melons are likely to be purchased by “sight” and “feel” 
with little or no consciousness of trademarks. 

Considering the differences in marks, the differences in goods, the 
differences in circumstances surrounding the purchase of the respective 
goods, and the long and extensive use of the respective marks by the parties 
without any indication in the record that confusion has occurred, it is 
concluded that there is no likelihood of confusion in the future, and no 
damage to opposer from the registration of applicant’s mark is likely to 
ensue. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


1. Reg. No. 111,083, issued to a predecessor June 27, 1916, renewed twice by 
opposer. 
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LILLI ANN CORP. v. RAWLS DISTRIBUTING CO. 
No. 35,188 — Commissioner of Patents — July 24, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
No likelihood of confusion exists between applicant’s LILLI-DELL, for ladies’ 
hosiery, and opposer’s LILLY ANN, and LILLI ANNETTE, for coats, suits and dresses, 
and SALON SUITS BY LILLI ANN, for suits, jackets, coats and skirts; while there is 
no question but that the products of the parties are so related that common origin 
would be attributed to them if both were sold under the same mark, the differences 
between the marks are such as to make confusion unlikely. 


Opposition proceeding by Lilli Ann Corp. v. Rawls Distributing Co., 
application Serial No. 680,032 filed January 17, 1955. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Boyken, Mohler & Wood, of San Francisco, California, for Lilli Ann Corp. 
Rawls Distributing Co., of Chicago, Illinois, pro se. 


LEEDs, Assistant Commissioner. 

An application has been filed by Rawls Distributing Co. to register 
LILLI-DELL for ladies’ hosiery, use since November 19, 1954 being asserted. 

Registration has been opposed by Lilli Ann Corp., registrant of SALON 
SUITS BY LILLI ANN, for suits, jackets, coats and skirts;? and LILLI ANN?® 
and LILLI ANNETTE’ for coats, suits and dresses. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s testimony shows that since sometime before 1940 opposer 
and its predecessor, Lilli Ann Company, have continuously used LILLI ANN 
as a trademark for suits and coats, and that since about 1953 opposer has 
used LILLI ANNETTE as a trademark for its small-sized suits. Sales have 
been nationwide and substantial, and advertising by opposer and its 
retailers has been extensive. 

Applicant’s testimony shows that it has been, since 1954, engaged in 
the wholesale distribution of ladies’ hosiery which it sells by direct solicita- 
tion to food stores, drug stores and beauty shops. Applicant’s hosiery is 
generally purchased from racks supplied by applicant to the retailers. 
Each package containing a pair of applicant’s stockings is marked with 
the LILLI-DELL trademark. 

Opposer’s earlier use is undisputed and there is no question but that 
the products of the parties are so related that if they were sold under the 
same mark, common origin would be attributed to them. The only question 
presented is whether or not LILLI-DELL, when used on ladies’ hosiery, so 
resembles LILLI ANN Or LILLI ANNETTE as to be likely to cause purchaser 
confusion. The first word of the marks of the parties is LILLI, but opposer’s 





1. Reg. No. 422,421, issued to a predecessor on July 23, 1946. 

2. Reg. No. 434,329, issued Nov. 18, 1947, published in accordance with Sec. 12(c) 
on Feb. 15, 1949. 

3. Reg. No, 591,715, issued June 22, 1954, 
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mark suggests a girl’s name, “Lillian,” and applicant’s mark suggests a 
little valley or ravine in which lilies grow, “lily dell.” The differences in 
sound, appearance and suggestiveness between the marks are believed to be 


such as to avoid purchaser confusion. 
The decision of the Examiner of Interferences dismissing the opposi- 


tion is affirmed. 


POTOMAC ELECTRIC POWER COMPANY v. HESTER 
BATTERY MANUFACTURING COMPANY, INC. 


No. 35,597 — Commissioner of Patents — July 24, 1958 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

Opposition to pEpco for storage batteries filed by owner of registration for 
same mark as used in connection with the supplying of electrical energy for power, 
light and heat sustained; in view of the wide popularity of opposer’s mark and its 
display of electrical appliances under the marks of the manufacturers thereof, a 
substantial segment of the buying public in opposer’s territory would be likely to 
associate opposer with applicant’s goods. Sufficient doubt of this existed to warrant 
refusal of the application. 


Opposition proceeding by Potomac Electric Power Company v. Hester 
Battery Manufacturing Company, Inc., application Serial No. 689,628 filed 
June 16, 1955. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Reversed. 


Mauro & Lewis, of Washington, D.C., for opposer-appellant. 
Church & Church, of Washington, D.C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Hester Battery Manufacturing Com- 
pany, Ine., to register Pepco for storage batteries, use since January l, 
1932 being asserted. 

Registration has been opposed by Potomac Electric Power Company, 
registrant of pepco for the service of supplying electrical energy for power, 
light and heat.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s testimony shows that it is an electric public utility com- 
pany, incorporated in 1896 under its present name, serving the District of 
Columbia and parts of Maryland and Virginia. PEPco has been used by 
opposer since 1907 as a contraction or abbreviation of its corporate name, 
and the public has for many years used such contraction quite extensively 
in referring to opposer. Opposer applies the contraction to manhole covers, 
substation buildings, its general office building, meter seals, stockholders’ 
annual reports, and prospectuses. PEPCO has been used since 1946 by op- 


1. Reg. No. 523,235, issued Mar. 28, 1950, 
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poser in newspaper, radio and direct mail advertising of its public utility 


services. 

There is no question but that PEPco is widely known as identifying 
opposer in the area where its public utility services are rendered, and that 
PEPCO as used on manhole covers, meter seals, and buildings identifies such 
items as the property of opposer. 

Opposer sells no electrical equipment or apparatus under the mark 
PEPCO, but it displays electrical household appliances which are identified 
by the marks of the manufacturers. 

Applicant offered no evidence, and it is, therefore, entitled only to its 
filing date of June 16, 1955 as its first use date; and there is no indication 
of where, how much, or how long applicant has used the mark. 

It is true, as stated by the Examiner of Interferences, that household 
electrical appliances differ widely in use and characteristics from storage 
batteries, and that opposer’s services are equally widely divergent from 
storage batteries, but it seems to me that a substantial segment of the 
buying public in opposer’s territory or service area would be likely to 
associate PEPCO storage batteries with opposer in some way and to think 
that opposer was somehow connected with, or had approved, or was 
sponsoring such storage batteries. There certainly is sufficient doubt about 
the matter that registration should be refused. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 


BOOKBINDER'S SEA FOOD HOUSE, INC. v. 
BOOKBINDER'S RESTAURANT, INC. 


No. 31,916 — Commissioner of Patents — July 25, 1958 


REGISTRABILITY—CONCURRENT MARKS 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—EVIDENCE 
Opposer’s claim that registration of applicant’s mark OLD ORIGINAL BOOKBINDER’S, 
for soups, french dressing, coffee and lobster, would impair opposer’s right to use 
BOOKBINDFR’S in connection with its restaurant business was held to be without merit 
where it appeared that applicant and its predecessors had used the name BOOKBINDER’S 
for a restaurant since 1865 and opposer had commenced use of the same word in 
1935. Applicant’s use of the mark applied for as a trademark for the products 
listed vested it with rights entitling it to registration. Such registration would not 
be inconsistent with any rights opposer might have. 
REGISTRABILITY—IN GENERAL 
Specimens which consisted of mailing labels showing applicant’s trade name 
and address did not show trademark use. 


Opposition proceeding by Bookbinder’s Sea Food House, Inc. v. 
Bookbinder’s Restaurant, Inc., application Serial No. 596,066 filed April 21, 
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1950. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Reversed. 
See also 44 TMR 706, 46 TMR 505. 


Arthur H. Seidel, of Philadelphia, Pennsylvania, for opposer-appellee. 
Leonard L. Kalish, of Philadelphia, Pennsylvania, for applicant-appellant. 


LEeEpDs, Assistant Commissioner. 

An application has been filed by Bookbinders Restaurant, Inc., to 
register OLD ORIGINAL BOOKBINDER’s for soups, French dressing, coffee and 
packaged and frozen lobsters, use since January of 1938 being asserted. 

Registration has been opposed by Bookbinder’s Sea Food House, Inc., 
user Of BOOKBINDER’s as the distinguishing feature of its corporate name, 
on the ground that a registration with the prima facie presumptions flowing 
therefrom would be in derogation of opposer’s right to continue using 
BOOKBINDER’S as it has in the past. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Both parties operate restaurants in Philadelphia. 

BOOKBINDER admittedly is a surname. Applicant has used the surname 
as the distinguishing feature of its restaurant trade name since 1865, BooK- 
BINDER being the surname of the founder of the restaurant. Prior to 1935, 
the business, together with the trade name, was sold to persons not named 
BOOKBINDER. Thereafter, in 1935, members of the Bookbinder family went 
into the restaurant business and they have, since that time, used the name 
BOOKBINDER in their corporate name. Since 1938, applicant has identified 
its restaurant business and the products which it packages and sells by 
the term OLD ORIGINAL BOOKBINDER’S. Opposer has advertised that its 
restaurant is operated by “the original Bookbinder family.” (The precise 
meaning of “original” in this context is not clear.) 

The application here involved recites, 


“The trademark sought to be registered has become distinctive 
of applicant’s goods in commerce by reason of substantially exclusive 
and continuous use of the trademark by applicant for the period of 
five years next preceding the filing of this application in commerce 
which may lawfully be regulated by Congress.” 


Opposer contends that OLD ORIGINAL BOOKBINDER’s has not become dis- 
tinctive of applicant’s goods in commerce, apparently because of its own 
use of BOOKBINDER’s in its corporate name, and its advertising of its restau- 
rant on being operated by THE ORIGINAL BOOKBINDER FAMILY. Unless op- 
poser has shown that it will be damaged by the registration, however, the 
matter of distinctiveness of the term presented for registration is not proper 
subject matter for opposer’s challenge.* 


1. This case has been before the Commissioner on two previous occasions, once 
for consideration of the decision of the Examiner of Interferences granting summary 
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The issue here is a simple one, namely, is opposer likely to be damaged 
by the registration sought. It appears from the record that applicant and 
its predecessors had used BOOKBINDER’s as the distinguishing feature of their 
trade name for some seventy years before opposer was organized, and it is 
reasonable to assume that the organizers of opposer knew of applicant’s 
long use at the time opposer adopted and commenced using BOOKBINDER’S 
in its corporate name. Three years after opposer first used BOOKBINDER’s in 
its trade name, applicant commenced to identify itself as OLD ORIGINAL 
BOOKBINDER’S, presumably in an effort to minimize the inevitable confusion 
between the two establishments resulting from opposer’s entering into com- 
petition some seventy years after applicant had occupied the field in the 
Philadelphia area. 

Opposer has, so far as the record shows, used BOOKBINDER’s only as 
a part of its corporate name and never as a trademark. Applicant, ad- 
mittedly, has used OLD ORIGINAL BOOKBINDER’S as a trademark for certain 
packaged foods for many years—since 1938. 

Opposer has failed to prove facts from which damage to it can be 
inferred. Its rights in BOOKBINDER’s as the distinguishing feature of a 
trade or corporate name obviously are inferior to applicant’s. It has 
established no rights in BOOKBINDER’s as, or as a part of, a trademark, 
whereas applicant admittedly has such rights. If there is any confusion 
by reason of the use by both parties of BOOKBINDER’s in connection with 
the restaurant business in Philadelphia, it results from opposer’s action and 
not from applicant’s, and opposer will not be heard to complain of ap- 
plicant’s use of OLD ORIGINAL BOOKBINDER’s as a trademark. 

Opposer’s contention that a registration would be in derogation of its 
right to continue to use BOOKBINDER’s as it has in the past is without merit. 
Registration on the present application will constitute prima facie evidence 
that (a) applicant owns the trademark OLD ORIGINAL BOOKBINDER’S, (b) the 
registration is valid, and (c) applicant has the exclusive right to use OLD 
ORIGINAL BOOKBINDER’S in connection with the sale in commerce of soups, 
French dressing, coffee and packaged and frozen lobsters. This does not 
appear to be in any way inconsistent with any rights which opposer may 
possess. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 

It is observed that there are no specimens in the application file which 
show use of OLD ORIGINAL BOOKBINDER’S as a trademark. The specimens 
are mailing labels showing as a return address OLD ORIGINAL BOOKBINDER’S— 
125 Walnut St.—Philadelphia. In the event applicant finally prevails 


judgment, and once for review of the action of the Examiner of Interferences resetting 
applicant’s trial period after the period had expired. The decisions of the Commissioner 
are reported at 100 USPQ 252 (44 TMR 706) and 108 USPQ 376 (46 TMR 505), 


respectively. 
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herein, registration will be withheld pending a satisfactory showing, within 
thirty days after termination of this proceeding, of trademark use of the 
term prior to the time the application was filed. 


CLAIROL INCORPORATED v. SCHUELLER (SOCIETE 
MONSAVON-L'OREAL, SOCIETE ANONYME, 


assignee, substituted) 


No. 34,027 — Commissioner of Patents — July 25, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

COLORAL, for hair colorings and rinses, is not likely to cause confusion with 
CLAIROL, for hair dyes and hair lotions, CLAIROL and a drawing of two female heads, 
for hair tints, dye and washes, shampoo and hair dye removers, MISS CLAIROL, for 
hair tinting and coloring preparations, and LADY CLAIROL, for hair shade lightening 
preparations; the marks do not look alike and it is common knowledge that when 
hair colorings are specified by brand name by the clientele of beauty shops, they 
are carefully pronounced by both customer and operator. Moreover, the commercial 
impressions created by the marks are so different as to avoid probable confusion. 


Opposition proceeding by Clairol Incorporated v. Eugene Schueller 
(Societe Monsavon-L’Oreal, Societe Anonyme, assignee, substituted), ap- 
plication Serial No. 656,528 filed November 17, 1953. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Re- 
versed. 


David J. Moscovitz, of New York, N.Y., for opposer-appellee. 
William J. O’Hearn, Jr., of New York, N.Y., for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Societe Monsavon-L’Oreal, through a 
predecessor, Eugene Schueller, to register coLoraAL for hair colorings and 
rinses. The application recites ownership of French Registration No. 
400,151, dated January 31, 1950 (renewal of No. 301,107 dated May 10, 
1935), and of U.S. Registration No. 544,903 showing the same mark for 
cosmetics, lotions, perfume and cologne, issued July 10, 1951. 

Registration has been opposed by Clairol Incorporated, registrant of 
CLAIROL for hair dves and hair lotions; CLAIROL, above a drawing of two 
oppositely facing heads of women for hair tints, dye and washes, shampoo 
and hair dye removers ;? MISS CLAIROL for hair tinting and coloring prep- 
arations;*> and LADY CLAIROL for hair shade lightening preparations.* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 


Reg. No. 302,399, issued to a predecessor on Apr. 18, 1933, renewed by opposer. 
Reg. No. 387,767, issued May 27, 1941. 
Reg. No. 555,310, issued Feb. 26, 1952. 
Reg. No. 582,400, issued Nov. 17, 1953. 
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The parties submitted a stipulation of facts with attached exhibits 
in lieu of testimony. 

The record shows that opposer is a manufacturer of hair dyes, lotions, 
tints, washes, colorings and lighteners, shampoo tints and dye remover, and 
since 1933 it and its predecessors have used the trademark CLAIROL to 
identify and distinguish such products. cLarRou also is the distinguishing 
feature of opposer’s corporate name. Upwards of thirty million dollars’ 
worth of CLAIROL hair preparations have been sold, and more than three 
million dollars have been spent in advertising such products in both trade 
and consumer media. 

The record shows that applicant, its predecessors and subsidiaries have, 
since 1909, been engaged in the manufacture and sale of hair dyes, color 
rinses, lotions and shampoos, cosmetics, toilet soaps and toilet articles, 
and since 1935, the trademark coLORAL has been used on its color rinses. 
Applicant has registered the mark coLoraL for hair color rinses in nineteen 
countries,® and it has been registered in the International Office for the 
Protection of Industrial Property at Berne, securing protection in eight 
additional countries. The mark has been used in all except two of the 
twenty-seven countries. In addition, the mark was registered in the United 
States for cosmetics and hair lotions on July 10, 1951 (Reg. No. 544,903), 
but the registration was canceled in 1957 following institution of a cancel- 
lation proceeding (Canc. No. 6756) on a petition filed by this opposer. 
After having been granted nine months’ additional time within which to 
answer the petition, respondent (applicant here) failed to answer, and 
the proceeding was terminated by default. 

In September of 1953, applicant entered into an agreement with Cos- 
mair, Inc., Rahway, New Jersey, under the terms of which the latter 
company was to make, under applicant’s control, a line of products, includ- 
ing hair color rinse to be sold under the mark coLoRAL. Since about 
October of 1954, Cosmair, Inc., has manufactured such hair color rinse and 
sold it under the mark. During the first thirteen months of operation, 
Cosmair, Inc., sold more than 65,000 bottles and 13,000 ampules of hair 
color rinse under the cOLORAL mark; and during the period 1953-1955, 
Cosmair, Inec., spent more than $128,000 in advertising hair preparations 
sold by it, approximately ten percent of which amount was spent in adver- 
tising COLORAL hair color rinse. 

Applicant’s trademark COLORAL is always associated with its trade- 
mark L’OREAL or the name L’OREAL OF PARIS. 

The stipulation sets forth that the respective products of the parties 
are offered for sale and sold to the same classes of trade in that they are 








5. Union of South Africa, France, Great Britain, Argentina, Bolivia, Brazil, 
Canada, Denmark, Egypt, Finland, Greece, Iran, Israel, Lebanon, Norway, New Zealand, 
Peru, Syria and Uruguay. 

6. Ref. No. 90,277, renewed May 23, 1955 as No. 184,969, securing protection in 
Austria, Belgium, Germany, Italy, Netherlands, Portugal, Spain and Switzerland. 





1528 THE TRADEMARK REPORTER Vol. 48 T.M.R. 








sold under the marks CLAIROL and COLORAL to beauty shops for use by 
professional operators, and they are made known to the public by being 
displayed and promoted and used in and by beauty shops. According to 
the stipulation, it is applicant’s policy and practice to distribute its hair 
color rinses solely for professional use, whereas opposer’s hair coloring 
products, though sold predominantly to beauty shops, are also sold to 
retail outlets. The respective products are advertised to the trade and 
public, respectively, in the same types of media circulated to the same 
classes of people in the same localities. 

On the foregoing facts, the Examiner of Interferences held that the 
marks are substantially similar in sound, though somewhat different in 
appearance and significance. He then held that professional users, who 
ordinarily purchase such products by written order, probably know from 
whom they are purchasing, and confusion is rendered “less likely”; but 
since each of the parties advertise its products to the ultimate users of the 
professional services in an effort to create a demand for the particular 
goods by the public, and since the spoken word would be used by them, 
confusion is likely to result from the similarity in sound. 

Thus, it appears that it was the opinion of the Examiner of Inter- 
ferences that the resemblance of applicant’s mark to opposer’s is likely to 
cause confusion among the clientele of beauty shops, but the resemblance 
is less likely to cause confusion among beauty operators. 

CLAIROL and COLORAL do not look alike. It is possible that applicant’s 
mark might be pronounced—or mispronounced—so as to sound considerably 
like opposer’s mark, but it is common knowledge that when hair colorings 
are specified by brand name by the clientele of beauty shops, they are 
carefully pronounced by both customer and operator. Moreover, the com- 
mercial impressions, resulting from the association of CLAIROL with a lady 
(accentuated by opposer’s use of MISS CLAIROL and LADY CLAIROL) and of 
COLORAL with color, are so distinctly different as to avoid probable confusion 
or mistake. The difference in the marks are sufficient, when considered in 
the light of who the purchasers are and how the products are ordered (by 
both professional operators and their clientele) and the care exercised by 
purchasers in specifying hair colorings when ordered by brand name, to 
avoid likelihood of confusion, mistake and deception. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 
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POOR & COMPANY v. PROFESSIONAL PAINTS, INC. 
No. 34,475 — Commissioner of Patents — July 25, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
In an opposition proceeding involving applicant’s mark prRo-MAT for paints and 
opposer’s PROMAT for metal surface protective coatings, sufficient doubt existed as 
to likely confusion to resolve the question in favor of opposer—the prior user. While 
the products did not move through the same trade channels, the ultimate purchasers 
might be the same and the products are related in the sense that both might be 
made by a single producer. 


Opposition proceeding by Poor & Company v. Professional Paints, Inc., 
application Serial No. 635,275 filed September 15, 1952. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Re- 
versed. 


Emory L. Groff, of Washington, D.C., for opposer-appellant. 
Jacobi & Jacobi, of Washington, D.C., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

An application has been filed by Professional Paints, Inc., to register 
PRO-MAT for paints, use since July 21, 1952 being asserted. 

Registration has been opposed by Poor & Company, registrant of 
PROMAT for chemical materials and compositions for coating metal surfaces 
for rustproofing and analogous purposes;' and of PROMAT PROTON for a 
corrosion inhibitor of the vapor pressure or cationic types for protecting 
ferrous metal surfaces.” 

Opposer’s record shows that in June of 1940 it succeeded to the trade- 
mark PROMAT and its registration theretofore owned by The Promat Com- 
pany, and since that time the products sold under the promaT mark have 
been made and sold by The Promat Division of opposer. The products 
in connection with which PRoMArT is used are (a) protective coatings and 
films for use in the metal finishing trade to protect against corrosion, to 
provide a base for better paint adhesion, and to enhance appearance by 
providing brightness or color; (b) chemical compounds for metal plating 
processes; and (c) chemical compounds in the nature of addition agents 
to clean metal surfaces and retard the formation of salt films. The pro- 
tective coatings are applied by electrodepositing, brushing, dipping or 
spraying. 

Opposer’s letterheads feature the phrase PROMAT MEANS PROTECTIVE 
MATERIALS. 

Opposer’s protective coatings and chemical compounds are sold di- 
rectly and through distributors to the metal treating and metal finishing 
trade, annual sales amounting to approximately three quarters of a million 


1. Reg. No. 377,464, issued to a predecessor May 7, 1940, published by opposer in 
accordance with Sec. 12(c) on Feb. 13, 1951. 
2. Reg. No. 583,440, issued Dec. 8, 1953. 
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dollars in value. Opposer advertises its PROMAT protective coatings and 
chemicals in such trade periodicals as “Metal Finishing” and “Plating 
Magazine” and in booklets, brochures and pamphlets distributed to cus- 
tomers and potential customers. 

Applicant manufactures a line of paints, varnishes, enamels, lacquers, 
and the like for interior and exterior decorating purposes. The products 
are sold directly to professional painters and to contractors who hire pro- 
fessional painters, and to paint stores and hardware stores for resale to 
professional painters. Since 1952, applicant has used the trademark prRo- 
MAT to identify its paint products. Applicant’s annual sales volume of 
paint products amounts to approximately three quarters of a million 
dollars in value. 

Opposer admittedly is the earlier user of PROMAT—both as a trademark 
and as a part of a trade name. Opposer makes and sells a protective coat- 
ing which may or may not be also decorative. Applicant makes and sells a 
decorative coating which ordinarily has some protective value. The prod- 
ucts of the parties do not move through the same trade channels, that is, the 
distributors of one would not ordinarily be the distributors of the other, 
but the ultimate purchasers may be the same. This is to say that it is not 
unreasonable to assume that purchasers of opposer’s protective coatings 
for metal finishing might also purchase paints; and while the products are 
in fact different and are used for different purposes, they are nevertheless 
“related” in the sense that it is not unusual for manufacturers of protec- 
tive coatings, such as rust-proofing compounds, for metals also to make 
paints for exterior and interior use. The relationship between the products 
has been brought closer with the advent of oil base, rubber base and alkyd 
paints and coatings useful on metal, wood, stone and plaster for both 
protective and decorative purposes. 

The facts in this case are such that some doubt exists as to whether 
purchaser confusion is likely, and resolving that doubt in favor of the 
earlier user, registration must be refused, even though the trade channels 
of the parties are presently not the same. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 




































THE DIAMOND MATCH COMPANY v. 
DIAMOND CANDLE CoO., INC. 


No. 35,648 — Commissioner of Patents — July 28, 1958 







REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRATION PROCEDURE—APPLICATION 
Application to register DIAMOND for candles is opposed by registrant of DIAMOND 
for matches, clothespins and paper dishes displayed alone, in combination with other 
words or designs, and representation of diamond shaped parallelogram. 
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Record shows that parties have used their marks contemporaneously on their 
respective products for at least twenty-eight years without instances of purchasers’ 
confusion; it can, therefore, be presumed that confusion is unlikely in the future. 

Examiner’s of Interferences decision to dismiss opposition is affirmed but appli- 
cant should submit drawing and amendment reciting correct use dates. 


Opposition proceeding by The Diamond Match Company v. Diamond 
Candle Co., Inc., application Serial No. 673,816 filed September 27, 1954. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Sumner 8. Kittelle and Francis X. McNelis, of New York, N.Y., for opposer- 
appellant. 
Mock & Blum, of New York, N.Y., for applicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed by Diamond Candle Co., Inc., to register 
DIAMOND’ for candles, use since March 1, 1952 being asserted. 

Registration has been opposed by The Diamond Match Company, 
registrant of DIAMOND alone? and in combination with other words* or 
designs,* and of the representation of a diamond shaped parallelogram,° 
variously for matches, clothespins, paper dishes and toothpicks. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it manufactures matches, toothpicks, 
clothespins and paper plates which it sells under one or more of the 
DIAMOND trademarks to chain stores, supermarkets, variety stores, food 
stores, and stationery stores which sell to the general public. Sales have 
been large, and the products have been extensively advertised in trade and 
consumer media. DIAMOND has been used by opposer as its trademark since 
1903. 

Applicant’s record shows that it was incorporated under the name of 
Diamond Candle Co., Inc., in 1922, at which time it succeeded to the 








1. The drawing submitted with the application shows DIAMOND . DIAMOND , DIA- 
MOND . DIAMOND, and in the event applicant finally prevails herein a new drawing 
showing only the word DIAMOND should be submitted within fifteen days after final termi- 
nation of the proceeding. Also, the proofs show applicant’s use of DIAMOND as a trade- 
mark for candles at least as early as 1927. In the event applicant finally prevails herein, 
the application should be amended within fifteen days after final termination hereof to 
recite the correct use dates. 

2. Reg. No. 167,348, issued May 1, 1923, renewed, and published in accordance with 
Sec. 12(c) on Jan. 10, 1950; Reg. No. 270,580, issued May 6, 1930, renewed, and pub- 
lished in accordance with Sec. 12(c) on Jan. 3, 1950; Reg. No. 271,456, issued June 
3, 1930, renewed, and published in accordance with Sec. 12(c) on Jan. 3, 1950; and 
Reg. No. 535,047, issued Dec. 19, 1950. 

3. Reg. No. 421,352, issued May 28, 1946, published in accordance with Sec. 12(c) 
on Jan. 17, 1950. 

4. Reg. No. 170,566, issued July 17, 1923, renewed, and published in accordance 
with Sec. 12(c) on Jan. 10, 1950; Reg. No. 421,351, issued May 28, 1946, published in 
accordance with Sec. 12(c) on Jan. 17, 1950; and Reg. No. 557,730, issued Apr. 15, 1952. 

5. Reg. No. 167,347, issued May 1, 1923, renewed, and published in accordance with 
Sec. 12(c) on Jan. 10, 1950; and Reg. No. 170,565, issued July 17, 1923, renewed. 
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business of Diamond Candle Co., a partnership formed in 1919. The record 
also shows that applicant has used DIAMOND as a trademark for candles since 
at least as early as 1927, and during the period 1927-1955 approximately 
fourteen million dollars’ worth of candles were sold under the mark. Dur- 
ing the same period advertising expenditures exceeded a quarter of a 
million dollars. Applicant’s DIAMOND candles are memorial candles with 
sales promotion directed to persons of the Jewish faith, and they are sold 
in variety stores, food stores, religious goods stores, hardware stores and 
sundry outlets. 

It is apparent from the record that the parties have been contempo- 
raneously using their respective marks on their respective products for at 
least twenty-eight years; sales by both parties under the marks have been 
substantial; and both parties enjoy a valuable goodwill symbolized by the 
marks. The record shows no instance of purchaser confusion; and while 
such a showing is not necessary in these cases, nevertheless, if confusion 
has not occurred during the past twenty-eight years, a presumption is 
created that it is not likely in the future. 

Considering the differences in goods, the nature of the marks and the 
long contemporaneous use of the marks by the parties, it is concluded that 
there is no likelihood of purchaser confusion. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


HOEGANAES SPONGE IRON CORPORATION v. 
FLASH-STONE COMPANY, INC. (assignor to 
ACKERMANN MANUFACTURING COMPANY ) 


No. 35,164 — Commissioner of Patents — July 28, 1958 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register ANcoR for floor surfacing is opposed by registrant of 
ANcor 80 for iron powder, Opposition is dismissed on the ground that differences 
in trade channels, differences in purchasers, and goods obviate probability of 


confusion. 


Opposition proceeding by Hoeganaes Sponge Iron Corporation v. Flash- 
Stone Company, Inc. (assignor to Ackermann Manufacturing Company), 
application Serial No. 681,123 filed January 26, 1955. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 
John P. Chandler and Edward G. Roe, of New York, N.Y., for opposer- 


appellant. 
Frank A. Bower, of New York, N.Y., for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed by Ackermann Manufacturing Company 
(sueeessor to Flash-Stone Company, Inc.) to register ANcor for floor sur- 
facing plates, use since April 15, 1954 being asserted. 





Vol. 48 T. M. R. PORCELAINE DE PARIS v. I. FREEMAN & SON 1533 











Registration has been opposed by Hoeganaes Sponge Iron Corporation, 
registrant of aNcor 80 for iron powder.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that since 1953, it has used ANcor 80 as a mark 
for iron powders sold to industrial users in the powder metallurgy field. 
Opposer’s iron powders have wide application, being useful as an ingredient 
in the coating of welding electrodes, as an additive in acetylene oxygen 
flames for torch cutting, planing or scarving of steel and alloys, as an agent 
for bonding abrasive materials to steel floor plates, and as an additive to 
cement to harden and waterproof concrete and to make it “non-skid.” 

It appears that opposer’s iron powders are sold to industrial users who 
either incorporate them in a manufactured product or add them to a manu- 
factured product. Applicant’s floor surfacing plates are of the kind sold to 
building contractors, shipbuilders and the like. There is nothing in op- 
poser’s record which indicates that opposer’s iron powders are sold to such 
purchasers; nor is there anything in the record which indicates that even 
if the same purchasers might occasionally purchase the products of both 
parties, they would be likely to think that such widely different products 
useful for such different purposes came from the same producer. Although 
opposer’s product may be used to bond abrasives to steel floor plates, it 
loses its identity in the finished plate, and purchasers of the floor plate are 
not likely to know of the bonding agent. 

The differences in trade channels, the differences in purchasers, and the 
wide differences in the goods are sufficient to obviate probability of 
confusion. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed.’ 


PORCELAINE DE PARIS, SARL v. I. FREEMAN & SON, INC. 
No. 6,834 — Commissioner of Patents — July 28, 1958 


CANCELLATION PROCEDURE—IN GENERAL 
EFFECT OF REGISTRATION—THE PRINCIPAL REGISTER—IMPORTATIONS 
Cancellation of mark PORCELAINE DE PARIS for chinaware and crockery issued 
to importer is sought by French manufacturer of the same goods using the same 
mark displayed in identical manner. Since it is apparent that respondent is merely 
importer and reseller of petitioner’s goods bearing its mark it was not entitled to 
registration, and petition to cancel registration is affirmed. 


Cancellation proceeding by Porcelaine de Paris, Sarl v. I. Freeman & 
Son, Inc., Registration No. 631,299 issued July 24, 1956. Registrant appeals 


1. Reg. No. 605,017, issued Apr. 26, 1955. 

2. The Examiner of Interferences raised a question concerning the continued use 
of applicant’s mark; but it now satisfactorily appears that such use is continuing and 
the temporary nonuse was such as to constitute excusable nonuse, 
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from Examiner of Interferences from summary judgment for petitioner. 

Affirmed. 

Ralph E. Reynolds, William A. Moore, and Maurice Hahn, of New York, 
N.Y., for petitioner-appellee. 

Albert L. Jacobs, of New York, N.Y., for respondent-appellant. 








LEEDs, Assistant Commissioner. 
A petition has been filed to cancel the registration of PORCELAINE DE 
PARIS for chinaware and crockery, issued to I. Freeman & Son, Inc., a New 






York corporation. 

Petitioner is Porcelaine de Paris, Sarl, a French manufacturer of 
chinaware and crockery which it marks with PORCELAINE DE PARIS displayed 
in the identical manner shown in the registration sought to be canceled. 
Petitioner owns French registrations No. 298,617 dated January 14, 1939, 
and No. 437,757 dated January 8, 1954, each of which shows the mark 
PORCELAINE DE PARIS, 

The Examiner of Interferences granted petitioner’s motion for sum- 
mary judgment and recommended cancelation of respondent’s registration. 
Respondent has appealed. 

It appears from the admissions contained in respondent’s pleading and 
from petitioner’s interrogatories and respondent’s answers thereto that in 
1948 respondent became a customer in the United States of petitioner, and 
that petitioner’s chinaware and crockery have been sold to respondent and 
others in the United States. Petitioner marks its chinaware and crockery 
with two crossed arrows, above which the word PORCELAINE is arcuately 
displayed and beneath which the words DE Paris arcuately displayed. The 
crossed arrow mark and the composite mark PORCELAINE DE PARIS with the 
crossed arrows are registered to petitioner in France. The specimens sub- 
mitted by respondent with the application which matured into the regis- 
tration sought to be canceled are photographs showing PORCELAINE DE PARIS 
with the crossed arrow as described above. It is assumed, therefore, that the 
specimens submitted are photographs of a piece of petitioner’s chinaware or 
crockery showing petitioner’s registered French trademarks. 

Respondent remained a customer of petitioner until 1956. 

Respondent has demanded that petitioner cease using PORCELAINE DE 
PARIS on chinaware and crockery even though it clearly appears that such 
term is the predominant part of petitioner’s commercial name; that it is 
the word portion of one of petitioner’s registered trademarks in France; 
and that it is the word portion of the mark applied by petitioner to its 
chinaware and crockery sold to respondent and others for resale in the 
United States. 

It is clearly apparent that respondent was, at the time it filed the 
application which matured into the registration sought to be canceled, 








































1. Reg. No. 631,299, issued July 24, 1956. 
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merely an importer of goods, including petitioner’s chinaware and crockery 
marked with PORCELAINE DE PARIS and the crossed arrows; and that it used 
a photograph of petitioner’s goods showing petitioner’s marks to support 
its own claim of ownership of the PORCELAINE DE PARIS mark. As a mere 
importer and reseller of petitioner’s goods bearing petitioner’s marks, 
respondent acquired no right of ownership in petitioner’s marks or any 
part or component of such marks. Respondent was not entitled to the regis- 
tration of the mark, and under the facts here, damage to petitioner from 
the continued existence of the registration will be presumed. 

The decision of the Examiner of Interferences granting summary 
judgment to petitioner is affirmed, and Reg. No. 631,299 will be canceled. 


PEGGY SAGE, INC. v. PAUL D. NEWTON & CO. INC. 
No. 33,032 — Commissioner of Patents — July 28, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion is found to exist between PEGGY NEWTON for a line 
of cosmetics and pEGGy for line of cosmetics and PEGGY SAGE with and without 
design for manicure preparations registered by opposer. Differences in surnames 
are sufficient to obviate any mistake of identity arising from use of popular first 
name PEGGY. 


Opposition proceeding by Peggy Sage, Inc. v. Paul D. Newton & Co. 
Inc., application Serial No. 612,754 filed April 17, 1951. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Mock & Blum, of New York, N.Y., for opposer-appellant. 
Leo C. Krazinski, of New York, N.Y., for applicant-appellee. 


LrEEps, Assistant Commissioner. 

An application has been filed by Paul D. Newton Co. Inc. to register 
PEGGY NEWTON for a line of cosmetics, use since April of 1941 being assessed. 

Registration has been opposed by Peggy Sage, Inc., registrant of PEGGY, 
for a line of cosmetics and toilet preparations ;' and PEGGY SAGE,” and PEGGY 
SAGE and design,’® for manicure preparations. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer took testimony, and applicant submitted a stipulation of facts 
in lieu of testimony. 

The record shows that opposer has never used PEGGY as a trademark, 
although it renewed a registration of the name in 1945. Applicant does not 
question the fact that opposer used PEGGY SAGE as a trademark for manicure 





1. Reg. No. 203,295, issued to a predecessor on Sept. 15, 1925, renewed by opposer. 

2. Reg. No. 295,858, issued July 12, 1932, under the Act of 1920, renewed on the 
Supplemental Register; Reg. No. 365,085, issued Feb. 21, 1939; and Reg. No. 509,640, 
issued May 10, 1949. 

3. Reg. No. 302,124, issued Mar. 28, 1933, renewed. 
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and toilet preparations before it adopted PEaay NEWTON; and there is no 
question but that the products of the parties are so related that they might 
normally be produced by a single entity. The only matter for determination 
is whether or not PEGGY NEWTON, when applied to cosmetics, so resembles 
PEGGY SAGE as to be likely to cause confusion or mistake of purchasers. 

The Examiner of Interferences, after noting that both marks are in 
the nature of names of individuals, stated, “ * * * if there is any emphasis 
in respect to the name of an individual, the emphasis would be generally 
on the surname, especially where the first name is commonplace as is the 
case here. * * * The surname ‘Sage’ and ‘Newton’ are completely unlike in 
sound and appearance. Such difference is believed clearly sufficient to 
obviate any mistake of identity arising from the use of the popular feminine 
name ‘Peggy’.” The statement represents a sound conclusion and it is 
adopted here. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed. 


SUNBEAM CORPORATION v. HANDCRAFT NOVELTY CO. 
No. 35,037 — Commissioner of Patents — July 28, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register PERCMASTER for glass percolators is opposed by regis- 
trant of COFFEEMASTER with housemark SUNBEAM for electrical coffeemakers. Deci- 
sion of Examiner of Interferences sustaining opposition is affirmed on the ground 
that purchasers might assume that applicant’s goods are nonelectrical variety manu- 
factured by opposer; this is type of confusion against which statute is directed. 


Opposition proceeding by Sunbeam Corporation v. Handcraft Novelty 
Co., application Serial No. 679,843 filed January 13, 1955. Applicant ap- 
peals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


George R. Clark, of Chicago, Illinois, for opposer-appellee. 
Leonard D. Rosen, of New York, N.Y., for applicant-appellant. 


LEEDs, Assistant Commissioner. 

An application has been filed by Handcraft Novelty Co. to register 
PERCMASTER for glass percolators, use since January 5, 1955 being asserted. 

Registration has been opposed by Sunbeam Corporation, registrant of 
COFFEEMASTER for electrical coffeemakers.'* 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer manufactures electrical household ap- 
pliances which it sells under its house mark SUNBEAM and under specific 


1. Reg. No. 328,171, issued Sept. 17, 1935, renewed and published in accordance 
with Sec. 12(c) on Feb. 28, 1950. 
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brand names, including COFFEEMASTER for percolators and vacuum type 
coffee makers, MIXMASTER for food mixers, and SHAVEMASTER for shavers. 
Opposer has used its COFFEEMASTER mark since 1933; the COPFFEEMASTER 
coffee makers have been advertised through all types of consumer media at 
a cost of more than two million dollars to opposer, with retailers spending 
an estimated additional amount of fifty thousand dollars annually; and 
opposer’s sales of its coffee makers have amounted to about one hundred and 


twenty million dollars retail value. 

Opposer took testimony of the partners who own and operate applicant, 
and from this testimony it appears that since 1943 or 1944, the partnership 
has sold giftware such as hand-corded brandy inhalers, decanters, carafes 
and the like. Having been successful in the marketing of carafes, the 
partners decided to market an item in which coffee could be brewed and 


served, rather than brewing it in one container and pouring it into another 
for serving. They worked up a design with Corning Glass Company, and 
they selected the term PERCMASTER as the mark under which the percolating 
coffee maker would be sold. The item, comprising a glass percolator, 
trimmed with brass or copper, with a heat-resistant handle, and a candle- 
warmer trivet to match, is manufactured by Corning Glass Company and 
is sold by applicant to an exclusive distributor, Rubel & Company, which 
sells the item to retailers which in turn sell to consumers. 

There is no dispute concerning earlier use, and there is no question 
but that the products of both parties are coffee makers, though they are 
structurally different. The determination rests on a consideration of the 
marks. 

“Pere” is a contraction of “percolator,” and it was used by the partners 
of applicant in their testimony synonymously and interchangeably with 
“nercolator,” “percolate” and “percolating.” “Perce,” when used on a coffee 
percolator, immediately suggests coffee. Since the immediate association 
conveyed by “perce” is “coffee,” PERCMASTER is therefore immediately as- 
sociated with COFFEEMASTER. It would be logical for purchasers familiar 
with the well-known COFFEEMASTER coffee makers to assume that PERCMASTER 
coffee makers are the nonelectrical variety put out by the manufacturer 
of the electrical COFFEEMASTER. This is a type of confusion against which 
the statute is directed. 

There are numerous ancillary® and extraneous matters argued by both 
parties, but consideration of them is unnecessary in arriving at a conclusion 
as to probable confusion. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 





2. The Examiner of Interferences has recommended that in the event applicant 
should finally prevail herein, the applicant should be required by the Examiner of Trade- 
marks to furnish a satisfactory verified explanation of the use of the registration legend. 
This recommendation is undisturbed. 
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THE GREEN SHOE MANUFACTURING CO. v. 
NATIONAL SHOES, INC. 


No. 33,548 — Commissioner of Patents — July 29, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—SUGGESTIVE MARKS 
Applicant seeks to register STRIDE WELL for children’s shoes, sold through its 
own stores and is opposed by registrant of STRIDE RITE and THE STRIDE RITE SHOE 
for shoes. The parties have used their respective marks—both highly suggestive 
when applied to children’s shoes—for ten years. In the absence of evidence of con- 
fusion during period of contemporaneous use it is concluded that there is no likeli- 
hood of confusion in the future and opposition is dismissed. 
Decision of Examiner of Interferences dismissing applicant’s counterclaim to 
cancel opposer’s marks is affirmed. 


Opposition proceeding by The Green Shoe Manufacturing Co. v. Na- 
tional Shoes, Inc., application Serial No. 651,278 filed August 3, 1953, in 
which applicant counterclaims to cancel Registration No. 406,565 issued 
April 11, 1944, and Registration No. 528,068 issued July 25, 1950. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition 
and dismissing counterclaim. Reversed as to opposition; affirmed as to 
counterclaim. 


Kenway, Jenney, Witter & Hildreth, of Boston, Massachusetts, for opposer- 


appellee. 
Henry L. Burkitt, of New York, N. Y., for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by National Shoes, Inc., to register STRIDE 
WELL for children’s shoes, use since August 1, 1946 being asserted. 

Registration has been opposed by The Green Shoe Manufacturing Co., 
registrant of STRIDE RITE’ and THE STRIDE RITE SHOE? for shoes. 

With its answer to the opposer’s pleading, applicant filed a counter- 
claim seeking cancellation of opposer’s registrations. 

The Examiner of Interferences sustained the opposition and dismissed 
the counterclaim. 

The record shows that opposer is a manufacturer of children’s shoes 
sold under the trademark STRIDE RITE, used alone or in the phrase THE STRIDE 
RITE SHOE. The record clearly shows that opposer’s use of STRIDE RITE 
antedates applicant’s use of STRIDE WELL, and sales and advertising under 
the mark have been extensive and substantial. 

Applicant submitted a stipulation of facts in lieu of testimony and it 
appears therefrom that it has used STRIDE WELL as a mark for its children’s 


1. Reg. No. 406,565, issued Apr. 11, 1944. 

2. Reg. No. 528,068, issued July 25, 1950. Opposer apparently owns Reg. No. 
263,745, STRIDE RITE and Reg. No. 381,811, THE STRIDE RITE SHOE, issued for shoes on 
Nov. 12, 1929 and Oct. 8, 1940, respectively, but neither was pleaded and consideration 
will not be given them. 
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shoes since 1946. Applicant sells its shoes through its own retail stores 
located in New York, New Jersey, Massachusetts and Connecticut, and 
sales have been substantial. 

Applicant introduced a number of printed copies of registrations of 
marks including STRIDE as a component, but those which antedate opposer’s 
earliest registration pleaded have either expired or have been canceled 
under the provisions of Section 8 of the statute. The other registrations 
are not helpful in arriving at a conclusion here. 

It appears that opposer and applicant have used their respective marks 
STRIDE RITE and STRIDE WELL on children’s shoes for some ten years. The 
shoes of both parties are sold through retail stores (applicant’s through its 
own stores) to the general public. Each of the marks is highly suggestive 
when applied to children’s shoes. 

Considering the length of contemporaneous use, the substantial sales 
by each party, the nature of the marks when applied to the goods, ap- 
plicant’s method of marketing, and the absence of evidence of confusion 
of any kind during the long period of contemporaneous use, it is concluded 
that there is no likelihood of confusion in the future. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 

Applicant offered no evidence in support of the averments in its coun- 
terclaim, and it was properly dismissed. The decision of the Examiner of 
Interferences dismissing the counterclaim is affirmed. 


STA-NU CORPORATION v. KAY CHEMICAL COMPANY 
No. 35,590 — Commissioner of Patents — July 29, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
STA-CLEAN for water repellant and stain repellant chemical is confusingly similar 
to STA-NU used on a liquid textile finishing composition since the resemblance of 
the mark is likely to lead the purchaser to assume that the chemical bearing it 


emanates from the same source. 


Opposition proceeding by Sta-Nu Corporation v. Kay Chemical Co., 
application Serial No. 686,374, filed April 27, 1955. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition. Affirmed. 


Ooms, McDougall, Williams & Hersh, of Chicago, Illinois, for Sta-Nu 
Corporation. 
Kay Chemical Co., Los Angeles, California, pro se. 
Leeps, Assistant Commissioner. 
An application has been filed by Kay Chemical Co. to register sta- 
CLEAN for a water-repellent and stain-repellent chemical, use since February 
15, 1955 being asserted. 
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Registration has been opposed by Sta-Nu Corporation, exclusive dis- 
tributor of a liquid textile finishing composition sold under the trademark 
STA-NU. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record consists of the pleadings and applicant’s application. 

The pleadings place in issue only one matter for determination, namely, 
does applicant’s mark sTA-CLEAN, when used on a water and stain repellent 
chemical, so resemble sTA-NU as to be likely to cause confusion of purchasers. 

30th parties sell textile treating chemicals—applicant’s for the purpose 


of repelling water and stains, and opposer’s for improving the finish of 


textiles in the dry cleaning process. The products apparently do not 
presently move in the same trade channels, applicant’s being a consumer 
item and opposer’s an institutional item used by dry cleaners. The products 
are nevertheless chemical products which might reasonably be attributed to 
a single producer. 

The resemblance of the marks is such that purchasers are believed to be 
likely to be led by applicant’s mark STA-CLEAN to assume that the chemical 
bearing it is another product put out by the distributor of the sTa-NU 
chemical. 

The decision of the Examiner of Interferences sustaining the opposition 


is affirmed. 


SUNBEAM CORPORATION v. FOODCO 
APPLIANCE CORPORATION 


No. 34,414 — Commissioner of Patents — July 29, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register FOODMASTER for hand operated food choppers and cutters 
is opposed by registrant of MIXMASTER for electric food mixers. Purchasers are 
likely to assume that electric food choppers and manually operated food choppers 
emanate from the same source. Such confusion is within contemplation of prohibi- 


tory provision of Section 2(d) of the Act. 


Opposition proceeding by Sunbeam Corporation v. Foodco Appliance 
Corporation, application Serial No. 665,491 filed April 30, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


George R. Clark, of Chicago, Illinois, for opposer-appellee. 
T. F. Beaman, of Jackson, Michigan, for applicant-appellant. 


LEEps, Assistant Commissioner. 
An application has been filed to register FOODMASTER for hand operated 
food choppers and cutters, use since June 1, 1952 being asserted. 
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Registration has been opposed by Sunbeam Corporation, registrant of 
MIXMASTER for electric food mixers ;’ for food mixers, fruit juice extractors, 
meat grinders, food choppers, slicers and shredders, ice crushers, potato 
peelers, can openers, colanders, coffee grinders, pea shellers, and attach- 
ments for ice cream freezers ;? and for glass receptacles for household use.* 

Opposer’s record consists of copies of its three registrations of MIXx- 
MASTER. Certain fact stipulations submitted by opposer are disregarded 
since one consists of improper rebuttal and the other is immaterial in 
arriving at a conclusion as to likelihood of confusion. 

Opposer is the earlier user of its mark on electric food mixers, its 
earliest application having been filed on October 24, 1930. 

Testimony on behalf of applicant shows that sometime prior to April of 
1954 it commenced using FOODMASTER on a hand operated household kitchen 
appliance for cutting, chopping and slicing foods. The appliance has been 
marketed primarily by house to house demonstrators, and to a lesser extent 
through mail orders. Sales methods may, of course, be changed at any time. 

Applicant contends that the articles made by the parties and sold under 
their respective marks are so different that there is no likelihood of confu- 
sion. It is observed, however, that opposer’s registration which issued in 
1935 constitutes prima facie evidence of opposer’s exclusive right to use 
the mark MIXMASTER on food choppers, grinders and shredders. This is the 
identical category into which applicant’s product falls. The determination 
turns, therefore, on the commercial impressions created by the marks. 

It may be that opposer’s products are electrically operated and ap- 
plicant’s are manually operated, but this fact mitigates against applicant 
rather than in its favor. As was said recently in Sunbeam Corporation v. 
Handcraft Novelty Company, 118 USPQ 371 (Com’r, July 28, 1958), “It 
would be logical for purchasers familiar with the well-known COFFEEMASTER 
coffee makers to assume that PERCMASTER coffee makers are the non-electrical 
variety put out by the manufacturer of the electrical copFEEMASTER. It is 
likewise reasonable here to conclude that purchasers of food choppers are 
likely to assume that MIXMASTER electric food choppers and FOODMASTER 
manual food choppers emanate from the same source. Such confusion is 
within the contemplation of the prohibitory provision of Section 2(d) of 
the statute. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 





1. Reg. No. 281,291, issued Mar. 17, 1931, renewed and published in accordance 
with Sec. 12(c) on Feb. 28, 1950. 

2. Reg. No. 327,314, issued Aug. 20, 1935, renewed and published in accordance 
with Sec. 12(c) on Feb. 28, 1950. 

3. Reg. No. 599,987, issued Dec. 28, 1954. 
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WEEKLY PUBLICATIONS INC. (NEWSWEEK INC.., 
by change of name) v. THE SCRANTON TIMES 


No. 35,732 — Commissioner of Patents — July 29, 1958 
IREGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
NEXT WEEK for weekly newspaper supplement is not likely to be confused with 
NEWSWEEK for weekly magazine. Commercial impressions created by marks on 
publications are so different as to avoid all likelihood of confusion. 


Opposition proceeding by Weekly Publications, Inc. (Newsweek, Inc., 
by change of name) v. The Scranton Times, application Serial No. 691,788 
filed July 22, 1955. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Affirmed. 


Edward G. Roe, of New York, N.Y., for opposer-appellant. 
Sullivan, Bernard, Shea & Kenney and Moore & Hall, of Washington, D.C., 


for applicant-appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed by The Scranton Times to register the 
words NEXT WEEK, displayed in two lines on a dark rectangular background, 
for a weekly newspaper supplement, use since June 25, 1955 being asserted. 

Registration has been opposed by Newsweek, Inc. (name changed from 
Weekly Publications, Inc. during this proceeding), registrant of NEWws- 
WEEK, displayed on a single line on a rectangular background,’ and NEWS- 
WEEK, displayed above the slogan THE MAGAZINE OF NEWS SIGNIFICANCE,’ 
and NEWSWEEK,’ each for a weekly magazine. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Both parties submitted rather extensive records; but a brief summary is 
all that is required here. Opposer publishes one of the better known and 
more widely circulated news magazines, and since 1933 the magazine has 
been identified by the trademark NEWSWEEK. 

Applicant publishes a daily newspaper, and with its metropolitan 
Saturday edition it distributes, at no extra cost to readers, a supplement 
comprising the television and radio programs for the next week, stories 
relating to such programs and to entertainment personalities, listings and 
recommendations about what to do, where to go, and where to dine during 
the next week, together with advertisements of radios, television receivers, 
swimsuits and restaurants and other things related to amusement and enter- 
tainment. In other words, applicant’s supplement might well be described 
as the weekly amusement and entertainment guide of The Scranton Times. 





1. Reg. No. 305,331, issued Aug. 15, 1933, renewed. 
2. Reg. N 


385,859, issued Mar. 18, 1941, published in ‘accordance with Sec. 12(c) 


g. 
g. 
] 


. + 0. 
on Apr. 13, 1948. 
3. Reg. No. 603,656, issued Mar. 22, 1955. 
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In this context the title NEXT WEEK has a special and specific connotation 
as to time. 

The marks of the parties, when applied to their respective publications, 
do not sound alike; they do not look alike; and their connotations are 
distinctly different. In other words, the commercial impressions created by 
the marks on the publications are so different as to avoid all likelihood of 


confusion. 
The decision of the Examiner of Interferences dismissing the opposition 


is affirmed. 


A. B. DICK COMPANY v. WHITIN MACHINE WORKS 
No. 35,580 — Commissioner of Patents — July 30, 1958 


REGISTRABILITY—DESCRIPTIVE TERMS 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Application to register MASTERLITH for direct image paper plates used in offset 
duplicating is opposed by manufacturer and seller of office duplicating equipment, 
including lithographic plates and supplies for use in lithographic masters or plates 
for printing, asserting that registration of MASTERLITH would interfere with its 
freedom to use “lithographic master” in its ordinary sense. 

Opposer’s answer to applicant’s interrogatories show no knowledge of use in 
the trade of MASTERLITH as a descriptive term and therefore no probability of 
damage from registration of mark applied for. Registration will not interfere with 
opposer’s right to continue use of “lithographic master” as common descriptive 


name. Opposition is dismissed. 


Opposition proceeding by A. B. Dick Company v. Whitin Machine 
Works, application Serial No. 684,174 filed March 24, 1955. Applicant ap- 
peals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Ooms, McDougall, Williams & Hersh, of Chicago, Illinois, for opposer- 
appellee. 

Johnson & Kline, of Bridgeport, Connecticut, for applicant-appellant. 

LEEDS, Assistant Commissioner. 

An application has been filed by Whitin Machine Works to register 
MASTERLITH for direct image paper plates used in offset duplicating, use 
since March 2, 1955 being asserted. 

Registration has been opposed by A. B. Dick Company, a manufacturer 
and seller of office duplicating equipment, materials and supplies, including 
lithographic masters, lithographic plates, lithographic copy paper and sup- 
plies for use in the preparation of lithographic masters or plates for print- 
ing. The opposition is based on the ground that “lithographic master” is 
a term in common usage as the name of lithographic masters or plates, and 
that registration of MASTERLITH will damage opposer by interfering with 
its freedom to use “lithographic master” in its ordinary sense. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 
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Opposer offered no evidence of any kind. Applicant filed a notice of 
reliance upon opposer’s answers to certain interrogatories which it pro- 
pounded to opposer. The substance of such answers is that opposer does not 
know of any past or present use, either by it or any other person, of the 
term MASTERLITH as a descriptive term. 

It does not appear from the admissions contained in applicant’s answer 
to the opposition, or elsewhere, that there is any probability of damage 
occurring to opposer from registration of the mark MASTERLITH. The regis- 
tration can in no way interfere with the right of opposer or any other person 
to continue to use the common descriptive name “lithographic master” to 
identify lithographic masters or plates. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


DRILL MASTER SUPPLY CO. v. 
INGERSOLL-RAND COMPANY 


No. 35,831 — Commissioner of Patents — July 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register DRILLMASTER for tractor or truck mounted rock 
drilling rig units and is opposed by registrant of a composite mark dominated by 
DRILLMASTER for compressed air systems, and unitary apparatus consisting of com- 
pressors, valves and connections. 

While products of both parties are expensive and purchased with care they are 
likely to be identified by the mark DRILLMASTER and purchasers will assume that 
they emanate from same source. Therefore, opposition is sustained. 


Opposition proceeding by Drill Master Supply Co. v. Ingersoll-Rand 
Company, application Serial No. 674,252 filed October 4, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Albert K. Rue, of Evansville, Indiana, for opposer-appellee. 
Chester A. Adee and Carl R. Horton, of New York, N.Y., for applicant- 
appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Ingersoll-Rand Company to register 
DRILLMASTER for tractor or truck mounted rock drilling rig units, use since 
January 26, 1953 being asserted. 

Registration has been opposed by Drill Master Supply Company, a 
partnership, registrant of a composite mark’ dominated by DRILLMASTER 
for compressed air systems, and unitary apparatus consisting of compres- 
sors, valves, pipes and connections. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 





Reg. No. 571,508, issued Mar. 10, 1953. 
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The record shows that opposer uses its composite mark on an apparatus 
which comprises a compressor, valves, piping and connections, some parts 
of which are manufactured by opposer and others of which are purchased 
from others, including applicant. Opposer does not preassemble its ap- 
paratus, but the units are assembled according to the specifications of its 
customers. Opposer’s apparatus is used in connection with underground 
and strip mining, and it is used for earth boring. Opposer’s customers 
include mining companies, oil well drillers and water well contractors. 
The apparatus is sold only by opposer’s representatives. Opposer has used 
its mark since 1949. 

Applicant uses DRILLMASTER on rock drill units utilized in quarrying, 
construction and mining. The units are self-propelled, self-contained ap- 
paratus for drilling heavy blast holes. Applicant’s units are preassembled, 
but they may be modified to meet a customer’s specifications. Applicant’s 
customers include mining, quarrying and construction companies. The 
units are sold by applicant’s representatives and through dealers. Applicant 
has used its mark since 1953. 

The products of both parties are expensive and are likely to be pur- 
chased with care. The products of both parties are likely to be identified 
by the mark pRILLMASTER. Although opposer’s mark comprises a design 
and the words “mine and mill supplies” and “service,” 
dominated by DRILLMASTER. The products of both parties are “drills.” 
Although different in construction and designed for different purposes, they 
are nevertheless so related that it would not be unreasonable to assume that 
they came from a single entity. Moreover, some of the purchasers of the 
products are the same. 

The facts lead to a conclusion that applicant’s mark so resembles op- 
poser’s previously registered mark, as to be likely, when applied to 


it is nevertheless 


applicant’s goods, to cause confusion of purchasers. 
The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 


PERKINS PRODUCTS COMPANY (GENERAL FOODS 
CORPORATION, assignee, substituted) v. 
ICY-ADE PRODUCTS CO. 


No. 34,853 — Commissioner of Patents — July 30, 1958 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register Icy-aDE for flavoring powder for soft drinks is opposed 
by registrant of KOOL-AID for prepared powder for flavored soft drinks. Since 
five-cent beverage powders are not likely to be carefully purchased, purchaser will 
be governed by a general glance and likely to be confused by same impression 
created by the marks. Opposition is sustained. 


Opposition proceeding by Perkins Products Company (General Foods 
Corporation, assignee, substituted) v. Jcy-Ade Products Co., application 
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Serial No. 672,579 filed September 1, 1954. Applicant appeals from decision 
of Examiner of Interferences sustaining opposition. Affirmed. 


Lester E. Waterbury and Frederick F. Mack, of New York, N.Y., Frederick 
H. Heck, of White Plains, New York, and Thomas L. Mead, Jr., and 
Francis C. Browne, of Washington, D.C., for opposer-appellee. 

C. Earl Hovey, of Kansas City, Missouri, for applicant-appellant. 


LEEDS, Assistant Commissioner. 

An application has been filed by Iey-Ade Products Co. to register 
ICY-ADE, each letter appearing within a representation of an ice cube, for a 
flavoring powder for soft drinks. Use since August 5, 1954 is asserted. 

Registration has been opposed by General Foods Corporation (successor 
of Perkins Products Company), registrant of KOOL-AID for prepared powder 
for making flavored soft drinks.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Each of the parties submitted a stipulation of facts, with attached 
exhibits, in lieu of testimony. 

From the record it appears that opposer and its predecessor have 
continuously manufactured powders for making soft drinks and sold them 
under the trademark KOOL-AID since August 18, 1927. In 1953, the year 
prior to applicant’s adoption of its mark, annual sales under the mark 
KOOL-AID amounted to almost sixteen million dollars in value, representing 
more than 487,000,000 packages; and advertising expenditures in all kinds 
of consumer media exceeded $700,000. In 1955, sales had increased to almost 
twenty-five million dollars in value, representing more than 766,000,000 
packages; and advertising expenditures were increased in that year to 
more than $1,700,000. Opposer’s product is sold to consumers through food 
stores, supermarkets, delicatessens, candy stores, five-and-ten stores, depart- 
ment stores and general stores, usually at five cents per package. 

From the stipulation on behalf of applicant it appears that it has, since 
August of 1954, manufactured powders for making soft drinks and sold 
them under the trademark icy-apE. It appears from the specimen packages 
used by applicant that they are approximately the same size as opposer’s 
and each of applicant’s and opposer’s packages contains on the front a 
color picture of a tumbler of the beverage to be made from the powder. 

It is assumed that applicant’s product is sold to consumers through the 
same types of retail outlets as opposer’s and that the retail price is about 
five cents per package. 

The products of both parties are what are popularly known as “ades,” 
although opposer spells the second syllable of its mark “aid,” thus giving 
a dual meaning to the word when applied to the beverage powders. 








1. Reg. No. 317,955, issued to Perkins Products Company on Oct. 9, 1934, and 
published in accordance with Sec. 12(c) by that Company on Feb. 15, 1949; and Reg. 
No. 623,164, issued to the said predecessor on Mar. 13, 1956, 
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Five-cent beverage powders are not likely to be carefully purchased. 
The purchaser is likely to be governed by a general glance. Under these 
circumstances, and considering the fact that Icy-aDE and KOOL-AID convey 
substantially the same impression when used in connection with powders 
for making soft drinks, it is believed that applicant’s mark so resembles 
opposer’s mark as to be likely to cause purchaser confusion, mistake or 
deception. 

The decision of the Examiner of Interferences sustaining the opposition 
is affirmed. 


ROUX DISTRIBUTING CO. INC. v. CLAIROL INCORPORATED 
No. 6,350 — Commissioner of Patents — July 30, 1958 


CANCELLATION PROCEDURE—EVIDENCE 
TRADEMARK AcT OF 1946—CONSTRUCTION—SECTION 24 

Petitioner seeks cancellation of Supplemental Registration of HAIR COLOR BATH 
for hair tinting and coloring preparations, alleging earlier and present use of 
COLORBATH as descriptive name for its hair coloring preparations and averring that 
respondent’s registration is damaging. 

Under Section 24, if registrant was not entitled to register the mark at the 
time of application, or if mark is not used by registrant or has been abandoned 
and petitioner is likely to be damaged by the maintenance of the registration on 
the register, the registration should be canceled. 

REGISTRABILITY—DESCRIPTIVE TERMS 

HAIR COLOR BATH is apt descriptive name for hair coloring preparation and since 
petitioner and respondent have used “color bath” descriptively for their products, 
HAIR COLOR BATH is not a trademark and should be canceled. 


Cancellation proceeding by Roux Distributing Co. Inc. v. Clairol In- 
corporated, Registration No. 564,410 issued October 14, 1952. Petitioner 


appeals from decision of Examiner of Interferences dismissing petition. 


Reversed. 


Munn, Liddy, Nathanson & March, of New York, N.Y., for petitioner- 
appellant. 
David J. Moscovitz, of New York, N.Y., for respondent-appellee. 


LEEps, Assistant Commissioner. 

A petition has been filed to cancel Supplemental Registration No. 
565,410, showing HAIR COLOR BATH for hair tinting and coloring prepara- 
tions, issued to Clairol Incorporated on October 14, 1952. 

Petitioner is Roux Distributing Co. Inc., a competitor which alleges 
earlier and present use of COLORBATH as a descriptive name for its hair 
coloring preparation and avers that registration of HAIR COLOR BATH to 
respondent is damaging to petitioner. 

The Examiner of Interferences dismissed the petition, and petitioner 
has appealed, 
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Petitioner took the testimony of an officer of its advertising agency 
and of its vice-president, and respondent submitted a stipulation of facts, 
with attached exhibits. 

It appears from the record that in 1948 petitioner’s agency prepared 
copy for two advertisements of its hair coloring preparation, one of which 
included the first and the other the second of the following sentences: 


“Tmagine a foaming color bath that leaves your hair a-shimmer 
with dewy-fresh new color.” 
“This exciting new color-shampoo actually bathes your hair with 
fresh new color—soft and natural looking.” 
Such advertisements were inserted in newspapers in various cities in the 
country over a period beginning at least as early as August 7, 1949 and 
continuing to at least as late as February 26, 1950. In its brochures copy- 
righted in 1948 petitioner advertised “Roux Color Blender, the color- 
shampoo treatment that colors the hair as it washes, bathes it with dewy- 
fresh radiance * * * .” 

In March of 1950 respondent commenced using the term HAIR COLOR 
BATH on its labels for a hair coloring preparation, and it has continued to 
use such term, both on its labels and in its advertising. On its earlier labels 
the term appeared in the following context: “MIss CLAIROL—a quick, youth- 
ful HAIR COLOR BATH. In the later labels it appears in the following context: 
MISS CLAIROL... Hair Color Bath.” No other name for the product appears 
on the labels. 

In 1951, respondent began an extensive national advertising campaign 


featuring, 


“Which hair color should you use? Your professional beautician 
will tell you. The new, amazing hair color bath MISs CLAIROL * * *. 


Watch as every strand is bathed in bright, beautiful, lasting color.” 
Some of the advertisements included the pictures of fashion models with 
the explanation that the model “has her hair bathed” in the appropriate 
eolor designation of MISS CLAIROL. 

Some of respondent’s advertisements included in the copy the state- 
ment that the professional beauticians will “analyze your hair, and bathe 
every strand in glorious lasting color, with MISS CLAIROL HAIR COLOR BATH; 
and they also included, “ * * * feel color * * * lasting color * * * lustrous 
eolor being gently bathed through and through your hair.” 

In 1952, respondent distributed a brochure entitled “How to use new, 
amazing MISS CLAIROL Hair Color Bath.” The first page is headed, 


MISS CLAIROL 
Hair Color Bath 


NOW—FOR THE FIRST TIME, MISS CLAIROL, the new amazing hair color 
bath—brings you the thrill of truly natural-looking color in only a 


matter of minutes. 
+. * - 





Vol. 48 T. M.R. ROUX DISTRIBUTING CO. v. CLAIROL INC. 1549 


So simple and easy to apply, Miss cLAIROL Conditions and Cleanses as 
it Colors, bathing the hair in radiant lasting color. 


Respondent’s 1952 national advertising campaign for MIss CLAIROL Hair 
Color Bath featured “Awaken your Sleeping Beauty” and included such 
statements as “wonderful lasting Miss CLAIROL color * * * bathing every 
strand in radiance”; and “bathe every strand in superb lasting color.” 

In October of 1952 the registration sought to be canceled issued to 
respondent. Shortly after issuance of the registration, respondent’s adver- 
tising stated: 


“Just what is Miss cLarRoL Hair Color Bath ®? It’s the amazing 
result of 20 years of scientific research * * * the simplest, quickest, 
most effective way ever developed for lovely, lasting hair color. Is it 
different from a rinse or a dye? Yes, thrillingly different from any 
product you’ve ever known—it makes them all old-fashioned. It’s not 
a temporary rinse. It’s not a tedious, artificial-looking oil shampoo 
tint, or dye. It’s quick, easy and completely natural looking. MISS 
CLAIROL is a hair color bath that colors your hair beautifully, lastingly! 
In just 5 to 20 minutes your beautician bathes glorious lasting MISS 
CLAIROL color through your hair—without even the need of first bleach- 
ing or shampooing.” 


Respondent’s 1953 advertising campaign featured: 


“Color lasts—won’t wash out! The one and only new, amazing 
Hair Color Bath, so thrillingly different from any temporary color 
rinse, oil-shampoo tint, or dye you’ve ever known!” 


Also, “It bathes your hair in uniform color—covers completely”; and “It 
bathes every strand in color, covers completely without pre-bleaching,” 
appeared in respondent’s 1953 advertising campaign. 

In 1954 petitioner commenced marketing in competition with respon- 
dent hair coloring creams in tubes, and in announcing the product, it stated 
in its advertisements, “Tint or dye, color shampoo or haircolor bath, neutral 
bleach, or color bleach, subtle color toners—every one of these services 
comes out of these wonder tubes.” 

In the fall of 1954, petitioner placed on the cartons containing its 
tubes of coloring preparation the following, 


“The Professional’s Color Shampoo (Haircolor Bath) Roux Professional 
Quick Color does everything the popular color shampoo (haircolor 
bath) treatment does * * * .” 


Meanwhile, in the spring of 1954 respondent, through its lawyer, wrote 
a letter to petitioner requesting discontinuance of the use of respondent’s 
registered trademark HAIR COLOR BATH under pain of legal steps for the 
enforcement of respondent’s rights. Petitioner, through its lawyer, re- 
sponded to the letter stating that (a) petitioner had never used the notation 
“haircolor bath” as a trademark but only in a descriptive sense; (b) the 
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term “hair color bath” is “generically descriptive” as illustrated by respon- 
dent’s advertising; and (c) respondent did not then use and never had 
used the term “hair color bath” as a trademark and the words had been 
used only in a “generically descriptive sense.” 

A short time thereafter this petition to cancel was filed. 
The Examiner of Interferences stated: 











“The respondent’s mark being descriptive, and its registration 
having issued on the Supplemental Register of the Act of 1946, the sole 
question presented for determination herein is whether or not the 
notation HAIR COLOR BATH is capable of distinguishing the respondent’s 
hair tinting and coloring preparations.” 








This is not a correct statement of the issue in a cancelation proceeding 
such as this. It is a correct statement of the question to be resolved in the 
ex parte examination of an application to register a mark on the Supple- 
mental Register; but in a cancelation proceeding involving a Supplemental 
Registration the questions to be resolved are set out in Section 24 of the 
statute. If it appears that the registrant was not entitled to register the 
mark at the time of his application to register, or if the mark is not used by 
the registrant or has been abandoned, and petitioner is likely to be damaged 
by the maintenance of the registration on the register, the registration shall 
be canceled. 

The application originally was filed for registration on the Principal 
Register and the Examiner of Trademarks held the mark to be merely 
descriptive and “very close to being generic.” The applicant (respondent 
here) then amended to seek registration on the Supplemental Register. 
The Examiner of Trademarks apparently did not have knowledge of the 
various advertising campaigns of respondent in which it used HAIR COLOR 
BATH as the name and the only name of the product, although it appeared 
clearly from the specimen label that the term was being used as the name 
and the only name of the product. 

It is clear from the record that petitioner described its hair coloring 
preparation as “color bath” and stated that its coloring preparation “actu- 
ally bathes your hair with fresh new color” prior to and up to about the 
time respondent commenced using “hair color bath” as the name of its 
product. Such uses by petitioner support a finding that “hair color bath” 
is an apt descriptive name for a hair coloring preparation. The record 
shows beyond question that it is not a distortion, or an abnormal use of the 
language, to use the words “bathe” or “color bath” in referring to hair color- 
ing preparations; and since both petitioner and respondent have used 
“eolor bath” as the common descriptive name of a hair coloring prepara- 
tion, the term HAIR COLOR BATH is not a trademark. Respondent was not 
entitled to registration at the time it filed its application. 

Petitioner’s probable damage appears from respondent’s attempt to 
interfere with its freedom to use the words “hair color bath” in their pri- 
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mary sense and from the threat to institute legal action in the absence of 
compliance with respondent’s request to discontinue such use. 

The decision of the Examiner of Interferences is reversed. The petition 
to cancel is granted and Reg. No. 565,410 will be canceled. 


THE GLIDDEN COMPANY v. THE SARGENT-GERKE CO. 
No. 34,816 — Commissioner of Patents — July 31, 1958 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register WALL-SPREAD for paint is opposed by registrant of 
SPRED-WALL for the same goods. Since the differences in sound, meaning, and com- 
mercial impression of both marks are significant, consumer confusion is unlikely and, 
therefore, decision of Examiner of Interferences, dismissing opposition is affirmed. 


Opposition proceeding by The Glidden Company v. The Sargent-Gerke 
Co., application Serial No. 676,231 filed November 8, 1954. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Charles E. Carney and G. G. Christensen, of Cleveland, Ohio, for opposer- 
appellant. 

Lockwood, Galt, Woodward & Smith, of Indianapolis, Indiana, for ap- 
plicant-appellee. 


LEEDS, Assistant Commissioner. 

An application has been filed by The Sargent-Gerke Co. to register 
WALL-SPREAD for paint, use since June 2, 1952 being asserted. 

Registration has been opposed by The Glidden Company, registrant 
of SPEED-WALL for paint.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record shows that it has continuously used SPEED-WALL as a 
trademark for its paint since 1931, and the mark has been extensively adver- 
tised in nationally circulated consumer magazines in connection with 
opposer’s paints. 

Applicant’s testimony shows that it has continuously used WALL-SPREAD 
as a trademark for its paint since 1952, and the mark has been advertised 
in connection with applicant’s paint in newspapers and by point of sale 
displays. Sales under the mark during the period June, 1952-August, 1956 
amounted to more than $675,000 in value. 

Opposer is the earlier user of its mark by many years, and the goods 
are the same. The only question left for resolution is whether or not ap- 
plicant’s mark so resembles opposer’s previously used and registered mark 
as to be likely when applied to applicant’s goods, to cause purchaser con- 
fusion, mistake or deception. 





1. Reg. No. 357,933, issued June 21, 1938, renewed. 
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Opposer contends that WALL-SPREAD is “substantially merely a reversal 
of SPEED WALL and the differences in the marks are insignificant and do 
not in any way contribute to “distinguishing the origin of the goods on 







which the parties use the mark.” 

The differences in sound and meaning between “Speed” and “Spread” 
are somewhat more than “insignificant.” They are very significant. The 
commercial impressions—the psychological reactions—are vastly and dis- 
tinctly different. Opposer’s mark, when used on paint, suggests a paint 
which covers a wall quickly ; whereas applicant’s mark, when used on paint, 
suggests a paint which spreads easily on a wall. The resemblance of 
applicant’s mark to opposer’s is so slight that confusion, mistake and 











deception of purchasers is most unlikely. 
The decision of the Examiner of Interferences dismissing the opposition 


is affirmed. 








GOODALL-SANFORD, INC. v. TROPICAL GARMENT 
MANUFACTURING COMPANY 


No. 35,827 — Commissioner of Patents — July 31, 1958 










REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application to register ROYAL PALM with illustration of palm tree between the 

two words and a shining sun for work, dress, and sport shirts and slacks for men, 

women, and children is opposed by registrant of PALM BEACH with illustration of 
two palm fronds for piece goods of various content. 

Although opposer used his mark before applicant and has spent millions of 

dollars promoting it, decision of Examiner of Interferences dismissing opposition is 

affirmed, because marks do not look or sound alike and there is no likelihood of 









confusion. 







Opposition proceeding by Goodall-Sanford, Inc. v. Tropical Garment 
Manufacturing Company, application Serial No. 686,787 filed May 3, 1955. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 








Benjamin Burrows, of New York, N.Y., for opposer-appellant. 
Melvin A. Brandt, of Chicago, Illinois, for applicant-appellee. 








LEEDS, Assistant Commissioner. 

An application has been filed by Tropical Garment Manufacturing 
Company to register ROYAL PALM, with an illustration of a palm tree be- 
tween the two words and a representation of a shining sun above the letter 
“m,” for work, dress and sport shirts and slacks for men, women and 
children. Use since October 24, 1927 is asserted; and ownership of ROYAL 
PALM shown in expired registration No. 242,850" is alleged. 










1. Registration issued June 5, 1928 and was not renewed. 
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Registration has been opposed by Goodall-Sanford, Inc., registrant of 
PALM BEACH, with an illustration of two palm fronds, for piece goods of 
various content.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer has used its PALM BEACH mark on textile fabrics since 1909, 
and since the 1930’s it has authorized certain garment manufacturers to use 
the trademark PALM BEACH on men’s and women’s outer apparel made from 
Gpposer’s PALM BEACH fabrics. Millions of dollars have been spent by op- 
poser and its authorized users in promoting the sale of PALM BEACH fabrics 
and PALM BEACH apparel; and there is no question but that opposer’s mark 
is well and favorably known in the textile and apparel fields. 

Opposer used PALM BEACH before applicant commenced using ROYAL 
PALM. The apparel made by opposer’s authorized users and that identified 
in applicant’s application are, for purposes of this case, the same. This 
leaves only the question of whether applicant’s mark so resembles opposer’s 
mark as to be likely to cause purchaser confusion. The answer to the ques- 
tion is in the negative. ROYAL PALM does not look or sound like PALM BEACH; 
and the two marks do not stimulate similar associations. The facts lead 
to a conclusion that there is no likelihood of confusion or mistake of 
purchasers. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed. 


SOULE-GIBBS & CO. v. HEARN BROS. 
SUPER FOOD MARKETS, INC. 


No. 5,291 — Commissioner of Patents — July 31, 1958 


REGISTRATION PROCEDURE—INTERFERENCE 
REGISTRABILITY—RIGHT TO REGISTER 
Hearn Bros. applied for registration of TABLE PRIDE for bread, canned vege- 
tables, and mayonnaise on April 8, 1954, asserting use since March 26, 1954. On 
November 23, 1954, Soule-Gibbs & Co. filed application to register also TABLE PRIDE 
for fruit and berry preserves, canned fruits and vegetables asserting use since March 
23, 1954. Hearn Bros. failed to prove use in commerce since its prior use of mark 
was presumptively shown by the record to be limited to its food stores in the 
Wilmington, Del. area. 
It is, therefore, concluded that there is no interference between a valid appli- 
cation and an invalid one and that Soule-Gibbs is entitled to registration. 


Interference proceeding between Soule-Gibbs & Co., application Serial 
No. 677,178 filed November 23, 1954 and Hearn Bros. Super Food Markets, 
Inc., application Serial No. 664,154 filed April 8, 1954. Soule-Gibbs & Co. 
appeals from decision of Examiner of Interferences for Hearn Bros. Super 
Food Markets, Inc. Reversed. 





2. Reg. No. 108,511, issued Feb. 15, 1916; renewed twice and published in accord- 
ance with Sec. 12(c) on Apr. 29, 1952. 





1554 THE TRADEMARK REPORTER Vol. 48 T.M.R. 


William G. MacKay, of San Francisco, California, for Soule-Gibbs & Co. 
Connolly & Hutz, of Wilmington, Delaware, for Hearn Bros. Super Food 
Markets, Ine. 


LEEDS, Assistant Commissioner. 

On April 8, 1954, Hearn Bros. Super Food Markets, Inc. (hereafter 
called Hearn) filed an application to register TABLE PRIDE for bread, canned 
vegetables and mayonnaise.‘ Use since March 26, 1954 is asserted. 

On November 23, 1954, Soule-Gibbs & Co. (hereafter called Soule- 
Gibbs) filed an application to register TABLE PRIDE for fruit and berry 
preserves, jams, jellies, canned fruits and canned vegetables.? Use since 
March 23, 1954 is asserted. 

An interference was instituted, and from the facts appearing in the 
record the Examiner of Interferences found that Hearn’s use of the mark 
on bread long antedated Soule-Gibbs’ use, and that Soule-Gibbs was not 
entitled to registration. The Examiner of Interferences also found that the 
record failed to show use by Hearn of the mark on any goods in commerce, 
and recommended that in the event Hearn should ultimately prevail in 
this proceeding, the Examiner of Trademarks should require proof of use 
in commerce of the mark for the goods identified prior to the filing date 
of its application. Soule-Gibbs has appealed. 

Soule-Gibbs’ record consists of the testimony of one of the partners in 
the business and shows that this applicant commenced using TABLE PRIDE on 
strawberry preserves as early as March 23, 1954. Invoices in the record 
indicate that shipments under the mark were made into many States and 
to Alaska and Hawaii before Soule-Gibbs filed its application. It is ap- 
parent from the record that use of the mark TABLE PRIDE by Soule-Gibbs 
has been rather extensive, and additional products continue to be added 
to the line of products being sold under the mark. 

Hearn’s record consists of the testimony of one of the partners in Dee 
Campo Baking Company, located in Wilmington, Delaware. His testimony 
shows only that his bakery has, from time to time, sold some bread in 
wrappers marked HEARN’S TABLE PRIDE to Hearn, which operates five food 
stores in the Wilmington area; and clippings identified by the witness 
indicate that HEARN’S TABLE PRIDE bread was advertised in the Wilmington 
newspaper in April of 1951. For some unexplained reason no officer or 
employee of Hearn was called to testify. 

Presuming, as we must, that Hearn made the best showing possible it 
appears that Hearn probably used the words TABLE PRIDE on bread prior 
to Soule-Gibbs’ adoption and use of the mark TABLE PRIDE on strawberry 
preserves, but the record creates a presumption that Hearn’s sale of bread 





1. S.N. 664,154. 
2. S.N. 677,178. 
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marked with the words was limited to its five food stores in the Wilmington, 
Delaware, area.’ 

The nature of Hearn’s business, coupled with the presumption created 
by its record, leads to the conclusion that its application was invalid, there 
having been no use in commerce prior to the filing thereof. This leads to a 
second conclusion that there is no interference in fact between a valid 
application and an invalid one. Soule-Gibbs is therefore entitled to the 
registration sought, and Hearn is not entitled to registration. 

The decision of the Examiner of Interferences is reversed. 











3. So far as Hearn’s use on canned vegetables and mayonnaise is concerned, Hearn 
is limited to its filing date which is subsequent to Soule-Gibbs’ proved first use. 





